1. Trademark policy Justifications
a. Avoid consumer confusion- utilitarian
i. Reduce consumer search costs, greater economic efficiency. Assumes forces encourage long-term quality.  
ii. Create incentives to establish & maintain high quality (good will)
iii.  (b) Posner 2- creates incentives to establish and maintain quality (good will).  
b. Avoid wasting the resource that was generated.  New Edition Court may have thought that replacing the members would ruin the band in this case, that the public would not stick with the name but were fans of the boys, and giving Starr the mark would waste it.  This would explain the concept group exception, in which cases the originator would be more likely to successfully replace.
i. Blystein Principle in © law- courts don’t evaluate the artistic quality of the matter seeking protection. Either really ignore the quality of the art, or argue it.
ii. Criticism of Bell: court doesn’t fully analyze its decision because it is just trying to carry out its prejudices in favor of the singers.
c. Fairness theory- the boys made up the name and used it first and they should get to.  
i. Alex Kozinski, "Trademarks Unplugged," 68 N.Y.U. L. Rev. 960 (1993) [M ____].  TM do work not originally meant to do.  Consider all interests at stake and weight those interests in accord with the current reality, evolving.  Moral, utilitarian, goodwill, and free expression criteria.Kozinski’s essay: TM founded on a mixture of theories.  The conflicts between these theories make it most interesting.  
ii. Personhood interest- would not vary with whether it’s a concept band or not.
iii. Culture- track custom.  If painter took pseudonym for painting, would want to protect it.  Should do the same with TM.
1. Cheers Bar case- Paramount owns (c) and TM in Cheers, and have acquired the writers’ potential (c) interests.  Licenses right to company wanting to set up theme bars in airports.  Put mannequins of Norm and Cliff on two of the stools.  Actors, never replaced over time, brought suit for publicity and TM interest in their own identities.  Court, surprisingly agreed.  Said not appropriating Norm and Cliff’s identities, but identities of the actors.  
d. What roles TM play today?
i. Identify sources of products, signaling function of TM.
1. Reduce transaction costs- Consumer Information Theory
a. TMs reduce transaction costs (especially search time and memory requirements) by assisting consumers in making informed choices.
b. Should expect to see heavy reliance on TM when
i. Goods are difficult to inspect
1. Not for grapes, because you can sample them.
2. But for bananas, because can’t sample the banana.
ii. Costs of  mistaken choice are high
1. TM extremely important for cars
iii. Consumers are not making repeat purchases
1. must rely on official or unofficial reports
iv. Consumers are wealthy
1. Time of wealthy people is worth more than that of poor people.
2. So would expect to see branding matter more in rich neighborhoods.  
3. Bears out for gasoline, less unbranded gas in rich neighborhoods.
2. Incentives to raise the quality of products- Branch Experience
a. Performance of the product
b. Treatment of customers
c. Community- extent to which consumers of the product identify with other brand users and support the noncommercial commitments of the company.
d. Probably too simplistic to think that the major effect on manufacturer behavior from TM is to induce them to maintain high quality goods and services. TM also induces them to build brand experience in other ways-community.
ii. Mnemonic Devices
1. Reduce transaction costs- reduce memory requirements.  Brands vary in their mnemonic power.  
a. Honda and Acura are excellent.  Others are not.
b. If you think the difference in Mnemonic correlation reflects a scarcity of appropriate symbols, suggests more like descriptive.
2. Incentive to rais quality
iii. Provide substantive information- Shredded Wheat Biscuit, Rely Tampons (Suggestive), Kool cigarretts, (convey about experience), Fish-Fry.  Some called descriptive some suggestive.
1. Beneficial

a. Assist consumers in making informed choices

b. Pressure manufacturers to increase quality.

2. Pernicious

a. Confer market power on owner of TM

b. Prices rise

c. Some consumers priced out of the market.

iv. Generalized indicia of prestige- Kozinski and Rolex Watches.  Farrari.  Satisfy tastes for exclusivity.

v. Increase the attractiveness of products through sound, appearance or connotation.  Harley muffler sound, shape or Perrier bottle.  

1. Evoke positive associations not attributable to another manufacturer

a. Acura- accurate

b. Lexis- law

c. Nantucket T-shirts- people think nice things about Nantucket.

2. Evoke positive associations attributable with another manufacturer, but not in a way that creates confusions.

a. Rolls-Royce Radio Tubes

b. Gay Olympics

c. Encourage or discourage, law of dilution.

vi. Provide vehicles for conversation and parody- undermine premise of signal theory: exogenous tastes, like cereal with sugar, or fast cars.  TM facilitate satisfaction of those preferences.  But this undermines classic theories of TM.

1. Ads heighten yearnings or anxieties to stimulate demand for products or services that assuage the anxieties or fulfill the yearnings.

2. TMs themselves employed to accentuate: cultivate particular image of masculinity, so chose image that is a stylized image of mail genitalia.  Virginia slims, cultivate and serve a particular conception of tame femininity.  Feminism curved with fidelity to women being concerned primarily with attracting men.  

3. Cultural Critique of preference shaping power in TM. Baby formula, anorexia.

a. Leads to physically unhealthy or dangerous behavior

b. Fosters consumerism, conspicuous consumption, materialism, envy, 

c. DEFENSE- leads to physically healthy behavior.  Liveliness and richness of western culture derives partly from efflorescence of consumer goods.  Pharma target of consumers, they remember to take pills and ask for what they need.

4. Economic critique- Kellogs vs. Post Raisin Bran.  Essentially a trust.

a. Consumers pay the costs of, and don’t benefit from, ads that merely stabilize market shares.

b. Artificial product differentiation facilitates oligopolistic pricing

c. Artifical accentuation of consumer anxieties also facilitates monopoly pricing.

d. Bayer Aspirin-

i. Myth-all aspirin products are the same. 100 quality control checks.

e. Heightens capacity to experience pleasure by increasing awareness of range of goods and difference among them.

5. Political critique

a. Concentrates semiotic power (to shape meaning of terms by which we define ourselves) in relatively few hands

b. Feminitiy, masculinity.

c. DEFENSE- create worldwide vocab and erode cultural and political barriers and suspicions.  If parody is permitted, TM provides raw materials for centralized cultural criticism, the dispersion of semiotic power.

vii. Assessment of preference- shaping power of TM and Ads

1. Utilitarian Critique

a. Artifical produce differentiation and oligopolistic pricing

b. Defense: Increase of hedonic capacity and total social welsfare

2. Cultural critique

a. Physically unhealthy and morally pernicious

b. Defense: potential health benefits and cultural richness

3. Political critique: 

a. concentration of semiotic power

b. DEFENSE: common vocabulary and materials for semiotic democracy.

viii. If you conclude that TM have some good and some bad effects in some circumstances and worried about the bad, alternative to TM.

1. Government certification of quality of goods

a. USDA Grade A beef

b. Bar admissions

2. Private certification of quality of goods

a. Consumer reports

b. eBay feedback.

3. Warranties

4. Retailers as intermediaries- grocery store non-branded food.

2. Distinctiveness 
a. Taxonomy Four categories of terms, but one TM may fit under different ones for different products. Abercrombie v. Hunting World (2d 1976) 

i. Generic- refers to genus of which product is species.  No

ii. Descriptive- limits protection to secondary meaning..
iii. Suggestive- needs no secondary meaning.

iv. Arbitrary or Fanciful- Fanciful are generally words invented solely for use as trademarks.  If already a common word used in uncommon way, called arbitrary.

v. Does the plausibility of the TM’s suggestion affect the ability to use the mark?  If no relation to what the anchor does, it is arbitrary, so easier to register.  But might damage sales and expose to false advertising suits.  But stronger ability to get registration.  
b. Proof of substantially exclusive and continuous use of mark for 5 years is prima facie evidence of distinctiveness. Abercrombie v. Hunting World (2d 1976)
c. Technical TM- Arbitrary, fanciful and suggestive marks require no proof of secondary meaning (public recognition of term as indicating the source of the good or service. Why Tech TM without secondary meaning?

i. Nature of term indicates public will perceive as trademark.

ii. Non-descriptive, so other makers can still describe own product

iii. Creates greater certainty about TM status.  

d. Arbitrary/Fanciful-  

i. PTO registration without secondary meaning proof creates rebuttable presumption that mark is suggestive or fanciful. Abercrombie v. Hunting World (2d 1976)
e. Suggestive- Suggestive is hard to define.  
i. Suggestive if imagination, thought or perception is required to reach a conclusion of nature of goods or services.  No registration for merely descriptive. In re Quik-Print 

ii. If suggestive term, gets TM without proof of secondary meaning.  Abercrombie v. Hunting World (2d 1976)

f. Descriptive mark examples- cute slight misspelling don’t help.  
i. Descriptive if immediately conveys to seer or hearer a knowledge of ingredients, qualities or characteristics. In re Quik-Print (CCPA 1980)
ii. secondary meaning- Merely descriptive may have TM if distinctive of applicant’s goods in commerce. Abercrombie v. Hunting World (2d 1976) 

iii. Factors
1. Dictionary definition of the term
2. Require consumers to use imaginations at all to reach conclusion about nature of the good.
3. Do competitors need the term to describe the products, or would it be useful to them.
4. To what extent has term been used by competitors. (KwikPrint).
iv. Courts do not ask whether product actually has the characteristics before classifying as descriptive, merely if product purports to have a characteristic the public wants.  In quickPrint, court never asked whether print was actually fast.  
v. If all descriptive terms were TM’d, big injury to competitors to convey information.  Impedes the flow of information.  So originally no descriptive protection at all. Still disfavored. 
vi. Many marks begin as descriptive, but then later is suggestive.  A feature of the product becomes associated in the minds of consumers with a particular manufacturer.  Courts call it descriptive because that’s how it started out, just acquired
vii. In re Quik-Print (CCPA 1980) 82-84.  Holding: Descriptive: advertised fast printing, that’s what the mark (Quik-Print) describes.

1. Industry practice implies descriptive.  If lots of people doing it, must be desirable practice.
2. If mark describes a feature of product, but consumers don’t care about that feature, will be treated as arbitrary. 
3. If describes feature of product that consumers care about, then it will be descriptive.
4. If the TM assertion is false, is mark still descriptive?  Not a feature of the product.  
g. Generic When fanciful terms becomes generic from manufacturers advertising, TM protection denied except for markets in which not generic and secondary meaning continues.  Abercrombie v. Hunting World (2d 1976) 
h. Inherent distinctiveness 
i. In re Chippendales TTAB 09 3-D nude male torso with cuffs and bow tie not inherently distinctive for entertainment services. Seabrooke Test:
1. Common basic shape or design. In context, Cuffs & Collar Mark is a common basic shape or design.
2. Unique or unusual in the particular field.  Really a simple variation on revealing attire.  Even if first, not unusual in the field.  

3. Mere refinement of commonly-adopted well-known ornamentation?

4. TM office granted secondary meaning protection 5 years before.
5. Hints that 2f secondary meaning registration less solid than inherently distinctive.  Definitely true before 5 years, but incontestability doctrine removes challenges that evidence of secondary meaning is insufficient, 2f then as solid as inherent.  
6. HOLDING: The attire is not sufficiently unique for protection.
ii. Trade Dress is not just word or symbol, but some feature that is integral to the product that can arguably function as a TM.  Examples
1. McDonald’s arches
2. Coke bottle.  Coca-cola is a TM.  
iii. Labrador Software v. Lycos 85-86.  Labrador search engine appears to be suggestive, but D said other internet companies use word retrieve and images of dogs and Labrador dogs.  Proliferation of similar marks indicates that mark is descriptive, rather than suggestive.  

iv. Rock and Roll Hall of Fame v. Gentile Productions 6th Cir. 1998 96-103.  District court granted preliminary injunction to museum because of extensive advertising of name and building design TMs, gave secondary meaning.  Said building design was fanciful mark, very distinctive.

1. TM Function Rule: Not all inherently distinctive symbols or words on a product function as TM.  Must create a distinct commercial impression of identifying the source of a good.

2. The landmark is the good itself.

3. Holding: Museum doesn’t really use its building as a trademark (taking picture of coke bottle would be protected).  Design is fanciful, but no evidence that fanciful in TM sense.  

a. Fanciful new combinations of letters or symbols invented solely for purpose of functioning as a trademark.

b. Museums existence as landmark undermines fancifulness as a TM.  Picture of building may be purely ornamental.  Building design not featured on products consistently or with different views.  

c. Recognition of building does not mean recognition of mark as a source indicator.  Consistent and repetitive use of designation as indicator of source is hallmark of TM.
4. Not all inherently distinctive function as TM.  Must create separate and distinct impression that conveys source of product to consumer.  Even though is either suggestive or arbitrary, still not protection without secondary meaning because of second doctrinal requirement.  Must prove that characteristic serves TM function of identifying producer for consumer.  Court could have said, these are inherently distinctive marks (suggestive and arbitrary), but inherently distinctive means that consumers recognize it as a signal that product is coming from a particular manufacturers.  Seeing the shape of the building does not make us think it must come from some company.  
v. What if built a replica building.  Court suggests that it would infringe.  
1. Policy- Creates consumer confusion. Seems like second guy is trying to trade on first guy’s good will.
2. Because arches (trade dress) serve no purpose to the product other than to associate with producer, follower must be using it to rely on their good will.
3. McDonald could come out differently than Rock and Roll.
i. Secondary Meaning

i. Int’l Kennel Club of Chicago v. Mighty Star 7th Cir. 1988 Secondary meaning means the public associates the name with the particular producer. Factor for secondary meaning:

a. amount and manner of advertising

b. volume of sales

c. length and manner of use

d. direct consumer testimony and consumer surveys (direct)

2. Lack of direct evidence (consumer surverys) is not per se fatal for Preliminary injunction.  

3. 50 years, 15% of revenue on advertisements, free publicity, support of dog groups, likely secondary meaning. 
ii. RST 3d Unf. Comp 13 95-96.  Word, name, symbol device or designation distinctive if:

1. Inherently distinctive, nature of designation in context used makes prospective purchasers likely to perceive as identifying good or service to a particular person or enterprise

2. Became distinctive through use so that purchasers identify good, service, business or members with individual or group (secondary meaning).

3. Comment e: secondary meaning is subsequent significance added to original meaning of the term.  Exists only if a significant number of prospective purchasers understand the term when used in connection with particular kind of good, service or business, not merely in its lexicographic sense, but also as associating with a particular, even if anonymous entity.  Have become distinctive through association with a particular source.   Protection is same as in inherent, but extends only to the secondary meaning.  

iii. Proving secondary meaning. 
1. Ford- Quality is job one.  Descriptive.  
a. Argue that amount and duration of advertising creates secondary meaning.
b. Demonstrate that the ad highlights the feature as a trademark.  Look for the intel emblem.  
c. Survey to demonstrate consumers see the secondary meaning or that confusion has resulted.  Double blind administration, remove other identifying features.
d. Check dictionaries or literature. Google or lexis.  

e. Demonstrate actual instances of confusion.  Does two types of work, both infringement but also secondary meaning.  Deliberate copying demonstrates secondary meaning because it shows they were trying to appropriate your good will.

f. Secondary meaning for potential purchasers of the class.  Substantial number of %, unfixed, but 10-25% generally not enough.

g. Anecdotal testimony.  Not a lot of weight.

2. But in Qualitex, colors only TM when non-functional. But copying may indicate functionality, and not just freeriding.  In patent law, applying secondary factors of nonobviousness, sometimes look at D copying feature asserted as obvious as evidence of non-obviousness.  
3. Federal TM procedures.  Optional, can seek common law protection, or 43a LA protection.  But best to get on the federal registration.  Application goes to examining attorney, then appeals to TTAB, then can appeal to federal circuit (exclusive jurisdiction over patent appeals.  Not exclusive over TM, but common.  Can instead appeal from TTAB to district court, then to Circuit Court, and thence to SCOTUS.  After examination, mark is published and third parties can bring opposition proceedings before TTAB.  Third party can later seek cancellation through petition to the TTAB.  
a. Various sources of law, Court of Appeals splits, etc.  Like ©, not like patent, lack of unity.  Sometimes joined to patent claim, then brought in federal court and appeals to federal circuit and not to regular court of appeals.  But there is no federal circuit TM law because Fed Circuit applies law of Circuit from which the case was taken.  
b. TM can also go to state court (even federal TM).  
4. TM Subject Matter- What may be protected

a. American Waltham Watch Co. v. US Watch Co. (Mass. 1899) 87-89.  P originally used Waltham only geographically, but now has secondary meaning through long use.  Just like color or one’s own name, geographical name can be protected.  Practicable to distinguish and ought to be done.  

b. Slogans [CB 51-52]- American Enka Corp v. Marzall (DDC 1952), slogans TM because follows TM logic when slogan functions as a trademark, even if descriptive.  Coloring TM based on volume of product sold and sums spent on ads. 
c. LA §2(c) [CB 230]  Trademark Manual of Examining Procedure §1206 [CB 230-32]- No register Name, Portrait, or signature of living person or deceased US president (during life of his widow) without consent.  Need not be full name if name would be associated with the individual, even a nickname.  
d. LA §2(e)(4) [CB 260]- No mark that can be used to distinguish the goods from anothers’ goods may be refused registration on account of its nature unless it consists of a mark which is primarily merely a surname.
i. Sharon Hook Accounting Services is protectable.  Add field to name, easy to TM because limited to the field.

ii. Hook Accounting under the Quadrillion test.  Hook is surname and a noun, but doesn’t recall any particular person, and doesn’t feel like a name.  Probably right.  .  
iii. Trademark Manual of Examining Procedure §1211 [CB 260]- whether primarily merely surname determined by primary significance to the purchasing public.  
iv. In re Quadrillion Publishing, 2000 WL 1195470 (2000) [CB 260-63] Affirm refusal to register “BRAMLEY”.  From finding 433 such surnames in directory and nothing in the dictionary.  Applicant says city in England and type of cooking apple.  Prima facie case, burden shifts to applicant.  Sufficient prima facie case made out, no magic number but 433 enough.  Obscure meaning does not rebut the prima facie case.  Factors: 
1. degree of surname rareness, 
2. whether applicant has the surname, 
3. whether has other recognized meanings, 
4. look and sound of the surname.  
v. Surnames must have distinctive (secondary) meaning for TM.  If not a surname, can register as arbitrary

e. Service Marks- LA §§2, 45 [CB 54]- (3: service marks registrable in same way as TM.  Service mark is any word, name, symbol or device or combination thereof used by a person or which a person has a bona fide intention to use in commerce and applied for registration, and used to identify and distinguish the services of one person, including unique service, from the services of others or to indicate the source of the service, even if source is unknown.  Title, character names, and other distinctive features of radio and TV program s may be SM even though advertise sponsors goods.  Service is the performance of a labor for the benefit of another.  Advertising one’s own goods is not a service.  SM first use must offer service, not announce that service will be beginning. 
f. LA §§4, 45, 14(5) [CB 55-56]- including indication of regional origin, registrable same way as TM, by persons, nations, States, municipalities, even though no industrial or commercial use.
(i) Note on Geographic Indications [CB 59]- TRIPS requires protecting geographical indications.  Goods must originate in particular place, and believed to be qualitatively different if they came from another place.  

ii) Collective mark means a TM or SM used by members of cooperative, association, organization, etc (or intends to use and registers).

iii) Certification mark is used by person other than owner to certify regional or other origin, material, mode of manufacture, quality, accuracy, or that the work or labor on the goods or services was performed by members of the union of other organization. 

iv) Note on Collective and Certification Marks [CB 56-58]- Collective service mark owned  by organization, collective membership marks are designations given by individual members to demonstrate membership.  Certification mark does not indicate the producer of goods or services (unlike TM and SM), but indicate that meets certain criteria, including designation of regional original, or UL, or union produced.  Subject to cancellation if excludes potential user who meets the certifier’s criteria.  Holders cannot be participants.  But Swiss cheese became generic.  Depends on whether public understands that good bearing the mark come only from the region named in the mark.  Need not understand that term performs certification function per se.

b) Liquor- Notes on TRIPS 23(1) [CB 62]- Additional protection for wines and spirits.  Prevent, even if true origin is printed or adds words such as kind, type, etc.  2a- prevents registration of origin if not the origin after 1996. 
c) Color- Qualitex v. Jacobson Products Co., Inc., 514 U.S. 159 (1995) [CB 63-71]- No absolute bar to TM on color alone.  Symbol or device include almost anything capable of carrying a meaning. Color may be used as a mark.  Not fanciful, arbitrary or suggestive.  If color comes to identify and distinguish a good, indicating its source, then TM by secondary meaning.  
(1) Even though first to name the hill, becomes a fact through your naming it, so no ©.  Same with new crayon, no TM on new name given to it.  
(2) Note on Colors [CB 72-73]- Functionality and Distinctiveness hurdles make for divergent case outcomes.
d) Note on Smells, Tastes, Sounds, and Characters [CB 73-76]- 
(1) Scents- In re Clarke (1990)- floral scent for thread.  Limited away from products known for scent, like cologne.  

(2) Taste (less successful)- Almost always functional, or would not be perceived as a source indicator.  And taste only after purchase, no pre-purchase sampling.  

(3) Sounds may act as TM where they assume a definitive shape or arrangement and are used to create an association between the sound and the service.  But aural perception may be fleeting unless very distinctive.  Commonplace sounds can only be registered after showing that purchasers do recognize and associate the sound with the services offered or with a single, even if anonymous source.  
e) LA §2(a) [CB 203]- Immoral, Scandalous, disparaging, or deceptive material.  No registration for those or if falsely suggests a connection with a person, living or dead, institutions, beliefs, or national symbols, or brings them into contempt or disrepute.  Separate bars, each absolute.  Secondary meaning does no good.
(1) Disparagements- (Harjo and Squaw Valley)- Identifiable to a reference group, and offensive to a substantial composite of the reference group.
(2) Immoral or scandalous- shocking to the sense of truth, decency, or propriety, calling out for condemnation.  But really just the product is scandalous, not the name itself.  Withdrawing protection for mark makes it more common, because can’t restrict it.  Not like other legal action that prohibits it.  If redskins mark is cancelled anyone can use it, but this may cause them to choose a different label in the long term.  Black Tail was found to not be scandalous, didn’t even take up disparaging.
(3) KKK: the mark is not offensive, the meaning of it is.  
(4) Bitch on Wheels is itself offensive.  If squaw valley is good law, none of these should be registered.
(5) Disparaging- In re Squaw Valley Development Co., (TTAB 2006) Harjo test, 
(a) whether mark conveys the particular possibly offensive meaning.  Squaw means American Indian woman or wife.  
(b) Second prong: whether the meaning is disparaging to a substantial composite of native Americans.  
(i) Legislatures changing names because offensive, dictionary says offensive.  Developed derogatory meaning over time.  
(ii) Prima facie disparage a substantial composite of Native Americans when used in the context of applicant’s goods and services.  But offensive in any context when meaning Native American woman.  
(iii) Argues rebuts prima facie because nothing in mark references the derogatory stereotype, just the location of the place.  Statute does not require that the logo reinforce the disparaging connection.  But in connection with skiing, Squaw Valley is famous enough that Squaw would bring it to mind, not the Indian Squaw, so that part of the trademark is allowed.  
(iv) Scandalous and immoral, substantial composite of public.  Disparaging, substantial composite of that group.  
(6) Deceptive Material- 
(a) In re ALP of South Beach, [CB 217-23]- Wants TM on Cafeteria for non-cafeteria sit down restaurant.  Refused as deceptive, affirmed.  Fed Circuit Budge Test: misdescriptive of the character, quality, function, composition, or use of the goods or services:
(i) are prospective purchasers likeliy to believe the misdescription; 
(ii) is misdescription likely to affect the decision to purchase.  
(iii) Since some people prefer cafeteria to sit-down, bate and switch.  Initial interest confusion, Critical point not purchase, but encountering the mark.  
(iv)  [CB 223]- if misdescriptive but no one believes it to describe the product, then it is arbitrary or fanciful.
(b) Hornby v. TJX Companies, (TTAB 2008) [Supp.. 44-49]- TWIGGY wants clothing lines cancelled for confusion.  Boardd finds against petitioner on grounds of fraud, likelihood of confusion and dilution, and against respondent for laches defense. False suggestion of connection. Must point singularly to an individual.  D’s mark is same or close approximation of P’s name, mark would be recognized as such, P not connected with the activities performed by D under mark, P’s name is of sufficient fame or reputation connection would be presumed by use of the mark.  Name must point uniquely to the P.  Fame determined at time of registration.  
(i) Used to be famous in 60’s but when registered in 2000.  She has retained her fame, continued to perform on TV and on stage.  Although not enough to create the fame, they were enough to maintain the fame.  
(ii) Pointing uniquely does not mean that term must be unique.  Only whether would view as pointing to individual.  So if would perceive as a referring to a plant instead of the person, wouldn’t count.  Connection between models and clothing closest to any other.  
(c) Nutraweet Co. v. K&S Foods, 4 USPQ2d 1964 (TTAB 1987) [CB 232-35]- While artificial sweeteners and salt with trace minerals are obviously different products, sold in same section of store, and side by side in restaurants, and low-cost impulse buy, so closely related that likely confusion as to source.  
f) Note on Oppositions and Cancellations on the basis of Dilution [CB 247-48]- 13 and 14 (1063 and 1064) amended to allow dilution oppositions and cancelations.  Not a bar to registration, but third parties can oppose or seek cancellation.  
g) LA §2(e), 2(f) [CB 248]- 2E grounds for refusing registration.  Merely descriptive, deceptively misdescriptive, 2e: primarily geographically descriptive or geographically misdescriptive, the former may be overcome if sufficiently distinctive (secondary meaning).  
i) In re California Innovations, (CAFC 2003) [CB 252-58]- Rejected as primarily deceptively misdescriptive.  Vacated because outdated standard.  NAFTA act, prevent public deception.  Must show deceptiveness now, which requires a goods-place association in mind of consumer.  Two tests pass NAFTA muster.  
(1) Windsor: If goods like applicant’s or related to applicant’s are a principal product of a geographical area named by the mark, deception likely.  
(2) Loew’s: If place noted for particular goods, likely deceptive.  Materiality to the consumer’s decision.  
(3) PTO must deny registration if primary significance of the mark is a generally known geographic location, the consuming public is likely to believes the place of the mark indicates the origin of the goods when they do not, and the misrepresentation was a material factor in the consumer’s decision.  1052(e)(3).
h) Functionality Doctrine

i) McNeil v. Heatland -Something is functional if any of three is true:

(1) Feature in question is essential to the use or purpose of the product.

(2) Affects the cost of quality of the product-

(3) Exclusive use of the feature in question would put competitors at a non-reputation-related disadvantage.  

(a) In TM, courts will look at the overall impression of the product without looking at the functionality of the individual components (like the color yellow).

ii) Doctrinally- Functionality disqualifies protection under TM if makes the product do its job better. ON/OFF
iii) But in some sense there is a functionality spectrum.  The less functional a design feature, the more likely to be recognized by consumers as in indication of source, because why else is it there.  McDonalds, even before secondary meaning, much more likely to be protected than rock and roll hall of fame, because hall of fame had aesthetic functionality, looks more beautiful.  Not pillars to hold it up, not ugly golden arches, but more attractive, so more likely the purpose will be beautiful than to identify the maker.
iv) Qualitex v. Jacobson Products Co., Inc., 514 U.S. 159 (1995) [CB 63-71]- 

(1) Functionality doctrine requires that important ingredients in the commercial success that are functional may not be TM, but must be patented.  TM not patent extension.  

(2) Functional if essential to use or purpose of article or if affects the cost or quality of the article, if exclusive use of the feature would put competitors at a significant non-reputation-related disadvantage.  

(3) If aesthetic value lies in ability to confer a significant benefit that cannot be practically duplicated using alternative designs, then functional.  RST unf. Comp.  

(4) Functional if TM would significantly hinder competition.  Previous court dicta.  But LA liberalized the law to include all marks that have distinctive secondary meaning.  Relying on trade dress protection alone, but no.  Only Significant non-reputation related disadvantage makes functional. 
v) In re Howard Leight Industries, (TTAB 2006) [CB 265-71]- Foam earplugs TM refused as functional, and if not, not distinctive.  Affirmed.  2(e)(5) no TM on functional matter.  

(1) Inwood Lab: Functional if essential to use or purpose of article or if affects the cost or quality.  
(2) Four Morton-Norwich factors: 
(a) existence of utility patent (even expired) disclosing utilitarian features of the design; 
(b) advertising in which design’s utility is touted; 
(c) functional equivalents available to competitors; 
(d) whether design results in comparatively cheap or simple method of manufacturing it.  
(3) Holding: Patent claims and discloses the functional advantages of the shape, so not arbitrary or ornamental.  2 and 4 no evidence of functionality, so neutral.  3: Once functional under traditional rule that essential to the use, no need to ask whether there is competitive necessity for the feature.  Utility patent claiming the shape is sufficient basis in itself for finding the configuration functional.    Since functional, distinctiveness doesn’t matter.  
i) TrafFix Devices v. Marketing Displays, 532 U.S. 23 (2001) 
i) trade dress protection may not be claimed for product features that are functional.  

ii) Utility patent is strong evidence that claimed features are functional.  Not enough that in claims, but examine the patent and prosecution history to see if the claimed feature is shown as a useful part of the invention.

iii) Functionality tests

(1) INWOOD TEST: In general terms, a product feature is functional, and cannot serve as a TM, if it is essential to the use of purpose of the article or if it affects the cost of quality of the article.  

(2) A functional feature is one the exclusive use of which would put competitors at a significant non-reputation-related disadvantage.

(3) When design is functional under inwood, no need to proceed further to consider whether there is a competitive necessity.

iv) Functionality having been established, need not consider whether dual-spring design acquired secondary meaning or to speculate as to other design possibilities.  It is the reason the device works, other design need not be attempted.  

1) Acquisition of Rights- 
a) LA §45 [CB 122] – Use in Commerce (15USC1227).  Commerce means all commerce which may lawfully be regulated by congress.  Use in commerce means the bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark.  
i) Deemed to be in use in commerce 

(1) On goods when

(a) it is placed in any manner on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto, or if the nature of the good makes placement impracticable, then on documents associated with the goods or their sale, and

(b) the goods are sold or transported in commerce, and

(2) on services when it is used or displayed in the sale or advertising of services and the services are rendered in commerce, or the services are rendered in more than one State or in US and in a foreign country and the person rendering services is engaged in commerce.
b) Ownership 
i) Bell v. Streetwise Records, Ltd., (D.Mass 1986) [CB 105-09]- New Edition. Jackson Five + synthesizers and rap concept.  Looking to create this concept since 1972.  Contracted with recording company giving Streetwise the exclusive right to use the name, all but one confirming that name owned wholly by BIM.  Disaffirmed contract, D made another New Edition group with 5 singers.  
(1) Rule: Priority of appropriation establishes ownership, but must be bona fide usage.  Deliberate and continuous use required, not sporadic, casual or transitory.  Only relevant market is the entertainment market

(2) P acquired legal rights to the mark New Edition through their prior use in intrastate commerce.  singers had already publicly performed in the local entertainment market at least 20 times. Since D used simultaneously in MA with first interstate use, and not good faith, so couldn’t have acquired superior rights as a junior user.  

(3) Even if no prior appropriation, Joint endeavor Rule, where prior ownership by one of several claimants cannot be established, the legal task is to determine which party controls or determines the nature and quality of the goods marketed under the mark in question.

(a) D claims the goods are the recordings, P claims they are the entertainment services.
(b) Finding that the public associates the name New Edition with P does not compell the conclusion that the name belongs to P.  But public association still plays a role in determining ownership by identifying what the goods are.

(i) Determine ownership by first determining what quality or characteristic for which the group is known by the public.
(ii) Determine who controls that quality or characteristic.
(4) Holding: Norm in music industry is that an artist or group generally owns its own name.  Clear exceptions when assigned, transferred or sold.  New Edition is not a concept group whose name belongs to the person or entity that coneived both concept and anme.  

(a) Stars contributions were consistent with producer duties and compensated separately for each role.  While Streetwise put a lot into marketing, that is a normal function of recording company.  
(b) Group existed and performed as New Edition long before Candy Girl release.  Had used Jackson Five songs, essentially constant membership, and not replaceable actors in a play written by Maurice Star.  Individual persons that the public came to know as such.  It was personality, not marketing, that led to the public’s intimacy with P.  

(c) The quality which the mark New Edition identified was first and foremost the five plaintiffs with their distinctive personalities and style as performers.  The goods are the entertainment services they provide, and they controlled their quality, so own the mark.
(5) Two alternative bases to the decision in New Edition
(a) How to you allocate rights between collaborators that split up.
(b) Alternative basis, apply general TM principle, forget that worked together, and treat as rivals.  Who had the first use. Whoever puts the mark to use first wins.  
(i) P&G addresses the same principle.  What does use mean?
(ii) Use may not be sporadic or nominal, must be substantial.  Must establish bona fide commercial use, and didn’t do so.
ii) USE- 
(1) P&G v. J&J (S.D.N.Y.), aff'd, (2d Cir. 1980) [CB 112-21]   Used Sure for tampons and Assure for mouthwash and shampoo in minor brands program to maintain ownership rights over the mark.  
(a) Rule: Part of unfair competition.  The right grows out of use, not mere adoption.  It is not the subject of property except in connection with an existing business.  Usage that is sporadic, nominal, and intended solely for TM maintenance is insufficient to establish and maintain TM rights.  Sufficient use is a case-by-case task.  

(b) Holding: P&G does not own a protectable interest in the marks in question.  

(i) P&G never put these brands into market in any meaningful way and has no current plans to do so.  
(ii) 50 cases per year for 9-12 years may not be sporadic or casual, it is certainly nominal and not bona fide attempt to establish trade in any meaningful way.

(iii) Minor brand maintenance may be legally effective where brand reserved for a reasonably well-formulated plan to use it on a particular product under development, especially if not for a long time.  Must be a present intent to market the TM product.  
(c) Second claim, was that Assure Tampons will confuse consumers about Sure Deodorant.  Are these things too close?  Names virtually identical, but separate product lines, so consumers will not be confused, says court.  Standard applied is the same as when evaluating claims for consumer confusion in TM infringement case.
(d) P&G in 1980.  TM law has relaxed since then to create an alternative path to TM registration.  Back then, only registration basesd on principle registry was prior use in commerce.  Now, registration may also be obtained voicing an intention to use the mark in commerce, get’s priority date, and must submit evidence of use in commerce within 6 months.  Can get extensions up to three years.  
(2) Camden Yards demonstrates counter trend, where advertising is counted as use. Maryland Stadium Authority v. Becker, (D.Md. 1992), aff'd, (4th Cir. 1994) [CB 126-30] Analogous Use.  Promotion and advertising of Camden Yards stadium name in insterstate commerce is sufficient to confer jurisdiction under 43(a).  
(a) Rule: Although the sale or shipment of goods in commerce is necessary as part of a valid TM application, sale or services using an unregistered mark is not necessary to establish use of the mark.  Advertising and promotion is sufficient to obtain rights in a mark as long as they occur within a commercially reasonable time prior to the actual rendition of services and as long as the totality of acts creates association of the goods or services and the mark with the user thereof.

(b) When Becker started business, MSA’s promotional efforts had already borne fruit.  Under old rule, Orioles would not have TM yet because haven’t used in commerce.  But he loses because the judge really likes the Orioles.  Shows softening of the great frequency of courts being willing to grant common law TM right, enforceable if necessary under LA 43, through advertising and publicity.  Do not acquire federal registration rights through advertising, but federal head start through state common law.  Just gives you a little buffer.
(3) 43a in Camden, doesn’t require registration, and only requires common meaning of use, which includes advertisement.  This is common law TM, enforceable by federal statute in Blue Bell
(4) Situation 1: X adopts mark, Y adopts mark, Y uses Mark, X Uses mark.  Neither X nor Y register the mark and seek to use the same mark in the same market.  Y gets the TM, used them first in commerce.  Blue Bell.
(a) Must sell good with mark particularly connected to a particular good.
(b) Selling to own salesmen is not enough.
(c) Attaching label to pants with which you do not intend to use it does not count.
(d) This is the case of competing common law claims.
(5) X uses the Mark in MA, Y uses the mark in CT, Y uses the Mark in RI, X uses the mark in RI.  Neither register the mark.  Both use mark with a restaurant.  X has mark in MA, Y has mark in CT and RI, so long as both good faith uses.  United Drug case.  Important that neither knew about the others use.  RULE: X, as senior user, has priority only in states where X is actually using the mark, and Y, the junior user, is free to apply the same mark in a different area unless 1 of 3:

(a) X’s reputation extends to the new areas, varies according to nature of products and clients.

(b) The natural path of expansion would include the contested area

(c) Y is deliberately trading on X’s reputation.

(6) X uses mark in France, Y uses mark in NY, neither register.  NY common law has declared that in cases like this, Y wins unless X can establish secondary meaning, that restaurant patrons in NY recognize meaning as being the restaurant in Paris, and that was deliberately passing off.  NY common law is more demanding in these cases than common law in general is, like United Drug.  

(a) United drug: either secondary meaning or passing off

(b) NY: Junior user is ok unless both secondary meaning and passing off.

(c) Some argument that NY common law violates 16.2 of TRIPS agreement.

(d) Whether Senior user had secondary meaning is determined at the time junior entered, not later success.  So, the first part of the test, determining whether there was a free ride at all (secondary meaning), does all the work.  Second part of the test protects those who do it on accident.  But if no secondary meaning, couldn’t deliberately free ride.

(i) Pages 30-31 of supplement

1. First appropriated, deliberately copied.  NY formulation.

2. 2nd circuit formulation: deliberate copying.  Could show deliberate copying without an intent to free ride, knowing that there is no secondary meaning in the relevant market.

(7) X uses mark in MA, X applies for federal registration, X registers the mark, Y uses mark in CA.  X can stop Y.  Advantages of registration

(a) Provides others with constructive notice of claim as of registration date 1072

(b) Nationwide constructive use as of application date 1057 (c)

(c) Prima facie evidence of exclusive use

(8) X uses the mark in MA, Y uses the Mark in IL, X registers the mark.  Y continues to have use in IL assuming didn’t know about X’s use in MA.  (Thrifty car case).  But why tolerate.  The limited area defense will perpetuate consumer confusion.  

(a) Why not just preference the prior user to avoid consumer confusion.  
(b) But X could have registered when first used and didn’t, and Y was in good faith.  Fairness wants the exception.

(c) But what if problems prevented X from registering.  Then fairness argument would be weaker.

(d) Connection between P&G and Thrift-

(i) Why not just apply their company label, no delay.  If possible, commercial delay deserves no protection, give area exception.  But if only so many terms will work well, if only a few terms available for cars and must convey cheap and reliable, then shouldn’t have the exception.
(9) Blue Bell, Inc. v. Farah Manufacturing Co., 508 F.2d 1260 (5th Cir. 1975) [CB 140-46] – Men’s clothing marked Time Out, created simultaneously by two companies without bad faith.  Who had prior use?  Farah won as district summary, injuction but no damages and Blue Bell fills previous orders.  Affirmed.  
(a) Rule: Neither conception nor advertising alone establish common law TM rights, but ownership accrues when goods bearing the mark are placed on the market.  Test: owned by one who first uses it in connection with specified goods.  Need not have wide public recognition and even single use in trade may sustain if followed by continuous commercial utilization.  

(i) Secret, indiscosed internal shipments are generally inadequate to support the denomination of use.  Use must be sufficiently public to identify or distinguish the marked goods in an appropriate segment of the public mind as those of the adopter of the mark.  Open use required, a use made to the relevant class of purchasers or prospective purchasers
(ii) A token sale may be sufficient to support an application to register even if not evidence of the disposition of the shipped product.  

(iii) Neither July 3 nor July 5 sales satisfy the prerequisites of a bona fide use in trade.  
(b) TM also designed to differentiate products of a single manufacturer.  Mark intended for a new product, placing it on the old product not enough.  May use multiple TM for one good, but must be bona fide.  Bad faith attempt to reserve a mark.  

(c) Affirm results.  Farah shipped first order in Septebmer 1973, Blue bell one month later.  Although sales are not the sine qua non of TM use, determinative in this case because they were the first chance the public had to associate Time Out with a particular line of sportswear.  
(10) ITC Limited v. Punchgini, (NY 2007) [Supp. 24-31] Priority.  NY recognizes common law unfair competition claims, but not the “famous” or well-known” marks doctrine.  New Delhi Bukhara restaurant.  Expanded to Manhattan in 86, Chicago in 87.  October 13, 1987 US registration.  Closed Manhattan in 1991 and Chicago in 1997.  In 1999, D opened Bukhara Grill in Manhattan.  Ds used to work in New Delhi version.  Opened second one in midtown.  5 others in US using the name, and 20 outside US, not affiliated with ITC.  Here, food and restaurant style (waiter’s uniforms) similar to the original.  District judge said abandoned TM, P says NY unfair competition even if no TM, Judge says no.  On appeal, 2nd Cir. Certified to state court.  

(a) Does NY common law permit owner of famous mark or trade tress to assert property rights by virtue of owner’s prior use in foreign country? yes
(i) Two theories of unfair competition

1. Palming off- sale of goods of one manufacturer as those of anothers

2. Misappropriation (INS v. AP)- one may not misappropriate the results of the skill, expenditures and labors of a competitor

a. Basis of the famous marks cases, when not in actual competition because no restaurant in US.

b. In Prunier, name intentionally selected because of P’s well-known reputation and good will.

c. Vaudable- 

d. Just two examples of the misappropriations theory, prohibiting D from using P’s property right or commercial advantage, the goodwill attached to a famous name, to compete unfairly against P in NY.  For certain kinds of businesses, goodwill can and does cross state and national boundaries.  

3. Although yes to first question, not necessarily famous marks doctrine.  When businesses through renown in NY possessed goodwill constituting property or commercial advantage in this State, protected from misappropriation under unfair competition.
(b) How famous must the foreign mark or trade dress be to permit?
(i) At the very least, the use of the mark must call to mind the P’s goodwill.  Consumers of the good or service in NY must primarily associate the mark with the foreign P.  Factors

1. Intentional association of goods with those of foreign P in minds of public

2. Consumer surveys indicating consumers of D’s goods believe them to be associated with P

3. Evidence of actual overlap between customers.

(ii) Test:

1. Appropriation (deliberately copied)

2. Relevant consumers market primarily associates the mark with the ITC restaurant.
(11) ITC Limited v. Punchgini, (CA2 2008) [Supp. 31-34]- Afirm summary judgment in entirety.  Must show proof of deliberate copying and secondary meaning.  
(i) Secondary meaning factors

1. ad expenditures

2. consumer studies linking mark to source

3. unsolicited media coverage of product

4. sales success

5. attempt to plagiarize the mark

6. Length and exclusivity of use.

(ii) These factors are the same as the NY decision in substance.  

(iii) Market was potential customers for D’s NY restaurant.  
(12) United Drug Co. v. Theordore Rectanus Co., (1918) [CB 158-63] – 
(a) Concurrent Use: local uses in MA and KY developed own TM each in good faith.  Adoption of a TM does not project the right of protection in advance of the extension of the trade, or operate as a claim of territorial rights over areas into which it thereafter may be deemed desirable to extend the trade.
(b) Rule: Between conflicting claimants to the same mark, priority of appropriation determines.  Reason for this rule does not extend to good faith concurrent use in separate markets, when has different meanings in each market.   
(13) Thrifty (1st Cir. 1987) [CB 163-68] – Court enjoined Thrift cars from operating outside Taunton, Ma and limited advertising to those used prior to federal registration date.  And prevent Thrifty from operating in East Taunton or advertising targeting it.  Affirmed.  Tertiary market, until 1970, when became regular car rental.  
(a) Limited area exception to general premise of incontestability of federal TM registration, based on United Drug. V. Rectanus.  Junior user gets right to continued use of an otherwise infringing mark in a remote geographical area since use was established prior to federal registration.  Must have used continuously in that location and initially in good faith and without notice of infringing mark.  

(i) Adopted before federal registration and without knowledge or prior use.

(ii) Establish extent of trade area of use prior to registration.

(iii) Continuous use in pre-registration trade area.  

(b) Scope of 115(b)(5) protection frozen to geographical location established market penetration as of date of registration.  East Taunton is just an area of Taunton.  
(14) Dawn Donut v. Hart's Food Stores (2d Cir. 1959) [CB 168-69] – Michigan warehouse, ships doughnut mix to other states with “Dawn” Mark.  NY sales confined to area at least 60 miles from D in Rochester.  D sells within 45 mile radius of Rochester and adopted Dawn mark because of slogan, baked at midnight, delivered by Dawn.  Adoption subsequent to registration, but without actual notice.  P obtained federal registration in 1927 and constructive notice in 1947 per 1947 act.  
(i) In the normal course of business, P’s use of mark at retail level is likely to expand into D’s trading area.  If such expansion is probable, then the concurrent use of the marks would give rise to the conclusion that there is a likelihood of confusion.

(ii) Because distinct markets and no present prospect of expanding use of mark, no likelihood of public confusion.  But should P intend to use mark in D’s market area, may then enjoin D.
(15) Emergency One v. American Fire Eagle Engine (4th Cir. 2003) [CB 169-70] – Registration is prima facie evidence of validity and ownership and exclusive right.  Nationwide priority, presumption that entitled to use anywhere in the nation.  Common law TM has no such presumption and must establish through exclusive use.  But only entitled to protection in markets that are actually penetrated.
2) Loss of Rights- 
a) Genericism

i) Kendall-Jackson CA winemaker, 2.5 million cases of wine per year.  Developed combination of features to sell the wine: autumn grape leaves with the name as logo, placed on label with info, distinctive bottle shape with a flange on the top and a visible cork.  Gallow is D, largest maker in world (61 million cases/year, 25% of US sales).  Traditionally the least prestigious, largest demographic.  Market shrinkage in 1990’s, gravitate towards more prestigious wine or to beer, so made new line: turning leaf without gallow on the bottle.  Later placed Gallow on some variants.  
(1) P: the leaf is not descriptive for wine, but suggestive and doesn’t require secondary meaning.

(2) D: focus on the leaf, or the word mark describing the graphic thing (turning leaf), can still be infringement.  Could argue there is not substantial similarity, but argued more scorched earth.  Leaves not identical, so if KJ has a case, must establish protectability of not the leaf they chose, but the grape leaf, or autumn grape leaf.  Autumn grape leaf is generic as applied to wine.  Found other manufacturers who used grape leaves on bottles.  
(3) Gallow argued the trade dress, the combination features, is functional because it signifies CA style wine- NAPA wine.  Spare aesthetic

(4) If consumers associate a mark with not a particular manufacturer but with the genus, the type of product, then it is generic and not protected.  The use by several different winemakers created an association by consumers of wine with grape leaf, and not KJ with grape leaf.

ii) Bayer Co. v. United Drug Co., 272 F. 505 (S.D.N.Y. 1921) [Casebood 274-77] Asparin for acetylsalicylic acid, D claims became generic.  
(1) Reasonable Buyers TEST: What do the buyers understand by the word for whose use the parties are contending?  
(a) If they understand only the kind of goods sold to them, doesn’t matter what P did to make them understand more.  Cannot say competitor is taking customers away under their reputation unless customers also understood mark to mean that the good came from a single source.  
(b) There is a class of buyers to whom Aspirin signifies the P: chemists, physicians, and retail druggists.  The drug was known as acetylsalicylic acid, so not just aspirin.  
(2) Crux of the matter from meaning to the general consuming public, including those who don’t understand chemical jargon.  These did not understand aspirin to mean anything more than the kind of drug.  No packaging labels reached consumer and no advertising addressed to consumers.  In 1904 produced tablets instead of powder, and took at OTC.  Bottles had tablet maker name and Aspirin, but not Bayer.  Consumer did not know and could not know the manufacturer of the drug or whether one maker.  
(3) After patent expired in 1915 included own name: Bayer- Tablets of Aspirin.  Doesn’t show abandonment, but that drug known as aspirin.  But word had already passed into public domain by then.  
iii) Note on Improper Use [CB 277-78] Failure to use term as a TM, or to adequately police others use of the term. STIX Products v. United Merchants SDNY 1968- Judge rejected D’s assertion that CON-TACT was generic for self-adhesive paper.  D is the one who had been using the term with its product to render the competitor’s TM generic.  Planned and aggressive campaign to devitalize or destroy the value of United’s mark in an effort to force it into the public domain, but failed with the ultimate consumer.  Majority are aware that it is a brand name.  Competitors may not genericise others’ marks.
iv) Note on Protecting Trademarks against Genericism [CB 278-84]- Advertising stressing the TM meaning of the word.  Accompany brand name with a generic name, use only as adjective, never as a noun or a verb.  Must be a complete thought even if you omit the TM.
b) De Facto Secondary Meaning
i) Microsoft sues Lindows for infringing Windows TM.  Maybe windows has become a generic term, used in coding and the describe looks of the computer.  

(1) Even if successful in getting consumers to associate the product with particular maker, if generic, no TM.  Microsoft bought Lindows for $20 million.

(2) De Facto secondary meaning doctrine is a method of defeating secondary meaning protection.

ii) Note on "De Facto Secondary Meaning" [CB 290-91] – When public identifies term with a single source of origin, but not given TM protection (Shredded Wheat).  
(1) Public does not recognize the term at issue as a brand name, but knows there is a single source for the goods, like when producer is patent owner, or because others are unable or unwilling to compete and producer has not been using terms in proper TM fashion.

(2) LITE Beer case, Miller Brewing v. Heileman Brewing 7th 1977- producers selects a TM that was already a commonly recognized, generic, name of the goods, but through substantial advertising, proper TM use, and market dominance, succeeds in establishing public TM recognition.  But still no protection.  
(3) Anheuser-Bush v. Labatt 8th 1996- more recent ab initio generic, “Ice” beer.  Generic term cannot be converted into a TM by means of de facto secondary meaning.  To permit exclusive use of term that was initially generic, or that has become generic, would provide an improper monopoly of goods.  Even if public recognizes that there is only one source for the goods, or even perceives the term as a brand name, term must be held free for competitive use if it is in fact the commonly recognized name of the goods.
iii) America Online Inc. v. AT&T Corp., 243 F.3d 812 (4th Cir. 2001) [CB 291-99] –  Buddy List, You have mail, and IM.  D got summary at district for each because generic terms.  Buddy List TM raises dispute issue of material fact, but affirmed for the other two.  Court relied on internet dictionaries, user’s guides, use of alleged marks by competitors, use by AOL.  Court considered AOL’s survey evidence irrelevant because concluded generic and generic cannot become TM by association.  
(1) Registration of Buddy list provides prima facie evidence that mark is not generic in the eyes of the relevant public, and not merely descriptive, but at a minimum descriptive and secondary meaning.  PTO registration is powerful evidence that mark is suggestive and not merely descriptive, so court must receive that into evidence and treat as prima facie evidence of validity.  Issue of fact for jury.  
(2) You have mail, When a common word is used as a mark for its ordinary meaning, the mark is generic.  Higher burden without registration.  Used since the 1970’s before AOL existed for same purpose.  AOL uses the term for the very same purpose, descriptive, conditioned on whether mail is present. Functional use consistent with public perception of generic meaning.  
(a) Functional use consistent with common meaning, and relevant industry has used and continue to use the phrase for the same purpose. 41% of surveyed associated with single provider, and 37% with AOL.  Only 9% of surveyed associated similar phrases with a single provider.  
(b) Although at least a portion of public associates as a brand name, does not prove that used functionally, and heartland usage of the phrase.  Such de fact secondary meaning does not entitle exclusive use of functional words.  The repeated use of ordinary words functioning within the heartland of their ordinary meaning, and not distinctively, cannot give AOL a proprietary right over those words, even if associated with brand.  
(3) Employees use IM as a noun or verb instead of instant message.  Dictionaries include it as the short form.  IM = instant message = instant message, so generic.  
(4) Dissent: You’ve got mail different from you have mail: grammatically dysfunctional and likely secondary meaning, so different question.

c) Common law abandonment found through 1) nonuse and 2) intent to abandon.  

(1) Statutory abandonment focuses on intent to resume, or lack thereof.  Must intend to resume within a reasonable period of time.  Three years of non-use is prima facie evidence of non-intent to resume.  

(2) If you license, must have some way to control the quality, monitor or end relationship if quality goes bad.  If not, then abandonment.  

(3) If you assign TM to another, abandonment unless you sell physical assets to them at the time or transfer goodwill to them.  Easiest to assign goodwill if producing same kinds of goods and before the transfer.

(4) When regular TM owner significantly reduces quality, shouldn’t it be deemed abandonment because it confuses consumers?  If we care about consumer confusion.

ii) LA §45 [CB 305-06]- abandonment: Mark deemed abandoned when either of following occurs:

(1) When its use has been discontinued with intent not to resume such use.  Intent not to resume may be inferred from circumstances.  Nonuse for three consecutive years is prima facie evidence of abandonment.  Use means bona fide use of that mark made in the ordinary course of trade, and not merely to reserve a right in a mark.

(2) When any course of conduct of the owner, including acts of ommisison as well as commission, causes the markt to become the generic name for the goods or services on or in connection with which it is used or otherwise to lose its significant as a mark.  Purchaser motivation shall not be a test for determining abandonment under this paragraph.

iii) Silverman v. CBS, Inc., 870 F.2d 40 (2d Cir.), cert. denied, (1989) [CB 306-11] – Amos and Andy Musical, some materials public domain and others not.  Haven’t used since 1966, abandoned?  YES.   CBS refused to license to him.  Sued to say pre-1948 radio programs are public domain, including characters, names and plots.  
(1) NONUSE and INTENT not to resume use. Two years of non-use creates a rebuttable presumption of abandonment.  Took off air because of civil rights organizations complaints, continued for 21 years.  No current plans to use, but will in future if social climate becomes more hospitable.  Generally 21 years (or 12) would easily be abandonment.  
(2) Does intent not to resume really mean intent not to resume use within the reasonably foreseeable future?  YES.  Proof of intent not to resume, rather than intent to abandon.  Avoids subjective inquiry into intent to abandon.  
(3) RULE: a proprietor may not protect a mark if he discontinues using it for more than 20 years and has no plans to use or permit its use in the reasonably foreseeable future.  A bare assertion of possible future use is not enough.  
(4) Some use: licensed to documentaries, challenged infringement brought to its attention, renewing ©, periodically considering whether to resume use.  But challenging infringing use is not use, and sporadic non-commercial licensing is not sufficient to forestall abandonment.  No real first amendment expression issue because not using, and no public confusion, not as weighty as non-artistic product whose TM is associated with high quality.  Theatre production so different from TV that quality does not correspond to single source of production.  
iv) "The Song Is Ended (But the Melody Lingers On)" [CB 313-15] – Goodwill can last long after the mark is no longer being used, so courts strain to avoid finding abandonment.  Exxon v. Humble Exploration 5th 1983- District on remand found special considerations of three years of non-use: trying to replace three marks with one national mark, but still intended real use of the mark.  
(1) Courts may require users of abandoned marks to take precautions to avoid residual significance confusion.

(2) Brooklyn dodgers TM, trading on LA dodger’s goodwill almost laughable.  Brooklyn Dodger a non-transportable cultural institution separate from LA Dodgers or Dodgers.  

(3) Indianapolis Colts- COLTS viewed as independent of urban affiliation.  Equally resented abandonment of Baltimore did not allow CFL to adopt name Colts for Baltimore team.  
d) Naked Licensing
i) Barcamerica v. Tyfield Importers (9th Cir. 2002) [CB 320-25] – Naked licensing of TM resulting in abandonment?  Leonardo Da Vinci TM for wines.   Barcamerica’s mark registered and incontestable as of 1989.  Two sales per year from 1980-1993., and 3-7 from 94-98.  160-410 cases of wine per year.  Granted nonexclusive rights to mark to Renaissance with no quality control provisions.  Occasional tasting and relied on reputation of famous winemaker.  Tyfield inports wine imported under same label since 1979.  D moved at PTO to cancel TM, P sued, and D won through abandonment.  
(1) TM owner may license and maintain protection if quality control is maintained.  Uncontrolled or naked licensing leads to ceasing to function as symbol of quality and controlled source.  If fails to maintain adequate quality control, court may find abandonment, an involuntary forfeiture.
(2) Lack of express contract provision to inspect and supervise operations is not conclusive evidence of lack of control.  Random tasting and reliance on reputation at time of agreement not enough.  Fails to state when, how often, and under what circumstances he tastes the wine.  Reputation reliance not justified since deceased.  Don’t have close enough working relationship required in absence of written agreement to maintain quality control.  Terms of agreement and manner carried out show that naked licensing, so estopped from asserting any rights in the mark.  

(3) P claims that since wine is good, not public deception.  Doesn’t matter whether good or bad, but matters whether P played a meaningful role in holding the wine to a standard of quality, good, bad or otherwise.  Consistent and predictable.  Naked licensing is inherently deceptive and constitutes abandonment.  Annual sampling would probably have been enough.  

3) Consumer Confusion- What right does TM encompass, and what gives rise to causes of action for the TM holder, Complicated set of overlapping doctrines.
a) Background principles of unfair competition law- state common law. 43A of LA incorporates much of the common law by reference.  Trade dress protection is when you protect the packaging or shape of the product, not word or symbol, as the TM.  (Next week).  Dilution only becomes relevant when there is no consumer confusion.  Dilution from attacking mark or tainting it with unsavory associations.  
i) Passing (palming) off- Classically, D sells or represents D’s product as P’s, even available to holders of generic marks like LITE beer.  E.G.,  The Daily Planet case (43A case of unregistered mark): Ds underground magazine is passing off its Daily Planet as a manifestation or association of superman.  Slict was found liable for making consumers think its beer was miller’s. Requirements for passing off (not as clear as it would seem)
(1) Generic or descriptive mark without secondary meaning- P must prove
(a) D actively palmed off D’s product as P’s
(b) Customers were in fact deceived
(2) Generic or descriptive mark with secondary meaning- P must prove a likelihood that consumers will be deceived as to source.
(3) Distinctive, nondescriptive symbol or device- p must prove D used the same (or a substantially similar symbol or device).
(4) Common personal name without secondary meaning- P must prove
(a) D actively palmed off d’s product as p’s
(b) customers were in fact deceived
(5) Personal name with secondary meaning- p must prove- a likelihood that consumers will be deceived as to source. E.g., Ed Sullivan.  First famous for newspaper column, then for TV variety show, 50 million people watched.  D was also Ed Sullivan, repaired radio and TV sets and called it Ed Sullivan radio and TV.  Famous Sullivan prevailed.  Names cases a little different in that implicate the personal freedom to use your own name in your business.  Interest in preventing consumer confusion sufficient to prevent using Ed, but could use Edward.
(6) Highly unusual or distinctive personal name- P must prove D used the name name.
ii) Subtler Passing off- when customer asks for A, D substitutes B without explanation.  SCOTUS 1924- Warner v. Eli Lilly: 1899 Lilly began selling quinine and chocolate to treat malaria.  Gin and Tonic tonic was originally quinine water to ward off malaria in India.  Called it Cocoa Quinine.  7 years later Warner (D) began making and selling Quine Cocoa, same concoction, and advertises to druggists as “exactly the same as cocoa quinine” with same composition and taste, you could substitute it and no one would no the difference.  SCOTUS said neither P nor D have valid TM, since both are descriptive marks (1924 no secondary meaning protection), druggists are passing off, not D.  But P can’t sue druggists as easily as D, so sues D for contributory passing off, and wins.  Appeal had enjoined D’s production, SCOTUS instead required D to change labeling to clearly state, this is cocoa quinine not quine cocoa.  But druggists already accustomed to passing off.
iii) Contributory passing off- See Warner above
iv) Reverse passing off- Harlem Wizards sought unsuccessfully to invoke.  Unusual to do reverse, which is where D misrepresents P’s product as D’s.  Do it when D is just starting a business (drum sets), so buys P’s drums, switch labels, and sell as own drums.  Very expensive, loses money because newcomer can’t charge as much.  Establishes a reputation in the market before manufacturing is in place.  Courts initially unsympathetic because P gets benefit of each sale.  Eventually gave way to rationale that P doesn’t get the benefit of the consumer goodwill generated by the sale of their drumsets because people don’t know that they are theirs.  
(1) Tire Case- small scale producer vs. Goodyear tires with large advertising budget.  Goodyear uses the same mark.  P argued not that consumers would think D’s tires were P’s, but that the power of D’s ads would persuade consumers that all tires manufactured under that label were the powerful junior users.  Held to be actionable form of reverse passing off.
(2) Modern manifestation- Judge Posner March Madness Illinois High School Association.  Licenses march madness as an unregistered mark (unfair competition) to apparel makers.  Later in early 1990’s, NCAA began putting on national college level competition.  Broadcaster calls it March madness and it spreads.  Became so dominant that now everyone thinks NCAA, so ask court to enjoin use of it.  Posner held for D on grounds that the shift in public understanding of the meaning of March Madness was not caused by D, but by the media and the public at large.  D capitalized on it, but the real source of the shift is the media, analogous to the doctrine of genericity.  The mark has ceased to denote P in the minds of consumers.  More dramatic than Kleenex, not just shifted to the product from its maker, but from its maker to another maker.  In both contexts, P is legitimately unhappy.  Also said P laid back and let the term develop.  But ultimately don’t care that P could not have prevented, more interested in greater social welfare, so we acknowledge and acquiesce in greater social shift.   
v) Deceptive advertising
vi) misappropriation
b) Core of federal TM protection- Consumer Confusion likelihood and Federal LA.  Competitive products; identical marks.  Competitive products; similar marks.  Noncompetitive products; similar marks.  Factors originally intended for the third, noncompetitive products category.  Courts then came to use them for type II, which raises some irrelevant factors, a by product that not designed for that category.  
i) Col Di Sasso Case.  Banfi is largest importer of Italian wine in US.  Between 1982-90, introduced the Col Di  Sasso line from Florence.  Verses Robert Peppy small CA wine producer subsequently acquired, developed its own line at the same time Collline di Sassi.  What do we need to know?  Each circuit has developed some judge-made law factors to guide the district courts.  Factors are not identical, but 2nd Polaroid factors, and 9th Cir. Sleek Craft Factors are the most prominent.  
(1) Where does Italian winery sell its wine, where does it intend to market in US? Importing wine into US like crazy.  Question of the proximity of the goods.  But proximity of the goods normally refers to situations in which not producing the same products, really a question of how similar the products are.  Maybe consumers distinguish CA from Italian wine, so that there is no proximity of goods.  Also huge price differential, $8-10 vs. $30, so maybe not proximate goods.  But consumers may not be consistent in type of wine they buy.  Court would say this factor points in failure of D: price indicates different audiences, and sold in different stores.
(2) Strength of the mark- if weak mark, little risk of consumer confusion.  A new encounter of distinctiveness.  Strength requires a showing of some combination of inherent distinctiveness and wide dissemination, or strong secondary meaning.  STRENGTH is a cousin of distinctiveness as applied to what you can detect.  Also a cousin of the concept of famous (dilution).  Favors D, since mark is not very strong.
(3) Intent- The strength favor is derivative of the same idea as intent, maybe probative of the likelihood of intent?  Tilts to D because mark so obscure unlikely to have been intentional.
(4) Similarity of marketing methods and advertising- sold in different types of liquor stores.  Cheap wines are offered as samples in the bar, but higher end wines are not.  Col is unlikely to be found on wine list in restaurants, but Colline is.  Different marketing environments.  Lends towards D.  
(5) Similarity in the sight, sound and meaning of the mark.  Marks sound similar:
(a) Appearance too close
(i) Head of bulldog v. Terrier
(ii) Squirt v. Quirst
(iii) Cartier v. Cattier
(b) Sound
(i) Cygon v. Phygon
(ii) Huggies v. Dougies
(iii) Le Conte v. Conti
(iv) Bonamine v. Dramamine
(v) V8 vs. VA held not too close
(c) Col sounds different form Colline.  Since longer, adds extra syllables, don’t sound the same.  Different pacing. But only two syllables in English, but 2 not 1.  Sound not that similar.  Majority rule is that if the products are always sold with the TM along with all of its surroundings, then differences in surroundings can be taken into account.  But if product can be sold without the TM, then you can’t take the surroundings into account.  High end bottle is never sold without the bottle being shown.  
(d) The layout will look different.  Most courts most of the time say that sound, appearance and meaning are independent; need not show all, any one may be enough.  But sometimes courts consider all of them together.  
(e) Not that much similarity of sound or appearance.
(f) Meaning
(i) Cyclone v tornado
(ii) Apple v pineapple
(iii) Plege v. promise 
(iv) Smog v London fog
(v) Boston Tea Party vs. Boston Sea Party not too close.
(vi) Pegasus v. Picture of flying horse.
(vii) Beer nuts v. Picture of stein full of nuts
(viii) Problems- translation into another language.  Doctrine (guideline) of foreign equivalence.  Before comparing marks for meaning, first translate both of them into English.  If come from common (that many Americans speak them), modern languages.  
1. Good morning v. Buenos Dias- there is liability based on meaning.  Both bath products.
2. Menage a trios v. Melange de trios (both wines)- similar sound and appearance, but could be sold in different markets etc.  But formally, don’t invoke those other things in the similarity of the mark discussion.  Both mean a blend or a mix, so same meaning.  Court disagrees:  looks and sound similar (same number of syllables and length), but court says Americans with a passing acquaintance with the French would know that Melange means mixture, but that Menage a Trois means a three-person household and specifically a sexual relationship.  Court adopts minority approach, considers all of them three parts together to determine similarity of marks, neutral.
3. Tia Maria v. Aunt Mary’s (Mex Restaurant vs. Canned vegetables).  Same meaning, don’t sound the or look the same, and not the same products, so not infringing.  Hard to defend, because should be like Good Morning.  But court thinks most Americans inclined not to translate Tia Maria.  Judgment may have been amplified by the difference of the products, which is strictly a different factor.
(ix) Tilts for D.
(6) Evidence of actual consumer confusion.  Since sold in different places, probably can’t find any.  Courts say finding confusion tilts heavily in favor of P, but absence of actual confusion does not really tilt towards D, may not have bumped into each other.  
(7) Sophistication of the buyers.  Psychological research.
ii) Additional cases for consumer confusion
(1) Alcourt Co. purchased by ASF sells small recreational saleboats.  Sailfish, sunfish, and catfish boats.  Mark families: if you use a piece of a TM on all your products that gives them a continuity (like Kodak, attached Koda to all othe products), then you acquire TM protection in the surname.  Will argue that fish + saleboat will confuse consumers that Alcourt is the maker.  Courts used to dislike this, TM’s are separate.  Now: established secondary meaning for the surname associated with the maker.  Held: Alcourt had succeeded in creating secondary meaning in the surname.  
(a) Courts refuse to give the benefit of this doctrine to companies that use the term Flow for airfilter product lines, or aqua for water products, because these terms are generic for these products.  Fish as applied to boats is suggestive, not descriptive.  Aqua and flow are descriptor.  
(b) McDonalds argues that Mc is a protectable surname because recognized as coming from particular maker.  McDharma’s for vegetarian food settled because McDonald’s has shown that Mc is associated with them.  Maybe McCurry will survive for fast food in Malaysia.  
(i) Why not generic: McClaim for legal services, or McMansion.  
(ii) McDharma argued in 80’s that Mc connoted fast service.  Perhaps stronger argument for genericity of the surname today than back then.  To prevent this, McD would have to run full page ads in Times to say call it a cookie cutter house, not a McMansion.  
(2) Atmost clock.  Similar looking clock with different mark stamped on it found to infringe TM.  P conceded that no one will buy the Atmos clock by mistake because they are too expensive.  Court said there would be post-sale confusion (visitors to the house will think it’s an Atmos clock).  Post sale confusion generally recognized now as a legitimate cause of action.  
(3) Prior-to-sale-confusion or Initial interest confusion- considering buying an item and led astray by D’s confusingly similar mark.  Steinweg piano.  Should be sophisticated buyer who won’t make a mistake.  No confusion at the point of sale.  But D was able to capitalize on the fame of Steinway pianos enough to draw people into the store.  Court initially quite skeptical but gradually became more receptive.
(4) Search for playboy, returns first affiliated sites, and then third comes Terri Welles site, a former playmate no longer endorsed by playboy.  The Metatags in her page list playboy as a keyword.  Playboy argues that metatags are initial interest confusion, drawn to site by illicit use of tradename.  
(5) Bihari Interiors: first site is a denunciation of the Bihari interiors.  Argues that misconduct draws people to the wrong site.  Courts hopelessly mixed.  Search engines better today, so fewer metatags.  Still a nagging issue.  
(6) Use by search engines (not web page constructors) of terms to draw you to one place or another, like in Netscape.  Advertisers were forced by Netscape to use Playboy as a tag to bring up their site.  Playboy won using a multi-factored test.  Actual confusion at the initial interest level.  Consumers said to be relatively unsophisticated because they are captivated by the porn they find. Bad intent.
(a) Users are looking for porn or playboy like porn, not playboy itself.  Purpose of search engine is to find multiple related sites.  Like restaurant offering pepsi instead of coke.  People today would not be confused by the ads.  Consumers themselves are becoming more sophisticated.  How do we deal with cases where sophistication of relevant population is changing?
(i) Question whether ordinarily prudent consumer would be confused (the median consumer)
(ii) Significant percentage of consumers would be confused, as little as 7 or 15%.  
(b) Qualms about the entire theory, at least as applied to internet.  Brookfield analogy, initial interest confusion is like when D puts up a misleading sign on an interstate highway.  You exit, and then stay rather than start driving again.  A lot of intertia involved.  On internet, but easier to get back on the path.  
(i) Assuming that search for playboy just searching for porn and searching for Reeboks just searching for shoes, contributes to genericism.  Ability to associate things with playboy increases people’s tendency to use playboy as a category.
(ii) But google never says that someone else is playboy’s official site.  
c) False Advertising- LA §32(1) [CB 332] 15 USC 1114- Any person who shall, without consent of the registrant use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered mark in connection with the sale, offering for sale, distribution, or advertising of any goods or services on or in connection with which such use is likely to cause confusion, or to cause mistake, or to deceive…shall be liable in a civil action by the registrant for the remedies hereinafter provided…. 
i) Store brands use similar package to enhance idea that this is the same product but cheaper.  
(1) McNeil ( J&H Splenda ) v. Heatland (sucralose).  D sold to grocery stores who applied own store packaging to the outside. To prevail must show
(a) Distinctivenss
(i) Inherently distinctive
(ii) Secondary meaning.
(iii) Two-pesos as qualified by Walmart holds that product packaging distinctiveness may be demonstrated using either one, but for product design, must show secondary meaning.  No inherently distinctive product design.  Design v. Packaging
(iv) Clearly packaging, but must establish secondary meaning for the packaging without the TM name.  If you showed it, most people would say splenda.  Inherently distinctive?  Coffee and tea associated with sweeteners, and single color cannot be inherently distinctive (qualitex), but a combination of colors can be.  Each product on package alone might be descriptive, but the combination of them together is not.  There are enough parts of this package
(v) Konapco comes close to announcing as a per se rule that the store brand situation with similar packages side by side on the shelf, is never a trade dress infringement, because the presence of the different mark (CVS) combined with the custom of using this color scheme to alert consumers to contention that the content is the same does not confuse consumers.  Nobody ever thinks Nyquil is using CVS label, just thinks getting the same thing for less money.  

(vi) District court did no commit clear error by asserting that consumers will be especially discerning because they buy artificial sweeteners for health reasons.  Avoid saccharine to avoid cancer.  Generally benefits D.  But despite that, court concludes excessive consumer confusion.

(b) Nonfunctional: Something is functional (P loses) if any of three is true:

(i) Feature in question is essential to the use or purpose of the product.

1. The color scheme and objects on the package have nothing to do with the function.

(ii) Affects the cost of quality of the product-

1. not affected by packaging.

(iii) Exclusive use of the feature in question (granting P) would put competitors at a non-reputation-related disadvantage.  

1. Still fine- many ways that products can be packaged, doesn’t carve out too much.  

2. In © often the decisive question for similar graphic art is whether so close as to give rise to substantial similarity.  

3. In TM, courts will look at the overall impression of the product without looking at the functionality of the individual components (like the color yellow).

(c) Likelihood of confusion
(2) Best Cellars Wine case-  Most courts ask whether the overall feel of the décor is the same as D’s.  Court holds yes despite some differences.  But hard to reconcile that anaylsis with the remedy in the case, which differentiates between certain features.  Some features are frivolous, not allowed to employ, but more useful aspects, D is allowed to employ.  Court appears to be employing the filtration approach, not for liability, but in the remedy.  
d) Likelihood of Confusion -Polaroid Corp. v. Polarad Elects., (CA2 1961) [CB 332-35]- 
i) Eight (non-exhaustive) factors- originally used to measure confusion between non-competing goods (different products).  Have now come to be applied in all likelihood of confusion inquiries, including those with the same or similar goods.  
(1) Strength of P’s mark

(2) Degree of similarity between P’s and D’s marks

(3) The proximity of the products or services

(4) The likelihood that plaintiff will bridge the gap

(5) Evidence of actual confusion

(6) Defendant’s good faith in adopting the mark

(7) The quality of defendants’ product or service

(8) The sophistication of the buyers

ii) Channels of Trade factor- the commercial environments in which the public is likely to encounter the marks, so side-by-side comparison not probative if public would not encounter marks in the same place.  
e) Note on Similarity of Sight, Sound, and Meaning [CB 335-36]-  Each considered as it is encountered in the marketplace.  Initials require less degree of similarity because by their nature they are abbreviations to be comprehended at a glance
i) Similarity of meaning- the use of a designation which causes confusion because it conveys the same idea or stimulates the same mental reaction (mountain king infringed by alpine emperor for artificial Christmas tress).  

ii) Similarity of sight, sound, or meaning, is just one factor. Although the marks may be identical, the differences in the products make no confusion.
iii) E. & J. Gallo Winery v. Consorzio del Gallo Nero, (ND Cal. 1991) [CB 336-43]- Gallo mark used for a long time, Gallo Nero is consortium for region of Italia long symbolized by black rooster (Gallo Nero).  
(1) Rule: Even if the marks are identical, their similarity must be considered in light of the way the marks are encountered in the marketplace and the circumstances surrounding their purchase.  
(2) Degree of care exercised by purchasers- confusion more likely when goods are impulse products.  Wine is an impulse product.  
(3) Although no or little evidence of actual confusion, don’t need any.  Intent not necessary for infringement, but intent inferred from knowledge of others’ mark when entered the US market.  
f) Note on Intent [CB 357-58]- Intent to cause confusion is strong evidence that confusion is likely.  
i) 2d treats bath faith as creating a rebuttable legal presumption that the actor’s intent to confuse will be successful.  
ii) Others say bad faith may justify the inference of confusing similarity or give it great weight.  
iii) Others view intent as irrelevant.  
iv) But in practice, bad faith creates a nearly un-rebuttable presumption of a likelihood of confusion.  Black letter law across the circuits that bad faith intent may be inferred solely from the fact that the party’s marks are similar and D had knowledge of P’s mark when it adopted its own similar mark.  
g) Playboy Enterprises v. Netscape Communications, (CA9 2004) [CB 370-77]- Netscape targets ads based on certain search terms, including playboy and playmate, which are TMd by P.  D requires adult advertisers to link web page to those words so that banner appears from search for playboy.  Graphic ads without ID.  Initial interest confusion creates initial interest in a competitor’s product. 
i) Rule: Although dispelled before an actual sale occurs, initial interest confusion impermissibly capitalizes on the goodwill associated with the mark and is therefore actionable TM infringement.  
ii) Although may realize immediately after clicking that not the right site, already there and happy to stay.  Because actual confusion is at the heart of the likelihood of confusion analayis, expert report alone probably precludes summary judgment.  Concurrence- Brookfield could be read to say that even if labled, would still infringe.  Should not be so.  
h) Harlem Wizards v. NBA Properties, (DNJ 1997) [CB 408-11]- Like Globetrotters, Harlem Wizards, sued to stop WA Bullets from becoming Wizards, alleging reverse confusion.  Larger, more powerful entity adopts the TM of a smaller, less powerful TM user and thereby causes confusion as to the origin of the senior TM user’s goods or services.  Can easily overwhelm senior user by flooding market with promotion, so think that senior users derive from junior or that senior user is actually the infringer.  Senior user loses value.  
i) Although both basketball and entertainment, different enough not to confuse.  
ii) Meaningful differences between the products and services are often cites as a factor tending to negate reverse confusion even when the products are superficially within the same category.  
4) False Designation of Origin 15 USC 1125(a)(1)(A). 

a) DC Comics v. Powers, (SDNY 1978) [CB 476-80]- 
i) Rule: Any person who uses TM in commerce or any false designation of origin or misleading description of fact which is likely to cause consumer confusion or mistake shall be liable in a civil action.  
ii) Daily Planet used for news publication.  Unfair competition resulting in dilution of P’s common law TM under the law of NY.  Newspaper in story and promotional news column in comic book.  D has underground news publication called DP.  
iii) The fact that D permitted registration to lapse and thereafter began to public another paper of the same natures under a different name is dispositive of this intent and supports a finding of abandonment.  Need not be in direct competition.  
iv) Note on the Meaning of "Origin" [CB 480-81]- False designation of origin to prevent misbranding.  Started as geographic origin.  Interpreted broadly to include source or sponsor.  
5) Dinwoodie & Janis, "Confusion over Use," 99 Iowa L. Rev. ___ (2007) [CB 391-92]- Only liable for infringement when use a mark as a mark?  Trademark Use theory- nature of use is threshold filter, downgrades importance of analysis of actual consumer confusion.  
a) Dogan & Lemley, "Trademark and Consumer Search Costs," 41 Houston L. Rev. 777 (2004) [CB 392-94]- LA prohibits TM use only in connection wit offering goods or services in commerce.  Use is in the context of services when mark is used or displayed in the sale or advertising of services and the services are rendered in commerce.  This is use as a trademark.  Would exempt google’s use of TM terms for searches because being used in commerce, but not being used as TM.  Making money on others mark does not infringe LA unless consumer confusion.  TM is not exclusive use of the mark, just exclusive work of it as a mark.  
6) Trade Dress Infringment-  Courts almost always evaluate consumer confusion under LA using the Polaroid factors or variations thereof.
a) Two Pesos v. Taco Cabana, 505 U.S. 763 (1992) [CB 481-88] – May trade dress of a restaurant be protected under LA 43a based on inherent distinctiveness without proof of secondary meaning?  Yes.  Trade dress is the total image of the restaurant.  RULE:  When trade dress is inherently distinctive, it is capable of identifying products or services as coming from a specific source and secondary meaning is not required.  Only nonfunctional, distinctive trade dress is protected under 43a.  
b) Wal-Mart Stores v. Samara Brothers, 529 U.S. 205 (2000) [CB 489-95] – Knockoff kids clothes at Wallmart.  Trade dress includes packaging, but expanded to include the design of a product.  
i) Must be nonfunctional, likely to cause confusion with the product for which protection is sought, must be distinctive because otherwise would not cause confusion as to the origin, sponsorship, or approval of the goods.  
ii) Inherently distinctive if product by its nature serves to identify a particular source.  Design, like color, is not inherently distinctive.  Designs that are inherently source identifying but that do not have secondary meaning can be protected by securing a design patent or a copyright for the design.  Two pesos unquestionably established the legal principle that trade dress can be inherently distinctive, but not that product-design trade dress can be.  Restaurant décor was either product packaging or something like it.  Much easier to distinguish between product design trade dress and packaging than to distinguish inherently distinctive product designs.  
iii) Courts to err on the side of classifying ambiguous trade dress as product design, thereby requiring secondary meaning.  
iv) HOLDING: In action for infringement of unregistered trade dress under 43a, product’s design is distinctive and therefore protectable only upon a showing of secondary meaning.
c) TrafFix Devices v. Marketing Displays, 532 U.S. 23 (2001) [CB 498-504] – Dual-spring road sign stands, functional element also identifies source.  Functional and no secondary meaning.  Burden on the holder to prove nonfunctional, which placement gives force to well-established rule that trade dress protection may not be claimed for product features that are functional.  Walmart taught that product design almost invariably serves purposes other than source identification.  
i) Utility patent is strong evidence that claimed features are functional.  Not enough that in claims, but examine the patent and prosecution history to see if the claimed feature is shown as a useful part of the invention.

ii) Rule: If trade dress protection sought for claimed features, the strong evidence of functionality based on previous patent adds great weight to statutory presumption that features deemed functional until proved otherwise by party seeking trade dress protection.  Where expired patent claimed features in question, one seeking trade dress protection must carry the heavy burden of showing that the feature is not functional, for instance by showing that it is merely ornamental, incidental, or arbitrary aspect of the device.  
iii) Holding: Dual spring design is the central advance claimed in the expired parent, which is also the essential feature of the trade dress.  Patent itself said could use three springs but this would unnecessarily increase the cost of the device. 
iv) Functionality tests

(1) INWOOD TEST: In general terms, a product feature is functional, and cannot serve as a TM, if it is essential to the use of purpose of the article or if it affects the cost of quality of the article.  

(2) A functional feature is one the exclusive use of which would put competitors at a significant non-reputation-related disadvantage.

(3) When design is functional under inwood, no need to proceed further to consider whether there is a competitive necessity.

v) Functionality having been established, need not consider whether dual-spring design acquired secondary meaning or to speculate as to other design possibilities.  It is the reason the device works, other design need not be attempted.  
vi) If buyers are assured the product serves its purpose by seeing the operative mechanism, seeing it in itself serves an important market need.  Paradox to require manufacturer to conceal the very item the user seeks.

d) Au-Tomotive Gold v. Volkswagen of America, (CA9 2006) [CB 506-14] – 
i) ISSUE: Does LA prevent auto accessory maker from selling products bearing exact replicas of TM of famous car companies.  D claims that the emblems are aesthetic functional elements of the product because they are the actual benefit that the consumer wishes to purchase.  
ii) Purely aesthetic product features TM protectable where they are source identifying and are not functional.  But when they serve a significant non-TM function, not protectable.  Inwood Lab’s definition (functional if essential to the use of purpose of the article or affects its cost or quality), called utilitarian functionality.  
iii) Buying for the appeal of the mark itself.  China patterns were functional because the attractiveness and eye-appeal of the design is the primary benefit that consumers seek in purchasing china (Pagliergo v. Wallace China Co., 9th 1952).  
iv) Rule: Under Vuitton, the mere fact that the mark is the benefit that the consumer wishes to purchase will not override TM protection if the mark is source-identifying.  In Traffix, court held that if functional under Inwood, inquiry ends and no protection.  But it is proper to inquire into significant non-reputation-related disadvantages in cases of aesthetic functionality.  
(1) STEP1: inquire whether alleged significant non-TM function satisfies Inwood functionality— essential to the use or purpose of the article or affecting its cost or quality.  If yes, over, and no protection.  Products would still frame license plates and hold keys just as well without famed marks, and use of marks does not alter cost structure or add to quality of products.

(2) STEP2 In aesthetic functionality, alternative test inquires whether protection of the features as a TM would impose significant non-reputation-realted competitive disadvantage.  Qualitex.  Only value in mark comes from its prior use as a TM.  Use is neither aesthetic nor independent of source identification, do not buy for intrinsic aesthetic appeal, but aesthetic function is indistinguishable from and tied to the mark’s source-identifying nature.  
e) Gibson Guitar Corp. v. Paul Reed Smith Guitars, (CA6 2005) [CB 515-19] – Many if not most consumer products will tend to appear like their competitors at a sufficient distance.  And conceded that no initial-interest confusion.  No post-sale confusion because the PRS guitars are not clearly inferior to Gibson’s.  P proposed smoky-bar theory, that will look like famous guitarist using theirs when really the competitors.  But such confusion would not harm Gibson, because consumer would go out and buy a Gibson.  KENNEDY Concurrence- Product shape TM holder should be able to present evidence to maintain a TM infringement claim on a theory of initial-interest confusion.
f) Best Cellars v. Grape Finds at Dupont, (SDNY 2000) [CB 519-31] -  Wine by style instead of grape and orchard.  Copying in fact.  Trade dress infringement under 43a P must demonstrate 
(1) that trade dress is either inherently distinctive or has acquired distinctiveness through a secondary meaning; 
(2) that there is a likelihood of confusion between D’s trade dress and P’s. 
(3) unregistered trade dress P must prove is non-functional.  
ii) Uses Abercrombie (Learned hand distinctiveness categories).  Because virtually unlimited number of ways to combine elements to make a total visual image that constitutes trade dress, typically will be arbitrary or fanciful and inherently distinctive.  Best cellars is inherently distinctive because arbitrary, the total visual image which customer encounters.  The wall of wine is the essence.  There is nothing inherently functional about a vertical array of wine bottle.  Cannot protect concept of selling wine by taste, but only the concrete expression of the concept in the trade dress.     
7) What gives rise to TM infringement?
i) Original and still dominant approach, likelihood of consumer confusion.  Originated in unfair competition law.
ii) Trade Dress infringement extension- total image and overall appearance.  May include size, shape, color, texture, graphics, or even sales techniques.  Ordinary TM are words or symbols applied to product to identify source, trade dress is the overall image of the product itself
(1) Two pesos-  includes shape and general appearance of the exterior, interior kitchen floor plan, décor, menu, serving equipment, uniforms, all features reflecting on the total image of the restaurant.  
(2) McNiel (Splenda)- total image or overall appearance, includes color and color combinations.  Color combinations important for Splenda.
(3) Protected by registration under LA section 2, or through section 43(a) which protects unregistered marks.  Used to be most often enforced through 43(a), but astute and aggressive companies are registering, suing under section 2 and obtaining enhanced remedies.  
(a) Must show distinctiveness
(i) Two pesos
1. Low court said inherently distinctive and non-functional.  SCOTUS granted cert on narrow issue of whether inherently distinctive trade dress is protectable.  Did not examine whether inherently descriptive
2. Adpoted Hand’s hierarchy
a. Arbitrary or Fanciful and suggestive are inherently distinctive
b. Descriptive requires secondary meaning
c. Generic is not protectable.
3. 8th circuit just applies it.
4. 3d cir in Duraco applies Two pesos.  Problem is that a product configuration differs significantly from TM, not a symbol wo which one can relate the signifier to the signified.  SCOTUS makes no sense, being constitutive of the product itself and thus having no such dialectival relationship to the product.  
a. Expressing discomfort that no dialectical relationship between signifier and referent in dilution, the signifier is the referent.  Problematic because the term distinctivness pertains to relationship between signifier and referent.  
b. Duracto test for inherent distinctiveness- Borrowed from © law- To be inherently distinctive, a product configuration  under LA must be
i. Unusual and memorable
ii. Conceptually separable from the product; and
iii. Likely to serve primarily as a designator of origin of the product.
5. 2d: Knitwaves Landscape 1995/97
a. Is it likely that consumer will understand the product’s design to an indicator of product’s source.
b. Retreated from idea that intent is irrelevant.
(ii) Tried to redo it in Walmart.  Walmart is the current law:
1. Product packaging- traditional scheme continues to apply
2. Product configurations- distinctiveness requires a showing of secondary meaning.
a. Could have just admitted that all trade dress cannot be inherently distinctive.  
b. Duraco distinctiveness test just doesn’t happen.
c. Don’t want to curb competition
d. Don’t want trade dress used as a hammer against new entrants
e. No clear test can be devised.
(iii) Yankee Candle Case- Didn’t say Yankee Candle, just had same shape, color scheme, and fragrance.  Critical issue is whether this is product configuration or packaging.  In Best Cellars, court treated appearance of the store as packaging because it doesn’t accompany you back to your house.  Candle found to be product configuration, and not packaging.  So Yankee had to prove secondary meaning and couldn’t do so.
(iv) Coke bottle discussed in Wallmart- packaging or configuration.  Scalia says can be either, on the margin, depends on whether being discarded or whether being collected.  
1. Is packaging because that’s just how soda was sold.  So can be inherently distinctive.  
2. Is product configuration- and can easily show secondary meaning.  
3. McCarthy thinks that Scalia speculation about motivation of collectors is distraction, and must concentrate of primary consumers.  
(b) Non-functionality. Plaintiff loses if any of the three are true, establish functionality
1. Feature is essential to the use or purpose of the object
2. Affects the cost or quality of the object

3. Exclusive use of the object would put competitors as a non-reputaiton –related disadvantage.
(ii) So could a non-functional shape become functional.  Since just accidental, rare.  

(iii) Dallas cowboy cheerleader uniforms and Debbie Does Dallas Porn Film.  Cowboys brought trade dress infringement suit, D says clothing is functional so no protection.  Hard to tell what the reasoning is.  Judge so offended by D’s conduct, holds that clothing is nonfunctional and therefore protectable.  Clothing is plainly functional, but this particular design of clothing is nonfunctional if the function is to clothe the body.  
(iv) Shape of a ferrarri held non-functional because unlike a Porsche doesn’t make you go faster, just makes if look more attractive.  6th didn’t directly address issue, but probably still non-functional because doesn’t implicate the third prong, that exclusive use would put others at disadvantage non-reputation.  Sufficient designs for hot cars. 

(v) Round beach towel.  Example submitted had coca-cola on it.  Design patent expires, can you then get trade dress protection?  Design patent isn’t functional, protects aesthetic features, expiration doesn’t prevent trade dress protection.  Point of the round towel is to be able to shift positions without moving the towel.  

1. Functional because a circle is the most efficient way of achieving a shape that allows people to rotate as the sun changes.  Could have a square, but would have extraneous fabric.

2. Non-functional- may be most efficient shape, but material is bought in rolls and the rest of it thrown away and have to sew the rim on.  Less efficient.  

(c) Either Likelihood of consumer confusion or dilution.
8) Dilution- widely considered the most mysterious and difficult of the forms.
a) Mead Data Central v. Toyota, (CA2 1989) [CB 648-53] – District court said Lexus car would dilute Lexis mark for computerized legal research service. Circuit reversed.  Lexis is a vocabulary.  Lots of companies use Lexis, but LEXIS strong mark in its field.  Prevent whittling away of established mark’s selling power and value through unauthorized use by others upon dissimilar products.  Marks must be very or substantially similar and absent such similarity, there can be no viable claim of dilution.  Sound not to be determined by everyday spoken English, because dilution deals with commercial speech.  Commercial people will pronounce it differently, and commercials will easily differentiate between the car and the research.  Holding: in the field of commercial advertising, which is subject to regulation, there is not substantial similarity between Mead and Toyota’s marks.  
i) Plaintiff’s mark must possess a distinctive quality capable of dilution.
(1) Distinctiveness for dilution often equated with the strength of the mark for infringement purposes.

(2) Described as uniqueness of having secondary meaning (which happens when mark has become so associated in the mind of the public with that entity … or its products that it identifies the goods sold by that entity and distinguishes them from goods sold by others.

(3) Statute protects the mark’s selling power.  

(4) Rule: Fact that mark has selling power in a limited geographical or commercial area does not endow it with a secondary meaning for the public generally.

(5) Holding: LEXIS strength and distinctiveness is limited to the market for its services— attorneys and accountants.  Only one percent of general population associate Lexis with Mead’s services.

(6) Dilution is the blurring of a mark’s product identification or the tarnishment of the affirmative associations a mark has come to convey.  Toyota’s use would not tarnish, would it blur?

(7) Confusion for infringement vs. blurring for dilution:

(a) There must be some mental association between P’s and D’s marks

(b) If a reasonable buyer is not at all likely to link the two uses of the TM in his mind, even subtly or subliminally, then there can be no dilution.  Dilution presumes some kind of mental association in the reasonable buyer’s mind between the two parties uses of the mark.
(c) The chance that Lexus will become famous in general public has little relevance since apparent that general public associates nothing with LEXIS.  Because lawyers are so sophisticated, unlikely to blur even in market where Lexis operates.  

ii) Plaintiff must show a likelihood of dilution

b) Nabisco, Inc. v. PF Brands, Inc., (CA2 1999) The district court found that Nabisco’s goldfish-shaped cracker (as part of a tie-in promotion of a Nickelodeon Television Network television production) would dilute the distinctive quality of Pepperidge Farm's mark consisting of an orange, bite-sized, cheddar cheese-flavored, goldfish-shaped cracker, The court entered an order requiring Nabisco to recall and cease selling its  goldfish cracker. We affirm.
i) D’s appeal: 

(1) Pepperidge Farm failed to show likelihood of success in proving dilution, because, in the market context 

(a) consumers would not associate the two products, and 

(b) Nabisco's mark was not substantially similar to Pepperidge Farm's;

(2) the antidilution statutes were adopted to protect against dilution by the use of a similar mark on a non-competing product and do not apply to trademarks on competing products, which are governed instead by the infringement standard;  (Court says no)
(3) Nabisco's use of a fish is not a "trademark use" and is thus not actionable under the antidilution statutes; (court says no)
(4) dilution cannot be found without documentation of actual injury, consisting of an actual reduction in the senior mark's selling power. (court says no)
ii) Dillution requires

(1) The senior mark must be famous; 

(2) (2) it must be distinctive; 

(3) (3) the junior use must be a commercial use in commerce; 

(4) (4) it must begin after the senior mark has become famous; and 

(5) (5) it must cause dilution of the distinctive quality of the senior mark.

(6) Distintiveness
iii) Goldfish crackers are reasonably distinctive.  

(1) Distinctiveness of the mark. More distinctive makes dilution more likely?

(2) Similarity of the marks. Fact that only 25% fish helps but doesn’t fix it, many people will still associate with goldfish.  

(3) Proximity of products and likelihood of bridging the gap. The closer the junior user comes to the senior's area of commerce, the more likely it is that dilution will result from the use of a similar mark. Here, because the junior use is in the same segment of commerce as the senior, there is no need to consider the likelihood that either might bridge the gap between them. There is no gap.
(4) Interrelationship among the distinctiveness of the senior mark, the similarity of the junior mark, and the proximity of the products. The foregoing discussion suggests that there is a close interdependent relationship among these factors. The weaker any of the three factors may be, the stronger the others must be to make a case of dilution. Considering these three factors in relationship to one another, in this case we have a moderately distinctive senior mark, a substantial degree of similarity between the senior and junior mark, and the use of the junior mark in exactly the same area of commerce as the senior. In view of the substantial similarity of the marks and their use in precisely the same area of commerce, we believe that Pepperidge Farm made a strong case for the likelihood of dilution, notwithstanding that its mark is only moderately distinctive.
(5) Shared consumers and geographic limitations. Another relevant factor is the extent of overlap among consumers of the senior user's products and the junior user's products. This factor is meaningful because dilution requires that a mark become less distinctive to consumers. If the consumers who buy the products of the senior user never see the junior user's products or publicity, then those consumers will continue to perceive the senior user's mark as unique, notwithstanding the junior use.3
(6) Sophistication of consumers

(7) Actual confusion

(8) Descriptive or generic in the junior use field

(9) Harm to junior user and senior delay in suing

(10) Senior’s prior laxity in protecting the mark.

iv) Nabisco contends that the dilution statute has no application to competing products. We disagree.

v) We agree with Nabisco's objections to the court's finding of predatory intent as a factor supporting its finding of dilution.

c) Ty Inc. v. Perryman, (CA7 2002) [CB 619-23] – Beanie Babie manufacturer sues second-hand Beanie dealer using bargainbeanies.com.  Dilution statute protects famous from commercial uses that dilute the distinctive quality of the mark. D argued beanies became generic term.  Not producing own products and clearly disclaims association with Ty, but still caught by dilution.  Beanies are famous TM: everybody has heard of them.  Perryman’s use was commercial and involved interstate commerce.  Types of dilution:
i) Consumer search costs will rise if TM becomes associated with a variety of unrelated products.  Blurring.  Will have to think harder to recognize the name as a name of the store.
ii) Tarnished association.  Every time they think of the word Tiffany their fimage of a fancy jewelry store will be tarnished by the association of the word with the strip joint.  A subset of blurring, since reduces the distinctness of the TM as a signifier of TM product or service.
iii) Most far reaching in implications, neither blurring nor tarnishment, but free ride on the investment of the TM owner in the TM.  If Tiffany’s restaurant is located in Kuala Lumpur, have heard of Tiffany’s but will never buy jewelry there, so efficacy of mark as identifier not impaired.  Apply dilution laws so that Tiffany will realize the full benefits of the investment rather than sharing the benefits with others, so more investing will occur in prestigious names.  Not part of case law, except maybe common law misappropriation
iv) No rationale supports Ty’s position.  Perryman is not producing a distinct product or service, but selling the original product.  Deliberately creates after-market pressure.  He really does sell beanie babies.  TM law does not give TM owner ownership over their aftermarkets.  Ty wants to use dilution to prevent from becoming generic.  
v) 20% of sales are not Ty’s products, and called Other Beanies.  False advertising.  Injunction against using Beanie for non-ty products stands.  
d) Moseley v. Viriginia Secret Catalogue, Inc., 537 U.S. 418 (2003) – Unlike traditional infringement law, the prohibitions against TM dilution are not motivated by an interest in protecting consumers, but in protecting the value of the TM.
i) The contrast between the initial reference to an actual lessening of the capacity. of the mark, and the later reference to a .likelihood of confusion, mistake, or deception . in the second caveat confirms the conclusion that actual dilution must be established. Of course, that does not mean that the consequences of dilution, such as an actual loss of sales or profits, must also be proved. To the extent that language in the Fourth Circuit.s opinion in the Ringling Bros. case suggests otherwise, see 170 F. 3d, at 460.465, we disagree. We do agree, however, with that court.s conclusion that, at least where the marks at issue are not identical, the mere fact that consumers mentally associate the junior user’s  mark with a famous mark is not sufficient to establish actionable dilution. As the facts of that case demonstrate, such mental association will not necessarily reduce the capacity of the famous mark to identify the goods of its owner, the statutory requirement for dilution under the FTDA.
ii) .Blurring. is not a necessary consequence of mental association. (Nor, for that matter, is .tarnishing..)
iii) Can use direct evidence of dilution (surveys), circumstantial evidence, and easy to prove when terms are confusingly similar or the same.
iv) Victoria Secret overturned by TDRA 2006- Only the Handbag cases decided under it.  Cases different depending on whether decided under Dilution statute of 1995, TM amendments of 1999, or 2006 law.
e) LA 43(c) [CB 632-33]- Owner of famous mark that is distinctive, inherently or acquired, entitlted to injunction against another person who commences after became famous to use the mark in commerce that is likely to cause dilution by blurring or tarnishment of the famous mark, regardless of absence of actual or likely confusion, competition or actual economic injury.
i) Famous if widely recognized by the general consuming public of US as a designation of source of the goods of the mark’s owner.  consider
(1) Duration, extend and geographic reach of advertising and publicity of the mark, whether by owner or by third paries.
(2) Amount, volume, and geographic extent of sales under the mark.
(3) Whether mark registered under 1881, 1905, or principal register.
ii) Dilution by blurring is association arising form the similarity between a mark and a famous mark that impairs the distinctiveness of the famous mark.  May consider
(1) Degree of similarity
(2) Degree of inherent or acquired distinctiveness of the famous mark
(3) Extend to which owner of famous mark is substantially exclusively using the mark.
(4) Degree of recognition of the famous mark
(5) Whether user of mark intended to associate with famous mark
(6) Any actual assocaiton between the mark or trade name and the famous mark.
iii) Dilution by tarnishment is association arising from similarity that harms the reputation of the famous mark.
iv) Exclusions
(1) Fair use, nominative or descriptive fair use
(2) Advertisement permiting consumers to compare goods.
(3) Parody or commentary
(4) New reports
(5) Noncommercial use
v) Burden of proof
f) Louis Vuitton v. Haute Diggity Dog, (CA4 2007) [Supp. 121-27] – District held that Chewy Vuiton’s dog toys were successful parodies of Louis Vuitton’s TM, design and products.  Appeal agrees that not likely to cause confusion and © not infringed.  On dilution, reach same conclusion using different reasoning.  Famous marks used continuously since 1896.  Market limited luxuary pet accessories line, but not dog toys, but most famous for luggage and handbags.  D’ sells chew toys and beds who names parody elegant high-end brands, like perfumes, cars, etc.  
i) Successful parody- obviously an irreverent and intentional representation of LVM handbag.  Juxtaposition of similar and dissimilar, irreverent representation with idealized image of handbag, conveys joking and parody.  To be chewed by a dog, pokes fun at elegant handbag, which must not be chewed by a dog, pokes fun at elegance and expense.  Comment on the rich and famous and conspicuous consumption.  NO Likelihood of confusion.  
ii) Claim dilution by blurring-
(1) Admitted that famous distinctive marks
(2) Admitted that similarity gives rise to association between the marks.
(3) Whether association is likely to impair distinctiveness?  District correctly listed the 6 blurring factors, but did not directly apply, merely held not likely to be blurred by a parody dog toy.  Trial court must indicate which factors it found persuasive and explain why.  
(a) Fair use defense, which includes parody, does not extend to fair use as a TM.  Parodying a famous mark is fair use only if the parody is not a designation of source for the person’s own goods or services.  But court can still consider that TM is a parody to determine when impairs distinctiveness, and because speaks to several factors.
(b) Although parody demonstrates intent to associate and actual association, it communicates that it is not the famous mark, but a satire.  Parody might even enhance distinctiveness by making it an icon.  
(c) While parody as a mark is not fair use, may be considered to determine whether P proved likely to impair the distinctiveness of the famous mark.
(d) Because the mark is so strong, increased burden on P to demonstrate that the distinctiveness of its famous mark is likely to be impaired by a successful parody because the parody communicates simultaneously that it is not the mark.  Particularly strong mark less likely to be impaired by parody.  
(e) If parody is less obvious, more similar that might be construed as the mark itself, could dilute by blurring.  So Dupont shoes, Buick aspirin, and Kodak pianos would be actionable as using the marks themselves on unrelated goods, which might diminish he capacity of these marks to distinctively identify a single source.  
(4) D imitated and suggested, but did not use, P’s mark.  Imperfect adoption of designs.  
iii) and tarnish (because of choking hazard)- So support for choking damaging reputation.
g) Rebecca Tushnet, "Gone In 60 Milliseconds," 86 Texas L. Rev. ___ (2007) [CB 623-31] – view dilution as imposing internal search costs on consumers.  Perryman, dilution is a problem in retrieving the mark from memory.  Study showed that exposure to dilutive ads slowed participants accuracy and response time in associating some brands with product categories and attributes.  Will affect purchasing decisions which are made in only a few milliseconds.  Converts dilution into a consumer protection, not just producer protection.  
i) Tarnishment interferes with cognitive processing differently.  Slight decrease in overall positive value associated with the name.  

ii) Marks are easy to recognize as category members without being at the top of a respondents mind in the category.  Leading brands’ typicality is great than their dominance, generally 3 times greater.  And abstract dilution doesn’t matter that much, since products not encountered in the abstract.  Test indicated dilution because made the choice abstract.  
iii) High frequency words harder to remember.   Low frequency, recall is similar regardless of set size.  Anti-dilution rationale assumes that famous brand names are high-frequency, or can so be made by dilution.  Most brands are not high-frequency.  Even dilution doubling use would be low-frequency for most brands.  
iv) Some dilution reinforces memory of the brand by making more familiar and more easily retrievable.  

v) Memory research supports signifier relationship model because the priming effects enhance the memorability and sharp edge features of a mark, seeing a similar sign can help you remember the old sign.
h) Mary LaFrance and Gail Cline, "Identical Cousins?: On the Road with Dilution and the Right of Publicity," 24 Santa Clara Computer & High Technology Law Journal 641 (2007) (excerpts)  In the United States, the dilution doctrine and the right of publicity have a great deal in common - not in their origins, but in their current application. Yet the dilution doctrine currently engenders more skepticism and confusion than publicity rights. This Article inquires how these parallel concepts are faring outside the United States. From examining the status of these doctrines in Japan, continental Europe, the United Kingdom, Canada, and Australia, two conclusions emerge. First, the similarities between the doctrines do not lead countries to adopt or reject them in tandem. Second, the stable and successful establishment of each doctrine in any given country depends on whether that doctrine has emerged as a natural evolution from the nation's legal and cultural traditions. Incoherent and inconsistent judicial interpretations tend to result when either doctrine is introduced by other mechanisms, such as global harmonization pressures or a legislative process that fails to include sufficient efforts to assess the benefits and burdens of the proposed legislation….
i) Beebies Theory: Triangle with corners of signifier (symbol), signified (concept), and referent (object) on the vertices.  Word Book, concept of thing you turn pages with printing on it, and the object is the reference.  TM is signifier, source is the signified, and referent is the good or services.  
i) TM connected to source by source identification and to referent by product identification.  
ii) Semiotics says that meaning of signifier stems more from relationship to other signifiers. Language meaning is determined by relationship to other signifiers, and the relationship to objects is more or less arbitrary.
iii) Question whether dilution corrodes relationship been signifier and signified, reference, or other signifiers.
j) Dilution problems-
i) Wringling Bros Greatest Show on Earth vs.  SkiUtah.  
(1) Famous- fairly well recognized by the general public.  
(2) Distinctive- descriptive mark, so not inherent, must show acquired meaning, probably in good shape.
(3) Likely to cause dilution- overturns Mosely (Victoria Secret), need not have actual dilution.
(a) Blurring
(b) Tarnish- does not tarnish.  No negative association.  Greatest used car lot on earth not tarnishing because so different.  
ii) Barbie Mattel sues song producer- Song is kind of suggestive.  The song is criticizing Barbie culture, so maybe a parody.  
(1) Tarnishment for apple ads with ugly windows guy?  No, fair use for comparisoin point.
(a) The more sexually explicit the D product and the less explicit the P product, makes tarnishment easier.   American Express sues novelty condom with American Express color scheme, don’t leave home without it.  Victoria Secret much closer to sexuality, says Victor’s little secret tarnishes.  
(b) But the further away, more likely to be a parody than a tarnishment.  
(c) Sexuality or shoddy goods.
(d) Maybe Nabisco proximity to the products more relevant to tarnishing than blurring because harm of bad connotations.  Possible that hearing of Victor’s would be afraid to take daughter into Victoria’s.  That’s consumer confusion.  What if not that?  Posner’s ideas, not Tushnet’s.  Human mind proceeds by association, if already somewhat associated, the mind is likely to associate them mentally.  

(2) Exclusions
(a) Fair use
(b) Advertising and promotion/ comparative advertising.
iii) Nabisco approach
(1) Senior mark is famous
(2) Senior is disctintive
(3) Junior used in commerce
(4) Junior used after senior becomes famous
(5) Junior makr dilutes senior: Factors
(a) Degree of distinctiveness
(b) Similarity
(c) Proximity and bridging of products
(d) Overlap of consumers
(e) Actual confusion
(f) Adjectival relationship of junior mark to market
(g) Delay be P
k) What is the point of dilution, what does it accomplish that ordinary confusion analysis doesn’t? Dilution

i) Prevents P from capitalizing on good will

ii) Reduces the value of the work.

(1) Fails to protect the mark’s distinction in the absence of confusion.
(2) Signifier Triangle, interrelated such that Signifier is more related to another signifier than it is to its signified and its object.  There are three relationships the corrosion of which may be defined as dilution.  Three kinds of distinctiveness:
(a) Relationship between TM and Source- source identification or source distinctiveness.  Corresponds to the reduction in value or distinctiveness of the mark.   Hesitation in identifying the source

(b) Relationship between the product and the TM.  Erosion of product identification.  Confuse Big Gulp product with Gulpy dog water dispenser.

(c) This is the radical conception of dilution, the linkage between the signifier, and other adjacent signifiers.  Gulpy is not exactly Gulp.  A mechanism to give each TM some room in the field of TM.
(3) Courts often focus on dilution as reduction in the value of the mark.  Which form of loss of distinctiveness is most frequently used by the courts.

(a) They focus on source identification more often than vocabulary space.  

(b) Congress expanded dilution doctrine in 2006, pressing closer to radical idea.  

(i) Court willingness to tolerate anonymity of source make product idea stronger.

(ii) Other forces make source identification stronger.

(iii) So really that just leaves the relationship among signifiers.  

(iv) Tushnet article would suggest that seeing Gulpy will prime you for Big Gulp, making it more sharply edge, easier to recognize.  Casts doubt on how relationship between signifiers provide room for marks as words.  

(v) In Victoria Secret case court wrestled with exactly what was at stake.  Ginsburg offered a blurring test:  Of course Victor will remind you of Victoria’s.  That’s not blurring, what counts is when you think of Victoria, do you think of Victor’s.  when you see the DOMINANT mark, do you think of the JUNIOR mark?
(vi) Mead Dissent (Lexus v. Lexis) – well-recognized mark for legal database well known by lawyers but not by general population, so middle range mark.  Not worried about what happens for immediate introduction, but after years of advertising.  Even if no immediate erosion, huge erosion down the road.  Dilution cases applying to the same doctrine as reverse passing off (Big-O tires) where junior user has such marketing power that floods the market and confuses consumers in thinking that the senior user’s product comes from the junior user.  So if any proximity of the terms we should find dilution, should be extremely vigilant since we can’t wait 5 years and see how much the mark’s value is eroded.  

(vii) Ty Beanie Baby case- (Lavalle 2d Cir- respectful deference, Posner 7th Cir- impose economic theory, Kazinski- quirky, three frequent judges, Pg 860 Kozinski- whatever first amendment right in calling your bathtub drink pepsi is outweighed by consumer interest.  Cites his own article.)  Posner writes Beanie Baby to articulate theory for dilution.  

1. 4 possibilities
a. blurring- Tiffany’s restaurants hypo

b. Tarnishing- Tiffany’s strip tease joint

c. Free riding- Tiffany’s restaurant in Kuala Lumpur on argument that no one there will ever go to Tiffany’s in NYC, so won’t hurt Tiffany’s because not limiting demand.  Only thing at stake is diminution of power to capitalize on good will.

d. Activities that would accelerate genericity- call them dilution.  

2. In deciding which to do, ties to own economic theory.  Purposes of TM are to reduce consumer search costs and provide manufacturer incentives to provide high quality goods knowing others can’t freeride off of their investments.

a. Phrases blurring and tarnishing in terms of consumer search costs.  Forces consumers to think harder, not automatic, higher search costs.  Tarnishing is a variation on blurring, forces consumers to think harder to differentiate the savory from unsavory element.

b. Kuala Lumpur argument is different, if don’t prohibit, Jewelry store won’t be able to charge restaurant a fee, and so their incentive for developing their mark in the first instance will be slightly lower than it otherwise might have been.  Implies that this is economically unfortunate because optimal incentives for creating lustrous marks requires that creator be able to capture all of the value of the luster.  But competition among lustrous names might drive competition down to near zero, so no point in calling it dilution.  

3. the more famous the mark, more likely to find dilution.  Some fame required to even get into court on federal dilution.  

4. High end designers live very comfortable in world with many imitations and benefit from it because proves their prominence or creates a schooling effect.  Even outside zone of parody and humor.

(c) Business Morality- would tie dilution to unfair competition, prohibiting unfair dilution.  Is the degree to which junior user is building on the senior user’s luster fair when measured against customary conceptions of what is fair.  Not economics like Posner, but fairness.

9) Defenses
a) Summary
i) Fraud-May be employed by anyone seeking to cancel federal registration of TM.  Cancel by showing registrant obtained registration by lying during original application or during subsequent documentation (6 or 10th year certification of continued use in commerce).  Cancellation is not a death sentence because can protect unregistered mark under the common law, but deprives of procedural and remedial advantages of TM registration.  
(1) When fraud pertains to some applications of the mark but not all.  Traditional fraud doctrine requires demonstration that TM owner knowingly lied about something important.  Starting in 2003, TTAB softened requirement, found fraud when knew or should have known the false nature of the statement.  Easier to show fraud.  Intensifies the pressure on applicants to be forthcoming.  
(2) Last summer in August, Fed Circuit returned the law to the original pro-registrant status.  By equating should have known with subjective intent, lowered standard to negligence standard.  LA never supposed to be interpreted so broadly.  Since then, no cases applied new standard but pleadings did say need Clear and convincing evidence that P had knowledge.  Case left open in a footnote, said must be intent or knowledge, but didn’t address recklessness.  Possible that recklessness could leave you liable.  Before Bose, firms were gearing up for audits of their TM stables.  No longer feel so strongly about it.  Medenall was a bright line std that put people on notice, but return to higher standard is more wishy washy.  Favors registrants, but incentivizes mass registration.  
(3) “Fish Fri” is a protected mark.  Does Jacob’s Fish Fry infringe?  Like Victor’s little secret.  May depend on the market, want a survey to see how well Fish Fri is perceived.  Likelihood of confusion or dilution claims.  
(a) Challenge secondary meaning.
(b) Challenge as fraudulent, 
(c) not still used in commerce/abandonment.
(d) Avoid duty to go through all of this by arguing fair use.  Mark is used descriptively, may still use as description.  
(i) Courts are concerned with TM impact on speech- a cousin of the justification for generic marks not being protectable.  Kozinski concern: maintain freedom to engage in all sorts of communication.  
(ii) Identification of products, want people to be able to describe their products as what they are.  Don’t want to apply TM law in a way to prevent people from engaging in non-reputation based competition. But more descriptive term is part of the product, more doubt that just descriptive, and more certainty that being used as the mark itself.  
(iii) Making availability of defense depend on whether this TM owner behaved wisely or morally obscures focus on impact on the consuming public.  That’s why 9th circuit said that consumer confusion is a factor, to focus on effect on consumers.
(iv) Same oddity happens in the doctrine of laches.
ii) No statute of limitations on TM, and wouldn’t matter because continuing harm.  So courts police delay using laches, wait too long and you lose.
(1) Equitable defense
(a) P had notice of D’s bevahior
(b) P waited an inexcusably amount of time.
(c) D relied upon P’s delay.
(2) Pertains to equitable position of P and D.  Focuses on these two parties.  But the effect of finding laches is perhaps to establish a permanent consumer confusion.  Awkwardly, courts will inject into this laches inquiry some attention to the seriousness of the consumer confusion that would be produced.  If consumer confusion is inevitable, some courts say that they won’t apply laches at all.
b) Note on Fraud [CB 446] – Requires material and knowing misrepresentation.  
i) Failure to reveal that mark commonly used in generic or descriptive sense in industry.
ii) Registrant knows not owner of the mark.  Hank Thorp v. Minilite D Del 1979.
iii) Must be deliberate attempt to mislead the PTO.  Orient Express Trading v. Federated Department Stores 2d 1988.
iv) Medinol Ltd. v. Neuro Vasx, 67 U.S.P.Q. 2d 1205 (T.T.A.B. 2003) [CB 446-47] – Said intended to use for stents and catheters, but was only using catheters, but said was using both.  Admitted the error when caught, but said inclusion of stent was overlooked.  Board said specific intent not required, but the objective manifestation of intent.  Respondent knew or should have known that statement of use was materially incorrect.  Knowledge or reckless disregard for the truth is all that is required to establish intent to commit fraud.  While not all incorrect statements are fraud, this one was.
v) Standard Knitting v. Toyota, 77 U.S.P.Q.2d 1917 (T.T.A.B. 2006) [CB 447-49] – Tundra used previously for clothing line.  D argued for cancellation because CEO knew marks had not been used on clothing when filed a use-based application as well as intent to use application.  CEO didn’t try to verify marks in use although could have consulted documentation.  Had personally looked at brochure’s with it in them.  Knew some weren’t being sold, and didn’t know about the other ones.  Relied on being told app was accurate.  Mistake, even assuming mistake, was not reasonable.  Is now in use in commerce is clear and unambiguous, not reasonable to believe that if ever previously sold, would support a claim that is in commerce.  Because did not personally know whether in use in US, obligated to inquire, relying on attorney and asking employee was grossly insufficient. Statements made with such degree of solemnity clear are or should be investigated thoroughly prior to signature and submission.  By knowing what signing and failing to make approprirate inquiry, signed with reckless disregard for truth.
c) Fair Use

i) United States Shoe Corp v. Brown Group Inc., 740 F.Supp. 196 (S.D.N.Y.), aff'd, 923 F.2d 844 (2d Cir. 1990) [CB 449-53] – Looks like a pump, feels like a sneaker vs. Feels like a sneaker.  Feels like a sneaker is fair use, describes to users the goods or services.  Secondary meaning gives exclusive right to use as an identifier, but does not bar others from using the words in good faith for descriptive purposes pertinent to their products.  Ok when describe but does not designate.  15 USC 115(b)(4).  No justification for permitting P to monopoloize an essentially descriptive phrase which claims cirtues simply because P was first to widely use in ads.  And didn’t prove likelihood of confusion because understood as descriptive of product virtues.  
ii) KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S. 111, 125 S.Ct. 542, 160 L.Ed.2d 440 (2004) [CB 457-62] – Must affirmative defense of fair use D negate any likelihood that the practice complained of will confuse consumers about the origin of the goods?  NO.  Permanent makeup, called it micro color.  District said Lasting conceded  that KP used term only to describe goods and not as a mark, said fair use without inquiring about likelihood of confusion.  Appeal said no fair use if consumer confusion is possible.  SCOTUS vacates.  
(1) Party charging infringement has burden to prove likelihood of confusion even when registration is incontestable.  
(2) No likelihood of confusion requirement in fair use defense.  
(3) Some possibility of confusion must be compatible with fair use.  Confusion is risk P took when chose well-known descriptive phrase as mark.  
(4) Confusion may be relevant to whether use is objectively fair.  
(5) P claiming infringement of incontestable mark must show likelihood of consumer confusion as part of prima facie case, while D has no independent burden to negate while proving descriptive, fair and in good faith.
(6) On remand, Customer confusion remains factor in fair use.  9th Cir.  
iii) New Kids on the Block v. News America Publishing, 971 F.2d 302 (9th Cir. 1992) [CB 462-67] – USA Today poll 900 number vote which new kid is favorite or most sexy.  Papers said polls is part of news gathering.  Fair use includes comparison, criticism, and point of reference.  Can say repairs VW cars.  Non-trademark use of the mark.  Do not capitalize on consumer confusion or appropriate cachet of one product for a different one.    Nominative use of mark, only word reasonably available to describe thing is the mark, lies outside the strictures of TM law.  Does not implicate source-identification, not unfair competition, so fair use. Does not imply sponsorship or endorsement.  Referring to P’s product.  When D uses TM to describe P’s product, commercial user is entitled to a nominative fair use defense if
(1) Product or service must be one not readily identifiable without using the TM
(2) Only so much of the mark may be used as is reasonably necessary to identify the product or service;
(3) User must do nothing that would, in conjunction with mark, suggest sponsorship or endorsement by TM holder.
(a) Not reasonable to infer New Kids were sponsoring the polls.  
(b) Use of 900 number, expands beyond news reporting, but doesn’t matter that for profit.  
d) Laches

i) Pro-Football, Inc. v. Harjo, 565 F.3d 880 (DC Cir. 2009) [Supplement 92-96] – Whether WA redskins disparages native Americans.  Laches is equitable remedy that applies when 1) lack of due diligence of party against whom the defense is asserted; 2) prejudice to the party asserting the defense.  TTAB said laches didn’t apply because held out a group of people to ridicule and cancelled the mark.  In first case court held that laches doesn’t begin to run until P reaches majority, remanded to consider laches from 1984.   District said 7 year delay was lack of diligence.  Now P questions whether trial and economic prejudice were sufficiently found.  They were.  District relied on former presidents death during Romero Delay and the contribution of Romero delay to lapse from registration date at which point disparagement is determined.  Delay in time limited ability to support lack of disparagement.  Williams met with Native American leaders to discuss their views at the time, and couldn’t testify now because died before suit filed.  Clearly relevant and falls within district’s discretion.   Sizeable investment in the mark in the mean time.  Economic prejudice comes from investment and development of the mark and continue commercial use and promotion over long period adds weight to evidence of prejudice.  If would have interest resulting from continued development of good will during the period of delay (D’s conduct, not P’s like in equitable estoppel).  Longer delay requires showing less prejudice.  Redskinettes cheerleaders registerd 29 months before suit, but derives disparagement from earlier name, so rises and falls with it.  Defense of laches on recent TM registration may be based on failure to challenge earlier and substantially similar mark.  
ii) Mutual of Omaha Insurance Co. v. Novak, 836 F.2d 397 (8th Cir. 1987), cert. denied, 488 U.S. 933, 109 S.Ct. 326, 102 L.Ed. 2d 344 (1988) [CB 838-43] – Indian head and wild Kingdom made into Mutant of Omaha Mutant Kingdom.  Surveys showed 10% of people think products linked to P.  Parody safe harbors did not include good survey evidence like this.  Does not infringe First Amendment to protect TM property right when alternate avenues of communication exist.  DISSENT: Flawed survey because question suggested that about nuclear war, and only relevant when recognize nuclear on their own.  
iii) Mattel, Inc. v. Universal Music International, 296 F.3d 894 (9th Cir. 2002), cert. denied, 537 U.S. 1171, 123 S.Ct. 993 (2003) [CB 859-67] – The Barbie case.  Barbie created into a cultural icon.  Danish band Aqua produced song Barbie Girl, made it to top 40.  Mattel sued infringement, D sued for defame.  District granted summary judgment dismissing both, saying song is parody and nominative fair use, use is not likely to confuse consumers about Mattel’s affiliation with song or dilue mark, and no Paris Convention unfair competition claim allowed.  TM as souce identification jives well with first amendment.  TM fillin language gaps and add flavor, then assume role outside TM law.  Likelihood of confusion test fails when mark becomes generic or takes on expressive meaning apart from source-identification.  Ignoring expressive value in some marks would encroach on First Amendment.  We expect song title to describe the song, not identify the producer.  Pokes fun at Barbie herself, unlike in The Cat NOT in the Hat, where borrowed just to get attention.  Here, commenting on the Barbie mark itself.  
(1) RULE: Literary titled do not violate LA unless the title as no artistic relevance to the underlying work whatsoever, of, if it has some artistic relevance, unless the title explicitly misleads as to the source or content of the work.
(2) Holding: Applying above Rogers rule, use of Barbie not infringing.
(3) Claims dilution through blurring (uniqueness and singularity) and tarnishment (with negative associations).  Not consumer confusion, but appropriation of or free riding on the investment made in the mark.  
(a) Definitely a famous mark
(b) Definitely a commercial use in commerce- selling goods other than those produced or authorized by the mark’s owner.  
(c) Song is dilutive, Classic blurring injury, not fixed by referring back to Barbie because distinctiveness diminished if mark no longer brings to mind the senior user alone.  
(d) Exeptions:

(i) Comparative advertising

(ii) News reporting and commentary

(iii) Noncommercial use

1. Noncommercial use means something different than commerce in commerce, otherwise would eliminate statutory exemption.  

2. Dilution law has greater first amendment implications than infringement because 

a. not balanced by need to prevent consumer confusion

i. TM injunction usually limited to uses wthin one industry

ii. Dilution, more remote the good associated with the junior use, the more likely to cause dilution, and generally sweeps across broad vistas of the economy.

b. TM Consumer protection rationale, averting a fraud on the public, escapes First Amendment because does not protect commercial fraud.

c. Dilution protects only the distinctiveness of the mark, while TM protects that and consumer confusion.  
3. Noncommercial use exceptions refers to use that consists entirely of noncommercial, or fully constitutionally protected speech, such as parodies.

a. Legislative History said would not threaten noncommercial expression, such as parody, satire, editorial and other forms of expression that are not part of a commercial transaction (like consumer reviews).

b. Core notion of commercial speech that does no more than propose a commercial transaction.  Not purely commercial if does more than propose a commercial transaction, then entitled to First Amendment protection.  

c. Taking movie stars and putting them is silly clothing you designed although commercial was protected by First Amendment because included protected expression of humor.  Because commercial purpose was inextricably entwined with these expressive elements, fully protected.  Hoffman v. Captial Cities 9th 2001.  
d. Holding: Barbie Girl is not purely commercial speech and is therefore fully protected.  Uses Barbie’s name to sell songs, but lampoons Barbie and comm. ents humorously, so within noncommercial use exemption

4. Comments were nonactionable rhetorical hyperbole.
iv) Fair USE-
(1) Classic fair use- talked about last week.
(2) New doctrine originating in 9th circuit- nominative fair use.  Exemplified by New Kids on the Block.  Radio had Cutest New Kid contest.  New Kids lost TM infringement suit because important to permit (even commercial activities) to refer truthfully to a TM.  
(a) Must establish all three
(i) P’s product or service is not readily identifiable without using the TM.  Hard to describe new kids without saying new kids.

(ii) Only used so much of TM as was necessary to identify the product or service it was referring to.

(iii) No suggestion in the reference of sponsorship.

(b)   A few illustrations since then:

(i) Applied in Playboy against Terry Wells, former playmate.  Described self as playmate of the year 1981.  Although TM, Playboy lost because only way to describe what she was.

(ii) Not applied: carwax manufactuer infringed TM with ad showing D’s wax being applied to a Porsche.  Porsche sued.  Hinged on third factor, that the prominent display of Porsche was likely to convey sponsorship.  But same argument would appear to prevent using any recognizeable car, and you want to show your product in use.  

v) Defense of TM USE.  Use in commerce arrises in TM litigation in two different settings.  Use of Mark by P.  P must have used mark in commerce.  Used it to mark goods and services which are then distributed in commerce.  Like in the search engine cases.  If P had to establish that D used the mark in commerce. Or when companies sell domain names that incorporate a TM.  Not using coke to sell something else, just selling the domain name, so argues that doesn’t trigger TM.  A majority of scholars disagree with the Lemley argument that P must show this, most scholars don’t think this is a defense at all.  Would render nominative fair use irreleveant, would be swallowed by this larger principle.  Still debate over whether there is such a defense and whther there ought to be.
vi) Another circumstance for escaping liability is Parody: 
(1) Hormel 2d Cir 1996- Alleged Muppet Treasure Island infringed Hormel TM on spam.  Spa’am cartoon boar.  Secondary products of Spam: clothing, watches, golf balls, toy cars.  Spa’am secondary products, food, candy, cereal boxes, clothing, books, CD ROM computer game.  Trying to poke fun at Spam by associating it with humorous beast.  There is no parody defense in TM, nor in ©.  But parody in TM handled under a variety of doctrinal headings.  Hormel shows bias courts get when amused by the use.
(a) Likelihood of confusion- 
(i) Stregnth of P’s mark: spam is strong, widely recognized mark, which tilts against P (ordinary would favor P) because unlikely consumers will confuse it with Hormel.
(ii) Marks not that similar.
(iii) Products are different, character vs. meat.  But secondary products.
(iv) Quality of D’s product (admits heads I win tails you lose factor).  If D’s product is worse than Ps, tilts in favor of P because casts bad light on P’s product.  IF D’s product quality is the same, favors P because more likely consumers will be confused.  Quality of D only favors D if D’s quality is better than P’s, less likely to be confused, and if confused, less likely to be cast in a bad light.  
(v) No likelihood of briding the gap
(vi) No actual confusion
(vii) D was acting in good faith, meaning didn’t intend consumer confusion, just parody.
(viii) Sophistication of the buyers, kids who watch movies are really discerning.
(ix) General equities- common on it’s the muppets.
(x) Everything tilts in favor of the muppets.
(xi) Half find consumer confusion, half apply factors in a way to conclude no consumer confusion likelihood.
(b) Tarnishment analysis- Hormel went on to discuss tarnishment dilution.  Spa’am is likeable and positive character, so won’t create negative consequences.  Also, not unsanitary.  Hormel should be pleased with idea that Spa’am consists of pure pork.  Courts like 2d find no tarnishing, others find tarnishing, especially when product explicitly focuses on sexuality.  For example, AmEx sued condom maker saying don’t leave home without it.
(i) Recent variation that may be gaining strength is Kozinki approach in Mattel Barbie Girl case.  Articulated a very broad reading of the 43© statutory defense for non-commercial behavior.  Not just selling records, but engaging in commentary.  Freedom of Expression concerns.  Behavior is not purely commercial speech.  Very Pro D reading.  
(ii) Would lead to more Tarnishment going to D.
(c) Balance competing policies: Public interest in free expression v. Public interest in avoiding consumer confusion.  Cliff notes case: Much Ado About Nothing.  A group parodied three novels and parodied Cliff Notes itself using the same color scheme and design.  2d said must balance free expression vs. Consumer confusion.  Free expression wins out here.  Very different from first two, admits something special going on.
(d) First Amendment- Parody at least some times triggers First Amendment, so D wins even if some confusion and some tarnishing.  Traditional doctrine is 1st Amendment irrelevant.  Debbie Does Dallas, forget it, because lots of ways to express sexuality and athletics without using their uniforms.  Recently, courts more interested in first amendment defenses.  First Circuit LL Bean case, parodied LL Bean catalogue.   Back to school sex catalogue, featuring nude models in explicit positions, used TM, 1st Cir. Says First Amendment controls if D’s parody is aimed at P.  Satire is not protected, but parody of P is.  
(e) Expressive Genericity- Dreyfus article: we already recognize competitive genericity, when people need access to a particular term to describe it we allow them to do so.  There should be a similar defense when D needs access to a particular slogan, image, or trade name in order to be expressive or humorous or commentary.  No court seems to have picked this up, but well established proposal.  Would go much further than LL Bean First Amendment case, because encompass more than parody just aimed at P.  
(f) Modification of fair use doctrine- add another variation to classic and nominative fair use.  No court has done this yet.  
(g) Curtailment of TM Doctrine- subset of cases where parody found actionable because TM has outgrown any plausible justification, so should be cutting down on the standard theories of TM doctrine.  
(2) Which approach would be most sensible to the Verizon ads and which if any Verizon adds would be actionable under which doctrines?
(a) Large number of authorized apps, but also tons of unauthorized apps.  Suppose P is not AT&T, but is actually apple.  Assume the apps are at least not authorized apple apps.  Using the same ad setup seems to suggest that there is endorsement, indicating a likelihood of confusion.  
(b) First Amendment defense overrides all the other arguments.  
(i) Right to put spam in your movie?  
(ii) Anheuser Busch Parody.  T shirts, 4th Cir. 1992.  Budweiser design, Myrtle Beach, King of Beaches.  
(iii) Posner Ty Beanie Babies dilution case- itemizes blurring
vii) First Amendment
(1) Parks v. LaFace Records, 329 F.3d 437 (6th Cir. 2003) [CB 874-84] – OutKast rap group  named song Rosa Parks.  She sues under LA 1125 and state law right of publicity.  D says First Amendment.  District said First Amendment protected because 1) obvious relationship between content of song and title renders right of publicity inapplicable as a matter of law; 2) no explicity representation that work endorsed by Parks; 3) prominent appearance of OutKast’s name on album cured any likelihood of consumer confusion as a matter of law; 4) even if some confusion, risk outweighed by First Amendment interests.  43(a) allows celebrities to vindicate property rights in their identities against misleading commercial use by others because possess an economic interest in their name akin to TM holders.  
(a) RULE:  43(a) false adverstising claim, celebrity must show that use of name is likely to cause confusions among consumers as to affiliation, connection, or assication between celebrity and D’s goods or about celebrity’s participation in the origin, sponsorship or approval of the goods.  Consumer confusion when:
(i) Consumers believe products offered by the parties are affiliated in some way
(ii) Consumers make an incorrect mental association between involved commercial products or their producers.  
(iii) Likelihood means probability, not possibility.  
(b) P says misleads into thinking the song is about her, especially confusing since has own album competing.  21 affidavits that consumers believed ablgum about or connected to her.  
(c) D says no TM and not a TM usage of her name, and that any risk outweighed by First Amendment.  
(d) Not necessary to make a TM use of Parks name for her to have false advertising 43(a) claim.
(i) Prior commercial activities and international recognition as symbol of civil rights movement endow her with TM interest in name same as famous actor or musician.  
(ii) So viable cause of action exists if consumers falsely believes Parks sponsored or approved the song.  
(iii) Rogers test to determine balancing
1. Artistic relevance—any artistic relationship between title and underlying work.  Authors admitted in articles that song not about her.  D says use is metaphorical or symbolic.  Move to the back of the bus, irrelevant that not biographically about her.  District said beyond dispute  that related.  But relationship is certaintly not ovious and is open to reasonable debate.
a. To the back of the bus in context of lyrics has nothing to do with Rosa Parks, and admitted song never intended to be about her or civil rights.  Just a message that other rappers must now take a back seat.  Reaosnable jurors could find no relationship.  Her name just gave more marketing power.    Poetic license has its limits.  Crying artist or symbol does not apply carte blanche.  Symbolic of what?  Song is almost antithetical to what parks stood for.  And no claim of parody or satire here.  Some people will think about Parks, so misleading.  In Rogers, at least the story was about the people in the title.  
b. Question of fact whether title artistically related to the content of the song or whether just a misleading ad.
2. Misleading prong- even if artistically relevant, if explicitly misleads as to the source or content, LA violated.  Makes no explicit statement that about Parks.
(iv) Right of Publicity must be balanced with First Amendment interests.  Use of another’s identity in a novel, play or movie is not ordinarily inrignement of publicity right unless the name or likeness is sued solely to attract attention to a work that is not related to the identified person.  Same as before, issue of fact whether title is wholly unrelated to the content of the song.  
(e) Rochelle Cooper Dreyfuss, Expressive Genericity: Trademarks as Language in the Pepsi Generation, 65 Notre Dame L. Rev. 397-98, 412-17 (1990) [CB 823-27] – TM are the new Lingua Franca, and even bought for own sake.  Olympic connotes much more than just game.  But could use Grekko and make it connote the same.  But that’s hard to do.  Words that enter vocabulary are euphonious, readily pronounced, easily inflected, and accommodate well to grammar rules.  Meaning is quickly grasped.  Since so expensive, make the TM owner bear the cost to avoid high transaction costs for the public, just like when generic.   Just like General Foods created decaffeinated coffee and Xerox created photocopy to avoid genericism of their marks, placing burden on TM owner (who is best situated to do so) to create alternative words enriches the language.  Focused on competitive function of Olympic, and ignored the expressive aspect of it.  
10) Advertising- Lots of money. 1) information conveyed by ads, facts about the products or services and sometimes how it relates to possible substitutes.  2) create positive associations with the product in the public mind.  3) persuades consumers that they should want something that they don’t yet want.  Legal control over advertising almost entirely devoted to #1.  Mismatch between what law aims at and what advertisers do.  TM designed to persuade, just like ads as a whole are.  Ads have socially beneficial and pernicious effects.  Disagreement abougt which are stronger.  
i) Advantages
(1) Enable consumers to satisfy tastes more efficiently.  

(2) New entrants are able through ads to explain benefits of own products and why as good as others, lowers entry barriers
ii) Pernicious
(1) Injure consumers by prompting them to buy products that don’t satisfy their tastes and may even hurt them.  

(2) False or misleading ads misallocate resources.  

(3) Corrodes trust within society at large.

(4) Unfair to competitors

iii) Cons of truthful ads

(1) Foster consumerism

(2) Wastes resouces that could be put to better use.  

iv) In addition to TM law, FTC polices some advertisements.  

(1) State Attorneys general- just watch for bad ads.

(2) Self regulation- Nat’l ad division of better business bureaus.  

(3) Could rely on competitive advertisements.

v) Samsung Vogue Verizon commercial, there’s a map for that.  Most people think AT&T doesn’t have a case.  Could argue misleading, hard to argue literally false.  Could say the quick showing of the maps, asterix says just 3G network.  Misleading:
(1) A substantial portion of the audience for the statement is misled.  1 in 4 people seeing the ad thinks it is saying you can’t get any cell phone reception outside the blue zones if you have an iphone.  

(2) Classic fair use cases are awkward: less willing to penalize P who sleep on their rights because would disadvantage consumers.  Consumers have interest in accurate information (enhanced by having descriptive terms) and an interest in not being confused.  P claim, D’s fairness claims, and the two consumer interests should all be considered.  

(3) Misleading advertising cases pose four similar issues: Consumer interest in getting accurate info and not being confused, so we shouldn’t apply doctrines developed in TM settings where only confusion was the relevant interest.  

(a) Unclean hands to figure into these cases.  But how can that reconcile the two consumers interests.  

(b) Penalize P for unclean hands instead of softening likelihood of consumer confusion standard.

(c) Quiznos, oh I see the meat in this sandwich.  All statements suggest there isn’t very much meat.  Could quantify, but tradition of the where’s the beef ad.  Really harm the consumer to imply that one has less meat if it does have less.  Could argue it’s just false.  Check the facts.  But not literally false, just what a guys sees.  Still could be potentially misleading.  Do a survey with non-leading survey to see if significant segmet of population came away with impression that Subway didn’t have much meat.  But both shaky when compared with the custom of puffing.  Nobody believes them.   Assume that not literally true, that amount of meat is roughly comparable, weird that we are gearing up legal system to attack these ads.  

(d) SKEPTICISM Plus the market will take care of all this stuff, so silly to apply TM law against it.  Three types of goods

(i) Search goods, you can assess the qualities on the spot.  If ads don’t match, won’t buy it.  Self-falsifying, no one will use false ads.

(ii) Experience goods- like dandruff shampoo, don’t know by looking but will know very soon after using it.  If false, will loose goodwill.

(iii) After the fact, still only expert can tell.  Like drugs.  Those things, consumers just don’t believe it, because know manufactuer has incentive to lie, so don’t accept it.  

(iv) Waste of judicial resources, skepticism and market together. 

(v) Defend development of this law by addressing these objections.

b) Introductory Notes [CB 556-57] – Toaster Strudel vs Pop tart commercial, initial confusion makes it think pop tart commercial, so generally not fair use.  But must Strudel really taste better?  Do most doctors really prescribe Pepcid over Tagamet, and what makes if fasle, misleading or deceptive for LA?  
c) Smith v. Chanel, 402 F.2d 562 (CA9 1968) [CB 557-61] – Second chance fragrance, after Chanel No. 5.  Injunction to say couldn’t mention Chanel No. 5.  Claims 100% duplication of the scent.  Suggested blindfold test.  Listed target fragrances next to own and acknowledged original TM.  Right to copy the formula.  Second Chance isn’t misleading and admits arguendo that exact formula.  Can use original TM to identify the unpatented object you copied.  YES, and cannot be enjoined under LA or unfair competition, so long as does not contain misrepresentation or create reasonable likelihood that purchasers will be confused as to source, identify, or sponsorship of the advertiser’s product.  To hold otherwise would be to grant a patent to their TM.  Have right to tell public that copying and think they can succeed.  Good will of goods, not of name.  Must exclude the notion that they are plaintiff’s goods.  Based on only relevant TM function to identify source.  Want to protect consumer good will, but no.  Strong public interest in copying it to increase competition.  Depends on ability to compare to original product.  Sweat of the brow or free ride justifications as well.  Neither work.  Free rider serves a public interest.  Argue that threatens distinctiveness of the mark and will make it Generic.  But not used as gneric, used to refer to original product, not their own.  In the absence of misrepresentation or confusion as to source or sponsorship a seller in promoting his own goods may use the TM of another to identify the latter’s goods.  
d) Note on "If you like plaintiff" [CB 561-62] –Like/love campaigns. Obsession vs. Confess perfume; not confusing.  Opium vs. Omni perfume were confusing.  Visual similarity.  2d held  D must show empirical evidence that disclaimer lessens consumer confusion.  
e) LA §43(a)(1)(B) [CB 569] 15 USC 1125(a)(1)(B): - Any person who uses in commerce any word etc. or false designation of origin, false or misleading description or representation of fact in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographic origin of his or another person’s goods or commercial activities shall be liable in a civil action by any person who believes they are likely to be damaged by such act.
f) Remarks of Rep. Kastenmeier [CB 569-71] – Had to avoid commercial defamation for C concerns, reach of section specifically extends only to false and misleading speech that is encompassed within the commercial speech doctrine.  Extends only to false and misleading statements of fact.  
i) Innocent disseminators of material that constitutes a violation of subsection a are protected from liability.  Innocent communication of false and misleading advertising, including promotional material, by the media are excluded for liability.  Member of media only liable if “innocent” under Section 32(2), and state of mind must encompass NYT v. Sullivan Standard.  
ii) Commercial means ads for business purposes whether for profit or non-profit.  Political ads are not commercial, whether individual candidacy or political issue.  
iii) Only false or misleading advertising or promotion would be actionable.  Others would raise free speech concerns, like consumer reports, interest groups disparaging company for owning things in S. Africa, and commentators sayings about corporate product liability. Product disparagement based on false representation would be actionable only if they were made in the context of advertising or promotion, not in connection with Consumer Report publications.  Do not limit political speech, consumer or editorial comment, parodies, satires, or other C protected material.  Does not change current comparative advertising standard, only clearly false and misleading commercial speech. The plain meaning already includes consumers since grants right to sue to any person.  No inclusion of dilution, material omission, tarnishment or disparagement.  
g) Proctor & Gamble v. Amway, (CA5 2001) [CB 571-76]- Is false Satanism rumor commercial speech?  Core commercial speech merely proposes commercial transaction.  Lower scrutiny of commercial speech, and no protection for false information.  Advertising that links a product to a current public debate is not thereby entitled  to C protection noncommercial speech would be.  Condom maker mailing pamphlets on matter of public concern was commercial speech.
i) Bolger commercial speech test- if all three present, strong support that commercial.
(1) Whether communication is an advertisement.
(2) Whether communication refers to specific products or services.
(3) Whether speaker has economic motivation for the speech.  
ii) Here the motivation of the speaker is determinable- remand for trier of fact to find.
(1) Whether message was advertisement collapses into third factor.  May have been a negative advertisement.  
(2) Referred to specific products in the message
(3) All depends on whether motivation was economic.  If economic then resembles ad seeking to eschew P&G to buy amway, if not economic, more like false speech on matter of public concern.
(a) Not just whether economic incentive to make the speech, must act substantially out of economic motivation.  
(b) If principally based on religious or political convictions, but also economically benefits, not economically motivated.  
(c) Even if primary motivation is economic, may not be commercial.  Commercial speech is a matter of degree.  May have primary economic motivation but still be protected.  If noncommercial, no LA claim available.  
h) Clorox Co. Puerto Rico v. P&G Commercial Co., (CA1 2000) [CB 583-90] – Whiter is not possible, then compare with your detergent.  Clorox says advertising is false and misleading.  District dismissed case.  Vacated because Clorox stated a claim.  Trying to counter perception that chlorine bleach necessary to get clothes white.  Overriding theme that Clorox not necessary.  Clorox wants to enjoin them from saying the whitest possible without Clorox.  Can prove ad is facially false or literally true or ambiguous but likely to mislead and confuse consumers.  If
i)  literally false, may grant relief without considering evidence of consumer reaction.  
ii) Absent literal falsity, P has additional burden to show  though explicitly true, nonetheless conveys misleading message to viewing public.  Must show how consumers actually reacted to ad rather than how they could have reacted.  
iii) Court dismissed because  ad said compared with your detergent, not with Clorox.  Didn’t compare it to detergent with Clorox.  D says this was mere puffing.  False that as white as Clorox and false that says “with whitener” because makes it sound like has a whitener or bleach.  
iv) Determine the claim made by the ad, then determine whether the claim is false. Own box says sometimes need chlorine bleach.  May consider express claims of ad and necessary implications (those audience would recognize as readily as if explicitly states.  Clorox has stated a claim that commercial literally false.  White is not possible with images of Clorox users favorably impressed with Ace alone.  Overall theme is that bleach is unnecessary.  Blanqueador as signifying bleach state a claim for literal falsity.  
v) Misleading consumers- P must prove substantial portion of audience for ad was actually misled.  Had a survey.  Judge can’t substitute what ad should have meant to people for what it actually meant to people.  
vi) White is not possible is not non-actionable puffing. Puffing is exaggerated ads, bluster, boasting upon which no reasonable buyer could rely.  Specific and measurable advertisement claim of product superiority is not puffery.  Comparing to other detergents or others with bleach, saying whiter, so measurable.  Standing alone might be a boast.  In context meant to compare.  
i) Polar Corp. v. Coca-Cola, 871 F.Supp. 1520 (D.Mass. 1994) [CB 592-93] – Polar bear throw coke into trash labeled keep the arctic pure, and then drinking a Polar Seltzer.  Coke says disparages the purity and quality of Coke.  Has implied not pure, and no evidence not pure, so misrepresented nature and quality of coke.  So likelihood of success for Preliminary RO.
j) Coors Brewing Co. v. Anheuser-Busch Co., (SDNY 1992) [CB 593-600] – 
i) Literal Falsehoods- 
(1) Concentrate diluted with water- failed to prove literal falsehood.  Regulation defines concentrate as having water removed.  D says a concentrated form of something.  Rich or intense.  Since open term, ambiguous at best.
(2) Diluted- to make thinner or more liquid, less concentrated, diminish strength or flavor.  But water is added, makes less concentrated, so not literally false.
(3) Coors travels to VA before sent to you.- commercials only for the NE.
ii) Implied Falsehoods- Require evidence of actual consumer confusion.  67% believed made in different ways, 29% that diluted and other wasn’t, and 25% from concentrate other was not, 13% Two places vs. 1 place of creation.  Means 36.18 of all respondents were misled by D as to differences between how the beers are made.  
(1) But the question was leading because it suggested that there was a difference.  Open ended questions were more reliable.  Does not appear that it is literally watered down, containing more water than beer should, or than other beers. The thrust is to be found in the quantitative results or not at all.  Burden is on P.  Survey didn’t even address 2 or 3.  Can’t even argue 3 because sold as taste of the Rockies because water from Rockies.  Having advertised for years, cannot seek equitable remedy based on attacking that position.  
k) Ralph S. Brown, Jr., "Advertising and the Public Interest," 57 Yale L.J. 1165 (1948) [CB 29-34] – Poaching- vs. basic common law policy of encourageing competition, protecting monopolies in names is but a secondary and limiting policy.
i) Informative and Persuasive Advertising- the only economic justification.  Quickens the stream of commerce.  But most is designed to persuade and influence rather than inform.  Consumes resources, does not increase total demand, just wants.  Waste of resources to use resources to persuade people to consumer resources.  
ii) Cluster of values- persuasive advertising creates a cluster of values, no less real because intangible.  Sovereign Consumer- has made a free election between those values and the austerities of price competition.  Values:
(1) Assurance of reliability, wants to build up repeat sales, must sell satisfactory goods.  But quality not related to amount of persuasive advertising.
(2) Cheapness is not enough.  Buys the pause that refreshes, the hand that has never lost its skill, the reputation of the maker.  Cost money to create.  Lavishness, refinement, security, and romance.  Consumer is full of irrationality.  Can say capacity to satisfy wants is measured by what people will pay for it.  Must get satisfaction from advertised brand.  
(3) Persuasion advertising bombard, appeal to sex, fear, emulation and patriotism, regardless of relevance to transaction.  Purchase based on emotional origin or repetition.  
(4) Pseudo-inofrmation, manipulation of comparatives and superlatives.  
(5) Foundation of free choice is adequate presentation of alternatives.
(6) Consumer protection
(a) Sales resistance, realism, skepticism, and apathy.
(b) Organized sales resistance, consumers organiazations.
(c) Lower price tag on generic brand.
(d) Shaping of legal institutions either to curb excesses or foster the second and third forces, and use of antitrust, taxation, or other devices to set new boundaries.
11) Domain Names- 

i) Classic cybersquating
(1) Joshua Quittner registers mcdonlads.com
(2) Michael Bosman registers worldwrestlingfederation.com
ii) Typosquatting
(1) Misrosoft.com
iii) Conflicts between competitors, Princeton review registers Kaplan.com, runs negative add there.
iv) Conflicts between noncompetitors
(1) Howard Johnson, an insurance salesman, registered Howardjohnson.com.
v) Retailers
(1) Weber.com used by weber grill company.
(2) Webergrills.com registered by individual retailer called the BBQ pit.  Authorized sales of webergrills.  
vi) Commercial vs. noncommercial users- reverse domain name hijacking-
(1) Major company’s trademark (Prima Toy company owns TM Pokey) and invidivudal obtains domain before the company can.  Hanging out and exchanging ideas about Pokey.  Company demands it back.  
vii) Fan sites- less common now because most celebs are shrewder about this.  BruceSpringstein.com, nothing critical, lots of information, but required the Boss to register .net.  
viii) Geographic terms- South Africa.com.  Favorable and enthusiastic, but owned by tavel agent, not government.  
ix) Parody and commentary domain names.  Verizonreallysucks.com.  Verizoneatspoop.com.  PETA.com, people eating tasty animals.  
b) Application of TM infringement doctrine to Domain Names.  Generally consumer confusion but sometimes dilution.  But courts disagreed.
i) Amadeus Marketing Italy 1997- TM owner must prove operations of similar DN is directly confusing or damaging.  Similarity not sufficient, must look at what’s on D’s site. Domain name has no independent significance.  Pro-D
ii) British Tellecom UK 1998- Pro-P.  DN incorporating TM has inherent tendency to confuse consumers.
iii) Champagin Cereales France 1998- DN mimicking an unregistered TM creates excessive likelihood of confusion
iv) Braunchswieg Germany 1997- DN incoprating name of city creates likelihood of confusion.  
v) US court problems- court applied different and widespread consensus that poorly adapted.
(1) Use in commerce- mere offer to sell DN could be a sufficient use in commerce.  But funny because TM normally used to sell other goods, but courts are thinking of the DN as the good.  Most courts resolved core cybersquatting cases in this way.  But when doesn’t offer to sell DN, hard to get around.  
(2) Consumer Confusion- Should you have to prove it, and how?  Whole Polaroid test, surveys?  
(3) Federal dilution doctrine only applies to famouse marks
(4) Judicial proceedings are slow and expensive.
vi) New legal regime 1998-99.  
(1) International Component- UDRP, ICANN requires each domain name registries to abide by these terms impose on all domain name registrants.
(a) Authority acquired through private agreement
(b) Governs abusive registration and use of DN- madatory arbitration.  ICANN controls all top-level domains in the world, so de facto global regime.
(i) DN is identical or misleadingly similar to TM in which someone else has rights.

(ii) Holder of DN has no rights or legitimate interest in that DN.

(iii) DN has been registed and is used in bad faith.

(c) Not intended to deal with all complicated cases, but the straightforward cases.  Abusive registrations and uses.  

(d) Non-exhaustive examples of bad faith

(i) Main purpose to profit from selling DN to TM.

(ii) History of registering DN to prevent TM owners from registering.

(iii) Registers DN to disrupt business of a competitor

(iv) Attempting to divert internet users to D’s site for commercial gain by creating confusion regarding source or sponsorship.  

(e) Examples of legitimate interest

(i) Pre-dispute use or demonstrable preparation to use DN in bona fide offering of goods or services.

(ii) D was commonly known by the name.

(iii) Legitimate, noncommerical or fair use of DN without intent to misleadingly diver or tarnish.  When applied by American arbitrators, incorporates US fair use and noncommercial (dilution) safe harbors.  But not all arbitrators are US.

(f) Applies to all gTLD and 1/3 of country code TLDs, which are controlled by each country.  

(g) Procedure

(i) Complainant selects one of four arbitrator organizations.  WIPO is most popular.  

(ii) Everything accomplished through email, have 20 days to respond.  

(iii) Complainant pays for first panelist, D can opt for two more, then the cost is split between them.  Panel makes decision within 14 days of response.

(iv) Respondents default 50% of time.

(v) Remeides

1. Cancellation of registration

2. Transfer of DN to complainant (more common)

(vi) Looked like disputes were slowing down, but picked up again.  China and Germany are the most popular ccTLA.  More nationalism there.  82 million.com, 13 million DE.  Registrations and disputes have increased.  
1. 34% core cybersquating

2. 14% history

3. 9% Distrupting business

4. 39% in diverting business from site for commercial gain

5. 15% other reason bad faith.

6. 14% no bad faith

(2) US specific- Anticybersquatting Consumer Protection Act (ACPA) section 43(d) of LA.  UDRP on steroids.  Creates civil cause of action against bad faith intent to profit against goodwill of TM, who registers or traffics in, identical or confusingly similar to distinctive mark, or dilutive or famous mark.  Few cases come for dilution.  Not same thing as confusingly similar of infringement using the multi-factored analysis.  Much simpler, take D’s DN and P’s TM, are they confusingly similar.  ACPA action revolves around intent to profit.  9 nonexhaustive ACPA factors for determining whether bad faith intent to profit.
(a) ACPA safe harbor, no bad faith intent if believes and had reasonable grounds to believe that use of DN was fair use or otherwise lawful.  Incorporates US fair use law.  Includes non fair use when reasonably believed it to be.
(b) Remedies
(i) Retroactive injunctive relief
(ii) Nonretroactive damages
(iii) Nonretroactive statutory damages $1000-100,000 per domain name
(iv) In rem jurisdiction- if can’t find owner, may proceed against the DN itself, wherever the register is located.  ED VA, verisign is registrar for .com.  Remedy imposed not upon D, but upon domain name. 
(v) Registrars may sua sponte refuse to register marks that they eem violate the rules.
(c) Application of ACPA
(i) Lucas Nursery v. Gross- criticizing landscaper.  No bad faith.
(ii) Sporty’s Farm- Spot the Dog.  Bad faith.
(iii) Peta case, all factors favor P.  Surprising, shows courts can wrench the factors in a particular direction if they hate the D.
(iv) Mattel v. Schiff- used Barbie.com as commercial porn site.  Quick porn site, even though never tried to sell DN.
(d) Problems
(i) Regular consumer confusion
(ii) Regular dilution
(iii) UDRP
(iv) ACPA
(e) Pg 761, Coke v. Purdy, Purdy loses.  Using Coke websites, among others, to get out anti-abortion message, very graphic and inflammatory.  Selling anti-abortion products.  Initial interest confusion, using famous mark’s association to push different agenda.  Policy interests
(i) Protect opportunities for commentary on TM owner- not doing that.
(ii) Tarnishment- 43(c), don’t need ACPA.
(iii) Consumer Confusion- Infers sponsorship or endorsement.  32, don’t need ACPA. ACPA requires bad faith intent to profit for the confusingly similar DN, the rest of TM does not focus on bad faith.  Found against Purdy under ACPA, not under tarnishment or dilution.  Court seized on fact that Washington Post said to Purdy, stop this is awful and Purdy said might consider shutting down if given space in newspaper to talk about abortion.  Sort of looks like an offer to sell DN to P, paid in form of chance to write in paper.  
1. Gobbled up as many sites as he could. Acquired multiple DN similar to TM, factor 8.  Enters DN jurisprudence in UDRP and ACPA, in response to behavior of prospectors.  Pattern of behavior suggests will sell it sooner or later.  But just like strategic land buy, people do this all the time, entrepenurial.  
(iv) Could argue that there are proprietary rights in TM, need a zone around that property right to fully respect the ownership interests in it.  Vulnerable as excessively greedy conception of TM.  Either defend that conception, (Jcrew.com v. crew.com, hp.com vs. hp.org. Protect the property rights).  Most commentators (felix Cohen) denounce this position, instead resting on the interests of consumers.  
(v) Consumers- reduce search costs (Posner)- makes it harder for consumers to find what they actually want, Washington Post.  But most people don’t use gueses, they use search engines.  

1. Prohibit type squatting

(vi) Chris Van Hollsen- District of MA, finds for D on First Amendment grounds.  May register critical site in the name of the person being critized, without the suffix sucks, so that domain name on its face doesn’t indicate critical, knowing that a sufficient number of people guess that will mislead consumers, but allow it to save lots of room for political commentary.  

1. Extend opportunity for commentary to commercial context, Bosely Medical Institute.    Initial interest confusion outweighed by first amendment interests.  Lucas Nursery rationale.  

(vii) Can’t hoard domain names, 

1. Proctor and Gamble- policing of companies that warehouse too many marks.  Must sell goods under marks to keep them alive.  Can’t just park them.  
c) Jonathan Weinberg, ICANN and the Problem of Legitimacy, 50 Duke L.J. 187 (2000) [CB 739-42] - 
d) Jessica Litman, The DNS Wars, 4 J. Small & Emerging Bus. L. 149 (2000) [CB 742-48] 

e) LA §43(d)(1) [CB 748-50] – 15 USC 1125(d)(1) or LA 43(d)(1):Bad faith intent to profit from a TM, registers, traffics in or uses a domain name that
i) For marks distinctive at time of domain name registration, is confusingly similar

ii) For marks famous at time of domain registration is confusingly similar or dilutive

iii) For TM protected by section 706 of title 18.

iv) Bad faith intent may consider these nonexclusive factors

(1) TM and IP rights of person in the domain anme

(2) Extent to which domain consists of legal name or common name used to identify domain owner

(3) Prior use of the domain name with bona fide offering of any goods or services

(4) Persons’s intent to divert consumers from mark’s owner’s online location to site accessible under domain name that could harm goodwill of the mark, either for commercial gain or with intent to tarnish or disparage the mark, by creating likelihood of confusion as to source, sponsorship, affiliation or endorsement.

(5) Offer to transfer domain name for financial gain without having used or intended to use for bona fide offering of goods or services, or prior conduct indicating a patent.

(6) Providing false material or contact infro when registering domain.

(7) Knowing acquisition of multiple domains knows to be confusingly similar to disticintive or dilutive of famous

(8) Extent to which incorporated mark is distinctive or famouse.

v) No bad faith intent when believed and have reasonable grounds to believe that use of domain name was a fair use and otherwise lawful.

vi) Court may order forfeiture or cancellation of domain name or transfer to mark owner.  

f) Sporty's Farm L.L.C. v. Sportsman's Market, Inc., 202 F.3d 489 (2d Cir. 2000) [CB 750-57] – Sportsman Sporty’s Catalogue (aviation supplies) subscriber decided to create own aviation catalogue, registers Sportys.com, then later creates Sporty’s Farm to sell Chrstmas Trees and sells them the site.  Sporty’s Farm named after Spotty the Dog.  Originally decided under dilution law (FTDA), gave injunction to turn over domain name but no damages since not willful.  ACPA (Cyber-squatting) since passed retroactively, but applying damages only to future infractions.  Appeal applies the new law.  Definitely distinctive and confusingly similar.  The factors come for P, bu tmost importantly, plannted to directly compete, fully aware of strength of mark, and registered for primary purpose of keeping competitor from using it.  Spotty the dog is more amusing than credible.  
g) Lucas Nursery and Landscaping, Inc. v. Grosse, 359 F.3d 806 (6th Cir. 2004) [CB 757-60] – woman hires landscapers to fill in whole in yard. Not satisfied and BBB does nothing.  Buys lucasnursery.com and posts her gripes, titles it my experience with them.  They sue.  First four factors militate against bad faith finding by providing reasonable basis for registration.  3 of 4 don’t apply, only that noncommercial helps her.  5-8 indicate bad faith, none apply.  No bad faith motive to profit.  ACPA main objectives to protect consumers from trading on names and reputlations of established brands.  Informing fellow consumers of one’s experience with service prociders is not inconsistent.
h) Note on Gripe Suits [CB 760-62] – TMI v. Maxwell: Maxwell’s conduct is not the kind of harm the ACPA is design to prevent.  Mayflower Transit v. Prince: bad movers.  Registered sites and posted his horror story.  Genuine cyber-griping is not covered by ACPA.  Multiple domain names did not pursued that bad faith.  Coca-Cola v. Purdy 8th 2004- anti-abortion gribes using pepsi names is bad faith.  Sold anti-abortion clothes.  Content available contains no reference to P’s, their products, or their alleged positions on abortion.  Bosley Medical v. Kremer 9th 2005- Critisized P’s service of his hair transplant.  No LA ciolation because not commercial use in commerce, harm arises not from confusion, but by criticism.  Remanded ACPA since does not require commercial use.  
i) Utah Lighthouse Ministry v. Foundation for Apologetic Information and Research, 527 F.3d 1045 (CA10 2008) [Supplement 141-44] – Fair and UTLM online boostores overlap by 30 titles.  Webmaster of FAIR created a parody website of UTLM, which is similar in appearance and has different, though suggestively parallel content.  Welcome to an official website about TLM, no disclaimer.  No advertising and no goods or services for sale. 16 hyperlinks, 11 to  BYU, 3 to FAIR articles critical of Tanners, and one to FAIR webpage, and other lds.org.  Registered 10 domain names combining Tanners and ULM.  Stopped operating and began transferring domain names to UTLM in 2005.  DISTINCTIVE, CONFUSINGLY SIMILAR, AND BAD FAITH INTENT TO PROFT.  District said not bad faith intent to profit.  Did not show distinctive at time of domain registration.  Definitely confusingly similar.  Did not demonstrate bad faith intent to profit.  Entirely non-commercial and fair use parody.  Safe harbor provision applies to this case, need not contact an attorney to believe it a fair use.  
j) Note on ICANN [CB 775-76] 

k) Uniform Domain Name Dispute Resolution Policy, (As Approved by ICANN on October 24, 1999) [CB 776-80] 

l) Dial-A-Mattress Operating Corp. v. Moakely, WIPO Arbitration and Mediation Center Case N. D2005-0471 (July 1, 2005) [CB 781-88] – Former employee of 1-800-mattress registered 1-800mattress.com, resolves to temporary website, never made any commercial or noncommercial use.  UDNDRP design to remedy cases of abusive registration of domain names, aka cybersquatting.  
i) Identical or confusingly similar to TM to which complainant has rights
(1) Incorporating a complainants mark generally will be considered confusingly similar unless accompanies by other terms that effectively disclaim any association.
(2) Initial interest confusion.  
(3) Complainant can have TM rights even if rights first arise after registration of the domain name.
ii) Respondent has not rights or legitimate interests in domain name
iii) Registered and being used in bad faith.
(1) Passive holding of a domain name can be considered bad faith where not possible to conceive of any plausible actual or contemplated active use that would not be illegitimate.
(2) Bad faith when primary motive of acquisition was cybersquatting.  
m) Note on "Sucks" Cases [CB 803-04] – Majority view that domain name consisitn gof TM and negative term is confusingly similar because may not be recognized as negative and non-fluent English speakers.  Walmartsucks.com.  Minority view: No confusingly similar because not likely to associate TM holder with domain name consisting of the TM and a negative term.  Clearly signifies what they will find, but not all courts and UDRP panelists agree with that.  Verizonsucks.com still capitalizes off of other fame because curious, even knowing what is nasty.  
n) The domain name setting requires us to return to the foundational policies of TM system.  These unresolved policies clash in ACPA and UDRP.  
12) Remedies- 
a) Nova Wines, Inc. v. Adler Fels Winery LLC, 467 F.Supp. 2d 965 (N.D.Cal. 2006) [CB 912-16] – Marilyn Monroe Wine photographs.  A preliminary injunction is a provisional remedy, the purpose of which is to preserve the status quo and to prevent irreparable loss of rights prior to final disposition of the litigation.  
i) Must show either:
(1) A likelihood of success on the merits and the possibility of irreparable injury; or
(2) That serious questions going to the merits have been raised and the balance of hardships tips sharply in P’s fabor.
(3) Less certain of likelihood of success on merits, the more P must convince court that public interest and balance of hardships tip in their favor.
ii) Once P demonstrates a likelihood of confusion, ordinarily presumed that P will suffer irreparable harm if injunctive relief not granted.
iii) D faces little or no hardship because product not yet released into the marketplace and because D sells under many brands, can sell the wine under those names.  
iv) No undue delay waiting a couple of months; said they weren’t  distributing the wine.
b) Note on Alternate Dispute Resolution [CB 917-18] – No adequate remedy at law, confusion or dilution risk non-quantificable damage to reputation or goodwill or distinctiveness.  Actual damages are difficult to prove and an award of D’s profits are not routine, attorneys fees only in exceptional cases.  
c) Home Box Office v. Showtime, 832 F.2d 1311 (2d Cir. 1987) [CB 918-22] –Showtime & HBO, it’s not either/or anymore (disclaimer).  Some of the potentially confusing statements are not effectively disclaimed because disclaimer too far away from the infringing statements.  Places burden on D to show that the disclaimers are effective in preventing consumer confusion.
d) Soltex Polymer Corp. v. Fortex Industries, Inc., 832 F.2d 1325 (2d Cir. 1987) [CB 922-26] – Court has discretion in giving equitable remedies, can order a disclaimer instead of an injunction.  Plastic buckets, both sold under Fortiflex, one only in Puerto Rico and derives from its name.  D also had attorney perform search, who said substantially different products.  Courts need not issue an injunction after finding any lower level of likelihood of confusion.  Relief granted should be no braoder than necessary to cure effects of harm.  Court should take a flexible approach to equitable remedies.  Court determination to issue absolute injunction or mere disclaimer reviewed only for abuse of discretion.  D’s good faith adoption, presented mark only in conjunction with own stylized logo, and legitimate interest in preserving right in previously owned family of marks.  Likelihood of consumer confusion far less substantial in this case than in HBO.
e) Taco Cabana Int'l, Inc. v. Two Pesos, Inc., 932 F.2d 1113 (5th Cir. 1991), aff'd, 505 U.S. 763, 112 S.Ct. 2753, 120 L.Ed. 2d 615 (1992) [CB 934-37] – Two Pesos copied the restaurant scheme and intentionally foreclosed the profitable Houston market.  Judge enhanced the damages.  P claims injury under head start theory, jury awarded initial franchise fee and 1% continuing royalty.
i) Trade Dress Infringement remedies: 15 USC 1117(a)- Judge may award up to 3X of actual damages, constituting compensation and not penalty.  In exceptional cases may award fees.  Section 35 provides subject to equity P may recover
(1) D’s profits
(2) Any damages sustained by P; and
(3)  The costs of the action.

ii) No actual confusion required for damages awarded, intentional copying enough.

iii) Judge doubled jury award because infringement was willful.  Intentional imitation alone not enough for the requisite bad faith, but intentional and deliberate infringement is.  Enhanced damages can be based on willful infringement, but cannot be punitive.

iv) Anomalous to call enhanced damages compensatory and not punitive.  Enhancement could provide proper redress to undercompensated P where imprecise damage calculations fail to do justice, particularly where the imprecision results from D’s conduct.  Willful infringement, trade secret misappropriation, and evidence of substantial damages not reflected by jury award, sustain enhanced damages.

f) Banjo Buddies, Inc. v. Renosky, 399 F.3d 168 (3d Cir. 2005) [CB 937-42] – Is willful infringement necessary for to require D to account for their profits?  No, but an important factor.  Fishing Lure: Banjo Minnow vs. Bionic Minnow.  Court ordered D to produce verified financial records, never did so, finally produced summary report that the judge entered but rejected the conclusions.  Instead based profits off D’s history of making 15-17% profits from sales figures.  Bright-line willfulness requirement superseded by the later amendment.  
i) Factors include
(1) Whether D intended to confuse or deceive
(2) Whether sale have been diverted
(3) The adequacy of other remedies
(4) Any unreasonable dealy by P in asserting his rights
(5) The public interest in making the misconduct unprofitable
(6) Whether it is a case of palming off.
ii) P only must prove D’s sales figures; thereafter D must prove all elements of cost or deductions.  
iii) District court has broad discretion in determining remedies, and did not abuse by estimating a 16% profit.  There is no requirement that D’s profits approximate P’s damages, any one of the three criteria will do.
g) Big O Tire Dealers, Inc. v. Goodyear Tire & Rubber C., 561 F.2d 1365 (10th Cir. 1977) [CB 943-45] – Big Foot tires, Goodyear spent $10 million on adds and destroyed O’s marketshare.  Judge gave 28% of that since O in 28% of states.  Argued also appropriate since FTC generally orders misleading advertisers to spend 25% of their advertising budget on corrective advertising to fix the probable.  Although P did not prove exactly how much it was hurt, public policy requires the wrongdoer to bear the risk of uncertainty which his wrong has created.  D wants to limit it to what P spent on ads before the trial, but that would help rich P over other Ps.  Courts awards 25% of 28% of advertising budget because FTC shows dolar-for-dollar expenditure for corrective advertising is unnecessary.
h) LA 42 [CB 985] – Merchandise copying or simulating TM may not be imported.  
i) Note on Good Subject to Seizure [CB 985-88]- Counterfeit merchandise bears a spurious mark which is identical with or substantially indistinguishable from the registered mark.  Usually constructed to appear the same as famous merchandise.  Merely infringing are not counterfeits but bear marks likely to cause public confusion.  Bears mark that copies or simulates registered mark. Counterfeits must be seized and forfeited.  Merely infringing goods may be seized and forfeited.  Customs regulations allow merely infringing goods to be imported if the objectionable mark is removed or obliterated prior to importation to make it illegible and incapable of being reconstituted.
j) K-Mart Corp. v. Cartier, Inc., 486 U.S. 281, (1988) [CB 992-1002] – Gray market goods is foreign-manufactured good bearing valid US TM, imported without consent of TM holder.  Regulations implementing 526: foreign made articles are prohibited from import, subject to common-control exception, if manufactured by TM owner abroad or by its foreign affiliate.  Authorized-use exemption: bear authorized TM applied under authorization from US owner.  Common-control is consistent with 526, but authorized-use exception isn’t.  
i) Owned-by is sufficiently ambiguous, involves foreign parent.
ii) Merchandise of foreign manufacture can mean manufactured in foreign country, by foregin company, or in foreign country by foreign company.  So agency can interpret to say foreign subsidiary or division of domestic company are not goods of foreign manufacture.  
iii) But goods made by independent foreign manufacturer in foreign country don’t fall within the statute.  
k) Bourdeau Bros. v. ITC Fed Cir 2006- John Deere Tractors makes special versions for Europe.  Company buys used European versions and ships them back to US.  Not authorized for sale in US by TM holder, if materially different from US verision, TM holder can prohibit import.  To extent materially different, public likely to be confused as to which characteristics are properly associated with TM, possibly eroding goodwill.  Big question not whether validly affixed, but whether differences are material.  Low threshold, no more than that consumers would be likely to consider the differences between foreign and domestic products to be significant when purchasing the product.  Sale by TM owner of the very same goods is inconsistent with the caim that consumers will be confused.  European version is has different labeling and safety features.  Unlike in K Mart, 1337(a)(1)(c) does not distinguish between domestic and foreign manufacture.  Importation of goods that infringe a valid and enforceable US tM registerd under the Act is prohibited.  Importation of valid product not authorized for US market infringes the US TM.  Importation and sale of TM goods of domestic manufacture, produced solely for sale abroad and not authorized by TM owner for sale in US, may violate 1337 if imported good is materially different from all or substantially all of those goods bearing the same TM that are authorized for sale in US.  Absence of English-label warnings and instructional labels have been found material.  In this case that, and lacking some safety lights, and hitching mechanism not US compatible.  
l) Verizon add: 5x more 3G coverage.  AT&T says consumer confusion because makes people think they offer coverage only in the colored areas.  Seeks preliminary injunction.  
i) What standard should the court apply?  
(1) Likelihood of success- Plus Possibility of irreparable injury.
(a) Try to evaluate whether AT&T showed a likelihood of success in a future case on the merits.  Must preliminarily assess the substantive issues.  Pretend better than 50% chance of success.
(b) What if AT&T have survey showing 20% of customers seeing this add think that they don’t have coverage in Wyoming.  Actual confusion is a pretty important factor.  
(c) Irreparable because customer lock in for two years.  But just money lost, so not irreparable.  Lose consumer reputation, people believe have bad service, hard to estimate the customers in the future you lose.
(d) But injury to P’s goodwill can be measured and paid for in the actual damages, at least in theory.  
(2) Or serious questions on the merits plus balance of hardships.
(a) Show that the risk of harm from an injunction is outweighed by the harm of the advertisement.
(b) Nova Wines 9th Circ- Must demonstrate either likelihood of success on the merits plus possibility of irreparable injury or serious question on the merits plus balance of the hardships.
ii) Why does the court not address the 4 eBay factors.  Pg 914: once P demonstrated likelihood of confusion, ordinarily presumed that irreparable harm.  Bottom of 915.  That is exactly what eBay decision was targeting, presumption of irreparable harm.  Helen didn’t rely on presumption, addressed irreparable injury presumption.  But how does this decision fit in with eBay?  Fed Circuit in patents had granted preliminary and permanent injunctive relief upon finding liability by presuming irreparable harm from infringement.  SCOTUS said the presumption was inappropriate in the patent context.  
(1) The same four factor for injunctive relief should guide patents
(a) Irreparable injury (case specific analysis)
(b) Are the remedies available at law adequate to compensate for injury
(c) What is the balance of hardships
(d) Would the public interest be disserved by granting an injunction.
(2) 50% of courts now refuse to grant injunctive relief in patent cases.  Especially in cases where P is a patent troll, not employing the patent to produce and sell products, where it’s only business is extracting fees from those who want access to the technology.  How much of this applies to TM?  A majority of cases questioning whether eBay applies to permanent injunction in TM have said yes.  With respect to preliminary injunctions, the answer is much less clear.  Some dicta says eBay should govern preliminary, but few courts have actually reached the merits and incorporated eBay.  They probably will in the future.  
iii) Could force them to issue disclaimers, could have separate markets, just for the areas where there is no coverage shown.  Availability of injunctive relief is actually quite flexible, courts often issue tailored relief, saying can’t do this but can do that, particular where the equities so dictate.

(1) Disclaimers

(2) Separate markets

(3) Different/modified ads- 

(a) Force Verizon to show the 2G coverage on the AT&T map as well.  That would still have a fair amount of punch.  

(b) Courts sometimes authorize D to use the newly generic term, but not allowed to capitalize it.

(c) Like in Solflex case, tailor when D has equitable arguments.  

iv) DAMAGES- can’t get both if redundant.

(1) D’s profits- disgorge D’s profits.  Often bigger.  

(a) Most courts will only require P to show how much money D made after conduct started.  D has to show everything else, the costs it incurred, the extent to which it’s profits were not attributable to infringing behavior, etc.  

(b) False advertising cases are generally more D friendly, so require P to make prima facie indication of how much of D’s profits result from the infringement.  

(c) Factors

(i) Willfullness- not necessary after amendment.  Specifically extended to willful violations under 43(c), so court rescinds previous court interpretation that 43(a) violation must be willfull, because congress must have been aware of the interpretation and meant to make the distinction.  But Congress was actually interested in the dilution standard, had no idea what the existing rules were.  

(2) Actually sustained P’s damages

(a) Corrective Ads- Court put together to theories, gave 25% of 28%.  

(b) Lost sales in past

(i) Bump up this figure using the headstart theory- like Tacos Cabana, couldn’t enter the market as fast because you stole our trade dress.  

(c) Lost sales in future- speculative

(i) No punitive damages allowed, compensatory, but allow up to 3X actually shown.  So not punish, but approximate the speculative damages or failing in ability to show actual damages.  

(d) Loss of goodwill.

(e) Statutory damages-

(i) Cybersquating cases, between $1000 to 100k for domain names

(ii) Up to $200k per mark or up to $2 million for mark if willful for counterfeit marks.  Counterfeit marks are identical to or substantially indistinguishable from P;s mark and used on the same goods or services.

(f) No rule about when you elect what type of damages you’re seeking.

(i) You argue for both and the court will give you one—the court wn’t double up your damages

(ii) The practice is that P argues for everything and the court won’t give you duplication. 

(3) Costs of action

m) International TM Law  

i) Five Axes (trends)
(1) Harmonization of the laws of separate jurisdictions
(2) Facilitation of filings and management in other countries
(3) Expanding coverage of regional trademarks
(4) Expansion of TM entitlements
(5) Expansion of regional and international exhaustion doctrines
ii) Terminus: single, uniform, world-wide, highly protective TM system.  
iii) Principle vehicles driving these trends (multi-lateral agreements)
(1) Paris convention- 173 countries, all but Taiwan and Kuwait.  TM
(a) No discrimination against nationals in formulation or application of laws
(b) First filing date in a member country give applicant in all other countries, provided filings are made within 6 months.
(c) Marks considered well-known (famouse) in any member country must be protected against use on similar goods.
(d) Formal obligcation to provide penalties for unfair competition.  
(e) Opportunities for special agreements
(2) Madrid Agreement and Protocol
(a) 30 Countries not USA
(b) Mechanisms that make it easier to obtain TM protection in multiple countries.    After first registration, can file international application in home office within 6 months and  get priority.  Application forwarded to WIPO, who publishes, and forwards to your designated countries, who grant protection unless they push back.
(c) Takes longer in US to get TM registration, so since have to wait until issue to get registration would disadvantage Americans.
(i) Central attack- if basic registration ever invalidated, all international registration invalidate as well.
(ii) Lanaguage used in Madrid applications was French.
(d) Protocol has 79 countries, joined by USA in 2003.  When domestic application filed, may file international application. English is an alternative language.  
(i) US applicants still file directly in Germany that using international protocol, even sharper in Japan.  Why still hiring local counsel.  Seems that the American PTO is more demanding than the comparable offices in other countries concerning the set of goods to which your mark is applied.  Not allowed to claim an entire class of goods in US if not actually using the mark on the entire class.  American company wanting a broad TM in germany, better off to apply in Germany using their generous standards than to base off of a narrow US application.  
(3) TM law treaty- procedural simplification and harmonization.  45 countries including US as of 2002. Standard form for applications, PoA etc.  May require only name, address, information concerning mark, goods and services, calssifcaiton, declaration of intent to use the mark.  10 year initial term and renewal terms.  Some countries were asking for more information.
(4) Nice Agreement- specifies the content of the classes of goods and services.  1-34 for goods and 35-45 for services.  
(5) Trips- binding on all 143 WTO countries.  
(a) National treatment and MFN.  Must give citizens of other members same protections it gives to own citizens.  MFN says is country grants special privileges to some other country, must grant to all member countries.
(b) Service marks must be protected – 15
(c) Geographical indications must be protected, especially for wine and spirits.  22 & 23.
(d) Mandatory procedure for publication, opposition and cancellation 15
(e) Well-known marks must be protected, incorporates paris.  16
(f) 7 year minimum term- 18.  Most have for 10 years.
(g) Cancellation for non-use only after 3 years; longer if owner has legitimate excuse. 19.  Required change in US statute.  
(h) No compulsory licensing 21
(i) No special requirements encurmering use 21
(j) Preliminary injunctive relief must be made available. 
(k) One major dispute between US and Europe.  Havana Club mark, the Bacardi Case.  Illustrates power of MFN and National Treatment.  Owned Cuban TM on Havana Club before Cuban revolution, assets taken by government, family let mark lapse.  State company picks up abandoned mark, sells rum using French Company in 80 countries.  Bacardi buys rights form the original familiy.  French seek US registration.  Congress adopts sec. 211 to forbid courts from recognizing or enforcing TM rights from confiscated business, unless confiscado consents, limited to Cuban confiscados.  Statute prevents Bacardi from pressing claims.  Castro threatens to produce local Coke.  EU intitiates WTO dispute as violation of MFN and National Treatment and prevails after two levels of mediation.  By adopting to target a particular company, was favoring US residents over foreign residents.  TRIPS DOES HAVE TEETH.  
(6) Regional TM agreements.
(a) Community TM (EU)-
(i) Coexists with national TM systems
(ii) Substantive harmonization
1. New date for rest of countires, but backdated in previously registered countries so that you can let national registrations lapse without penalty.  
(iii) Open System (contrast to Madrid Protocol)
(iv) Administrative hierarchy, final appeal to E C of J.
(v) Absolute grounds for nonregistration- indistinctive, descriptive, functional, deceptive, flags.
(vi) Designated community TM courts in each country
(vii) Cancellation for nonuse in Europe for 5 years.
(viii) More expensive than getting in one country, but less expensive than getting in each county.
(b) MERCOSUR- some south American countries.  
(i) Free trade zone analogous in objective to EU
(ii) Free movement within common market.
(iii) Does not yet have a centralized TM registry.
(c) Andean Community- Common TM law, tighter than Mercosur, though economically weaker organization.  TRIP compliant.  Common substantive TM laws.  Administered by tribunal and international court, analogous to E C of J, which has high profile and respect in the region.  
(d) OAPI- French speaking  African countries.  Central registry in Cameroon, enforcement in courts in country where violation occurred.  
(e) ARIPO- Only Botswana implemented the agreement so far.  Central filing and registration.
(7) Central American-  Recommended single application single local counsel.  So far the countries have not adopted it.  
iv) Exhaustion doctrine
(1) Principles in tension
(a) Competition thought to be compatible with free trade.  Domestic competition enhanced if firms can compete freely across national borders.
(b) Power of the sovereign- curb competition and free trade to:
(i) Correct market failures 
(ii) Protect citizens
(iii) Examples
1. Pollution control regulations limit  the subject in which firms can compete.
2. Nation-specific legislation, such as minimum labor standard.  
(c) Intellectual property is said to be compatible with power of sovereign, because they are rules adopted by sovereign to prevent the market failure of goods being copied and distributed freely.
(i) But IP in even stronger tension with value of competition than the police power.  
(ii) TM is not the core case, which are Patents and ©, designed to suppress competition.  
(d) Problems
(i) Tying arrangements, can a patentee insist that licensees buy supplies only from patentee.
(ii) Copying for interoperability- can license agreement prevent reverse-engineering for interoperability.
(iii) Refusal to license
(e) Cross-licensing- especially among patent holder, can inhibit entry in the industry. 

(2) 4 trends

(a) Laws becoming harmonized ,

(b)  mechanisms to allow multiple countries, 

(c) community TM systems allow bypassing national regimes

(d) Gradual movement toward principle of international exhaustion.  Different paces for different countries, US is halfway there.

v) EXHAUSTION
(1) Case: prevent gray market uses.  Silhouette 1998- owner could not object to reimportation because TM protection was exhausted by the first time the goods were sold in Bulgaria, so had to tolerate the third party underselling it in Austria.  ECJ disagreed, European law trumps Austrian, and provides regional, not national exhaustion.  If selling in Spain from Austria, have to tolerate sellback.  But if sold outside EU, can block reimportation.  
(2) Andean Pact- provides international exhaustion (what Austria had adopted).
(3) Mercusour also has international exhaustion.  Cannot prevent reimportation and sale of goods in Mercusour countries
(4) Two clear general principles unlikely to change
(a) First sale doctrine- trademark parallels copyright and patent law, purchaser or lawfully made TM goods is free to offer and sell them to other people under their original TM.  Counts in TM, unless way of selling leads to consumer confusion, such as in a way that misleads public to think you’re a frachisee.  
(b) If you have TM in US, and unaffiliated company imports good carrying substantially similar or identical mark, you can prevent importation.  TM right includes power to block importation.
(5) Problem of exhaustion arises in between those two principles.  Same doctrine as gray market goods
(a) Produced by or with consent of US TM holder, but not authorized for sale in US.  

(b) Vary slightly

(i) 536 of Tariff Act-

(ii) 337 of Tariff Act-

(iii) 32, 42, 43 of LA-

(c) But converge on the following principles

(i) Importation into US of gray market goods is lawful and TM owner can’t stop it if two conditions obtain:
1. US and foreign TM owners have a common interest or control.  Same company or one is parent and other is subsidiary.

2. Goods bearing the TM are the same.
(ii) Illustrations from Kmart case

1. Foreign firm produces goods in France, set up US subsidiary, who register US TM on same mark.  Third party buys France production and imports into US and sells in competition with French subsidiary.  Since goods being sold in France are the same as those being sold in US, then lawful behavior.  

a. Pricing systems may be different in the two countries (top of US income distribution higher than in France).  

b. May want to keep price high with artificial scarcity.

2. The opposite: US firm sets up subsidiary in France and identical goods, lawful for third party to import US goods into France.  

(iii) Reflect globalization of TM, frustrate firms efforts to set up geographic barriers.  

(d) Two circumstances in which third party importation is unlawful

(i) When the two parties don’t have common interest or control

1. American company doesn’t set up French subsidiary, but contracts with French manufacture and sell the products using French identical TM in France.  US owner can block third party importation.  Only difference is not subsidiary foreign company.

2. If the goods differ in any respect that consumers would care about, can be blocked.  Pretty low threshold.

a. If chocolate is a different formula (less sugar in Europe), reimportation of less sweet version can be prevented.  

b. If adoption papers on cabbage patch doll are printed in Spanish.

c. Bordeaux case in materials- if tractors have different safety lights, instructions in different language, and different wagon-towing hitch.  

3. Doesn’t matter whether consumers would in fact be deceived.  Instruction language enough.  If just exterior of the packaging, unclear.  If mark is quite different, problem doesn’t arise.    

(e) All toward globalized, harmonized market.  

n) Intellectual Property Remedial Options [F 500] 

Intellectual Property Remedial Options

	 
	Injunc- tion
	Refuse Injunc- tion
	Lost Profits
	Reason- able Royalty
	Disgorge D's Profits
	Harm to reputa- tion
	Costs of Correc- tive measures
	Punitive damages
	Statutory damages
	Destroy goods
	Interest
	Costs
	Atty. fees
	Criminal Penalties

	Copy- right
	 502
	sometimes
	504(b)
	 
	504(b)
	
	 
	 
	504(c)
	503(b)
	maybe
	505
	505
	 506(a); 

 HYPERLINK "http://www.law.cornell.edu/uscode/18/2318.shtml" 2318

	Patent
	283
	shop rights; patent misuse
	284
	284
	 
	 
	 
	284
	 
	 
	284
	284
	285
	 

	Trade- mark
	1116(a)
	 
	1117(a)
	1117(a)
	1117(a)
	1117(a)
	1117(a)
	1117(a); 1116(d)
	1117(c)
	1116(d); 1118
	maybe
	 
	1117(a)
	 

	Trade Secret
	 2(a)
	2(b)
	3(a)
	yes
	3(a)
	 
	maybe
	3(b)
	 
	 
	 
	 
	4
	 yes




Details

In special circumstances, courts in copyright cases may refuse to issue injunctions and instead require the defendant to pay -- and the plaintiff to accept -- a royalty fixed either by the court or by an administrative tribunal. The principal situations in which such compulsory royalties are available are:

  115 -- "covers" of musical compositions 

  118 -- defendant is engaged in public broadcasting 

  104A(d)(3) -- defendant has created a derivative work based on a work by the plaintiff to which the copyright has been "restored" 

  116 -- defendant operates jukeboxes playing musical compositions to which the plaintiff owns the copyright 

  405(b) -- specific instances of innocent infringement 

  111(c) -- secondary transmissions by cable systems 

  114(d)(2); 114(f) -- digital transmission subscription services 

  119 -- satellite retransmissions 

 See Restatement Third of Unfair Competititon section 45, comment g.

Successful plaintiffs in trade-secret suits may be able to recover the costs of security measures they undertook to resist the defendant's piracy. In Telex Corp. v. International Business Machines Corp., 510 F.2d 894, 933 (1975), the Court of Appeals for the Tenth Circuit seemed receptive to such a recovery, although it concluded that such damages were not warranted on the facts of the case before it.

Some states have adopted statutes establishing criminal penalties for theft of trade secrets. In 1996, Congress dramatically enhanced those penalties with the Economic Espionage Act, 18 U.S.C. secs. 1831-1832.

13) Last Class- 

a) What’s the purpose or function of TM law, and is the doctrine or sets of doctrines currently in force in US doing a good job of advancing that purpose.  Most comments blended descriptive and normative analysis.
b) Dominant justification for TM is interests of consumers
(1) Reducing search costs
(2) Providing incentives to establish and maintain quality control.
ii) Possible changes
(1) Eliminate reverse passing off doctrine- prohibits misleading consumers to think that P’s product came from D, usually achieved by buying rivals product and selling under own label. In long-term, RPO fosters competition that helps consumers.
(2) Eliminate blurring- Criticizing Posner’s justifications in the Ty case that blurring increases search costs.
(3) Eliminate initial interest confusion- Involves situations when consumers who what they are doing when they actually put the money down on the counter.  And IIC has exposed them to wider array of goods that they are actually interested in purchasing.  Instead of being pernicious for consumers, helps them.
(4) Quality control- Misleads consumers when you keep the mark stable but change the quality of the goods.  Core question is not whether to allow licensing without scrutinizing fidelity to the quality of the mark, but whether to allow the manufactuer to milk the brand, riding on the accumulated good will.  Hard to say who should police and how, but underlying theory suggest pay more attention to this.
(5) Limited area defense should go- Senior user of mark doesn’t register right away and while using unregisterd mark junior user begins using the same mark in a limited area.  Senior registers and tries to force junior user to stop, and can’t within that limited area.  Always seemed problematic from consumer confusion, and perpetuates consumer frustration.  Now it’s even worse, because sales and reviews of products are ubiquitous online, unrealistic to geographically cabin the mark.  
(6) No liability for Google Ad words-  Just like Europe, when Google sells right to have company come up for particular search word, doesn’t give rise to consumer search problems.  Some American courts, including 2d Cir., frown on this behavior, manifesting some other fairness considerations, but not under consumer interests.  
(7) River West Brands- Cancel formerly famous brands and then revives them.  Only reason so to engage is to mislead consumers into thinking the old brand has risen from the dead.
(8) Makeovers- adjustments of trade dress, to make stop shop more juvenile and friendly in appearance, enhance consumer confusion.
iii) This long list calls into question the refrain of TM law that the centerpiece is the interest of consumers, to reduce search costs and allow them to rely upon quality.  Collective attack on the orthodoxy of TM law, would have to adjust a lot of TM law to make it fit with it’s purposes.  
(1) If these doctrines would all have to be adjusted in some way to value consumer confusion, Tony suggests must subdivide into consumer groups.  A decision will benefit one group of consumers and hurt another.  Misleading to treat consumers as a homogenous group.
(2) Generally speaking, increasing Manufacturer TM protections helps the more credulous consumers who otherwise would have been misled, but hurt more sophisticated consumers by leeting manufacturer raise prices and impede the flow of comparative information.  
c) FAIRNESS- labor/property/unjust enrichment constitute a radically different and arguably influential strand about the feeling of TM that could explain some but not all of our complaints against consumer confusion.
d) Distributive justice-  inequality of wealth and income are both increasing in US and world; 10% of American population earns 49% of the income.  Higher than ever in 20th Century, slightly higher than 1928 just before the crash.  1% earns 25% of the income.  Ratios very different between WWII and 1980’s, stable income distribution.  Top 10% owned 35% of income.  Last data in 2007, and the top probably loses bigger during the crash, but adverse impact of crash shortlived.  © & Patent stream thinking of how to adjust law to help the poor. Comes up in patent under rules governing drugs for the poor.  No such doctrine in TM.  Distributive implication doctrines
i) Preference for arbitrary marks benefits the rich because channels businesses towards marks that require a lot of advertising to be effective, so requires a lot of money to succeed.
ii) Infringment doctrines- give added help to really strong factors, also requires lots of money.  Dilution even requires it, in requiring that it is famous.  
iii) Consumer sophistication factor in consumer confusion tilts the other way, giving broader TM protection to those selling to poor consumers, since people left sophisticated, company needs broader protection to avoid consumer confusion.  Has progressive effect, encourages selling to the poor.
iv) Tarnishment in cases relating to sexuality- Possible that courts more likely to find tarnishing when the gap between the reputation of P and that of D is small, than when it’s large.  Ironically, Victoria Secret more vulnerable to tarnishing that American Express.  This has progressive distributive effect, gives more protection to marks further down in economic hierarchy.  But this nuance is not clearly being done, and the tawrdy aura of a company does not necessarally correspond to serving poorer customers.  
v) Intriguing that factors into © and patent discussions, but not so far into TM.
e) Moral Rights- Artist projets personality into the art.  Mutilation or destruction hurts the artist.  France and Germany.  Doesn’t formally exist in TM law at all.  But when trying to explain some of the exceptions to consumer confusion, it’s possible that some moral rights issues.  Why more likely to find TM parodies that associate mark owner with nasty sexually explicit conduct infringing than more homestyle parodies, like the muppets.  Arguably we think that the companies have some sort of reputational interest to not be dragged through the mud.  
f) Environmentalism- Some doctrines may have effect or purpose or exacerbating wasted resources.  Enforcement of trade dress law that discourages firms from modifying packaing because would lose protection, may waste packaging resources.  
g) Public decency- Used to be true (may be) implementing fair housing regulations forbid racial discrimination in renting and selling, except if selling own house without aid of broker or Mrs. Murphy’s boarding house exception.  Small pockets of legitimate discriminatory choices.  Regulations forbid you from advertising your racial preference, you can indulge it, but not publicize it.  Can publicize hate for race, but can’t advertise discrimination in housing.  Notion that we don’t want certain kinds of attitudes displayed publicly.  Means individual members of the protected class experience severe offense from actual discrimination, but the public at large is spared the awareness of the racism.  TM does something similar with disparaging and scandalous marks, can talk this way, just not with TM.  
i) Imagine extensions of TM law that would allow it to use language even more broadly than now.  Drawing on Beebie.  Effort to prevent scrambling of semiotic relations could result in more vigorous application of TM law to reach not just scandalous marks, but marks whose owners have long delayed enforcing their rights.  TM law has a role to play in managing discourse, even more extensive than already does.  
ii) Bumps up against a different value of Free Speech.  Don’t like speech regulation through TM as it is, don’t want any more.
h) These goals are arguably attractive, and TM law could promote more of them.  Real function of TM law are pernicious: Materialism/Consumerism/Conspicuous consumption/waste- 
i) Ads no longer provide information, but associate brand with certain images.  Artificial market segregation through product differentiation.  
ii) Not trying to kill competitor (like AT&T/Verizon), but to stabilize market shares so can raise prices.  
iii) Consumers are interested in the marks themselves, less than the products.  
iv) Veblin effects- much of modern consumer culture is to put people into position to display their wealth.  We buy things to enable us to display wealth, not to satisfy personal taste.  Related to snob effect, branding and advertising designed to accentuate the scarcity of the product.  Like Ferrari and Rolex watches.  
v) All these fit into Brown’s critique: main purpose of TM is to create a culture that we should regret. So points to a different set of doctrinal reforms.
(1) Limiting the power of TM any way you can.
(2) Repudiate TM law altogether, but no longer available because of the TRIPS agreement.  
(3) Enforce the TM use defense, Lemley, more enthusiastically, to reduce the set of activities that the pernicious TM engine encompasses.
(4) Adjusting a whole bunch of doctrines to adopt a touch love position, less protective of TM to change consumer practices, and make people more engaged, and more skeptical, less passive, manipulated objects of advertising.  Like all tough love, some people get hurt.  But eventually consumers would be better off.
vi) Remarkably useful map of what TM law might be about and what doctrinal implications of one or another approach might be.
i) Remaining eclectic issues:
i) TM law arose and was refined at a time when consumer behavior was significantly different than it is now, TM law has not caught up with changes in consumer behavior.
(1) Increasing reliance in US on eCommerce and associated habit of posting reviews online make certain types of consumer confusion more likely (like limited area defense), but powerful impact on habits in that creates more sophisticated consumers less likely to be duped that assumed under much TM law.
(2) Should narrow TM law, new FTC online product review guidelines.  Reduce most forms of TM protection, while increasing other types of regulations on certain types of behavior.
(3) Domain names- practically unanimous class that excessively protective US UDRP and ACPA regimes (both give TM owner lots of protection against cybersquatting, much more generous than regular TM law).  
(a) Consumers are not actually confused by many prohibited activities
(b) There is + ecnomoic and social value to some of these practices
(i) Initial interest confusion might lead to better provider
(ii) Gripe sites are beneficial, like on-line reviews, increase available information.
(iii) We should reward cybersquaters for their vision.  Just like rewarding arbitrage in financial system, symbols of where economic value lies.  Economically beneficial and morally beneficial, and TM owners just greedyd.
(c) Procedurally, UDRP is cheap and efficient and resolves disputes expeditiously.  Achieve that without modifying substance of doctrine.
(4) State of mind- what role of TM by subjective state of mind.  Several doctrines make subjective intent relevant, bad faith intent to profit in domain name context and bad faith or deliberate passing off in likelihood of consumer confusion.  We tilt scales against unsavory motives.  Hard to justify giving any weight to bad intent from consumer interest rationale, must be some other rationale.  Maybe fairness.  Juxtopose with © law: intent is crucial, but 106(1) only prohibits copying, if innocent creation of replica not liable in Patent, but are in ©.  On other level, not crucial.  © law recognizes and penalized subconscious copying, George Harrison copies Chefanz.  Bad state of mind is sometimes necessary in © and sometimes not.  Should TM follow one or the other path, at present definitely gives some mens rea weights, some suggest too much weight.
(5) Form- TM law is unusually full of multi-factor tests which confer on courts or juries the responsibilites to run down a list of factors to resolve particular issues or to find infringement.  Many individual factors are vague, and rarely guided on how the factors should be balanced.  Really creates an unusually high level of judicial discretion, and unpredictability.  Every legal doctrine has lots of legal discretion and unpredictability, but TM attraction to factor tests makes it more so. How would you restructure the doctrine to mitigate that effect?

