1) Theoretical underpinnings of copyright law. 
a) Promote progress Incentives for Authors and Publishers, avoid freeriding, help investors of time and money recoup investment.  The public goods problem in intangibles: cost of creation is high, but cost of reproduction is low.

b) MORAL (minority strain) Author’s Rights: the moral argument.  
c) ECONOMIC THEORY No tragedy of the commons in IP, no overconsumption.  But tragedy of underconsumption, because these are public goods.
d) A robust public domain- granted for limited time, mandates public domain.  

e) Copyright as speech policy, there was no first amendment.  
f) Five problems
i) Access
ii) Technological and institutional change-
iii) Scope
iv) Follow-on creation
v) Global context- US was a culture taker originally, and now has become a culture producer and exporter.  
g) International Treaties
i) Berne Convention, Berne Convention is not self-executing.  1988 Congress adopted a minimalist approach to ratification, making only absolutely necessary changes.  
ii) GATT (General Agreement on Tariffs and Trade.

iii) TRIPS- Trade related aspects of IP rights from 1994 Uruguay Round of GATT.  Created WTO to oversee provisions.  
(1) Incentives for Authors and Publishers, avoid freeriding, help investors of time and money recoup investment.  
2) Subject matter of copyrights (45-55, 57-70) (Problem of Scope)
a) 102(a) Copyright protection subsists in original works of authorship fixed in any tangible medium of expression, now known or later developed from which they can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device.  Works of authorship include the following categories:

i) Literary works

ii) Musical works (including words)

iii) Dramatic works (including music)

iv) Pantomimes and choreographic works.

v) Pictorial, graphic, and sculptural works

vi) Motion pictures and other audiovisual works.

vii) Sound recordings; and 

viii) Architectural works.

b) Fixed in a tangible medium of expression: 101- A work is fixed in a tangible medium of expression when its embodiment in a copy or phonorecord, by or under the authority of the author, is sufficiently permanent or stable to permit it to be perceived, reproduced, or otherwise communicated for a period of more than transitory duration.  A work consisting of sounds, images, or both, that are being transmitted, is fixed for the purposes of this title if a fixation nof the work is being made simultaneously with its transmission.  
i) Embodiment in copy or phonorecord
ii) by or under the authority of the author
iii) Sufficiently permanent or stable to permit perception, reproduction, or otherwise communicated for more than transitory duration.
iv) MAI v. Peak Cptr (1994)- fixation any time the information is loaded into RAM.  Competitive servicer of MAI computers.  Servicing requires loading into the ram.  Congress amended 117 after MAI because MAI did not comport with the legislative history.  
v) 2008 Cartoon Network Case in Supplement. Remote DVR, stores show on companies servers.  Run through buffer just long enough to determine whether people wanted stored.  Question: by routing through buffer for 1.2 seconds at a time, fixed copy?  Content providers said MAI.  Holding: 1.2 seconds allows permanence to vanish entirely.  Too transitory.  Outer bounds of MAI.
vi) Fixed if broadcast live but simultaneously fixed.
vii) Functional approach, (if you can perceive the work it counts) avoids requiring copying that is a written or printed record in intelligible notation (player piano White-Smith v. Apollo.  Changed to accommodate rapid changes in technology (flexibility).
viii) Williams Electronics v. Artic Int’l 3d 1982: Arcade game manufacturer, Defender. 3 ©, computer program, audiovisual effects during game’s attract mode, and those during play mode.  

(1) Video game programs © even though screen content changes with each play.  
(2) Need only be sufficiently permanent to permit reproduction or communication.  Audiovisual work is permanently embodied in the memory device, from which it can be perceived using other components of the game.  

ix) Fixation determines when subject matter is eligible and what constitutes copying.  Copy and phonorecord incorporeate fixation definition.  

c) Original work of authorship slightly more than independent creation.  Avoid constitutional definition of original to avoid foreclosing future statutes.  Courts were using original.  
i) Constitutional minimum given in Feist Publications v. Rural Telephone 1991- independently created by author (not copied) and possesses at least some minimal degree of creativity, even a slight amount will suffice.  White pages lacked originality necessary for ©.  
(1) Originality is the sine qua non of ©
(2) independent creation (not copied)
(3) At least some minimal degree of creativity.
ii) Why require originality? Burrow-Giles Lithograph v. Sarony 1884- whether photographs can be constitutionally ©. D claims unconstitutional to © photos because not a writing, but a representation of real world.  Loses because:
iii) Bleistein v. Donaldson Lithography 1903-  Constitution does not limit the useful to that which satisfies immediate bodily needs.  Advertisement picture is copyrightable.  Holmes says constitutional, but reformulates: Work must possess personality, you can copy nature but you can’t copy the copy of nature (instead of mental conception).
(1) Representation of nature is © if contains a personal reaction to it.
(2) Pictorial illustrations need not be in books, and posters can definitely be fine art, poster can advertise and be fine art.  
(3) Statute admits to this construction, and should so be read because it is important for judges to be agnostic about what qualifies as art.  Non-discrimination principle, avoid art judging.  Marketplace of ideas.
iv) More than merely trivial variation standard: Alfred Bell v. Catalda Fine Arts 2d 1951- engravings of paintings, mezzotints.  Engraving requires skill and judgment and no two are alike, so © valid and infringed.  Original means owes it origin to the author.  Copying of public domain art is © if not exact mechanical copy.  All that is needed is that author contribute more than trivial variation.
v) Mannion v. Coors Brewing SDNY 2006- Freelance photographer specialized in portraits of celebrity athletes and musicians, one of which printed in magazine.  © Orchestrated the scene even if did not plan every detail. Protectible elements of photographs- protection derives from the features of the work itself, not he work that goes into it.

(1) Rendition- originality that does not depend on creation of the scene or object, in the specialties as angle of shot, light, etc.  © not what is depicted but how.

(2) Timing- right place at the right time.  Does not extend to what is depicted, other can photograph the sailor kissing the woman on VJ day.  Same protection as rendition, only image qualifies for protection, not the original subject.

(3) Creation of the subject or scene- Rogers v. Koons and Gross v. Seligman.

(a) Rogers- Contrived scene of photographers acquaintance with wife and 8 puppies protected against attempt to replicate precisely the image in a sculpture.  

(b) Gross- same model in identical pose but smiling and holding cherry stem between her teeth was infringement.

(c) Protection extends to the subject.

(4) Most photos, not creation, but mostly rendition and a little bit of timing.  
vi) Meshwerks v. Toyota 10th 2008- Company made digital model of Toyota car.  Measured, then made modeling to perfect and add details.  Convert to 2D.  P claims only contracted for one-time use.  Independent creations or copies of Toyota car? Models were not independent creations but copies.  No scenery or touchup.  
(1) Copy from one medium to another does not make original.  

(2) Meshwork intent to copy.  If set out to be unoriginal, to make a copy, more likely that is actually unoriginal.  Could spontaneously become original.  

(3) Just like photographs can be, but are not per se, ©, so is digital modeling.  

(4) Alfred Mezzotint vs. Meshwerks? Subtle shock or accident?
(5) If not clear, consider creator’s intent, and infer intent to slavishly copy from contractural relationship of the parties.
3) Idea-Expression Dichotomy

a) 102(b)- In no case does (C) protection for an original work of authorship extend to any idea, procedure, process, system, method of operation, concept, principle, or discovery, regardless of the form in which it is described, explained, illustrated, or embodied in such work. 102(b) designed to continue the status quo, codify Bakerv v. Sneldon.  Unclear whether Baker is a Constitutional holding, but cases treat as statutory.  
b) Baker v. Snelden 1879.  “Book-keeping simplified.”  Essay explains the system, then contains blank forms.  D uses different column arrangments and headings to achieve the same result (put entire week on one or two pages).  

i) Holding: Where the art the book teaches cannot be used without employing the methods and diagrams used to illustrate the book, or such as are similar to them, such methods and diagrams are to be considered as necessary incidents to the art, and given therewith to the public; not given for the purpose of publication in other works explanatory of the art, but for the purpose of practical application.  Forms may be potential object of © protection, but in this case the expression merges with the idea.  Possible holdings:
(1) Form are not © subject matter, they are a system.
(2) Forms are © expression, but expression merges with the idea of the system. (Limited privilege to help the public use something).  
(3) (Not really the holding) Could say they have a thin ©, that extends only to the exact details of the expression but can be avoided by making some changes.  
ii) Merger doctrine: if only one or a limited number of ways exist to express an idea, the idea and the expression merge into an uncopyrightable whole.  Morrissey v. Proctor & Gamble (1967), sweepstakes contest instructions not copyrightable.  “We cannot recognize © as a game of chess in which the public can be checkmated.”

c) Facts in public domain.  
i) INS v. AP (1918)-  The news element, the information respecting current events contained in the literary production, is not the creation of the writer, but is a report of matters that ordinarily are publici juris, it is the history of the day.  
ii) Feist Publications v. Rural Telephone (1991)- No one may claim originality as to facts, because facts do not owe their origin to an act of authorship.  The distinction is one between creation and discovery.  

iii) AA Hoeling v. Universal City Studios (2d 1980).  Narrow © in historical accounts, covering only original expression of particular facts and theories already in the public domain.  Hindenbrug disaster.  In works devoted to historical subject, a second author may make significant use of prior work, so long as does not bodily appropriate (verbatim copy)he expression of another.  
iv) American Dental Assoc. v. Delta Dental 7th Cir. 1997.  Is Taxonomy ©?  ADA created Procedure and nomenclature code in 1969.  Facts do not supply their own principles of organization.  Classification is a creative endeavor.  There can be multiple original taxonomies.  HOLDING:  Delta can disseminate forms inviting dentists to use ADA’s code, but cannot copy the code itself, or make and distribute derivative works based on the code.  

v) Southco v. Kanebridge 3d 2004- part numbers in P’s catalog were not original because the numbers were rigidly dicated by the rules of P’s system.  

d) 102(b)- Different approaches to 102b
i) Merger is never © sm at all

ii) Merger material has a thin ©.

4) Derivative Works and Compilations  Section 103: 102 subject matter includes compilations and derivative works, but protection for a work employing preexisting materials in which © subsists does not extend to any part of the work in which such material has been used unlawfully.  B: the © in compilation or derivative extends only to the material contributed by the author of such work, as distinguished from the preexisting material employed in the work, and does not imply any exclusive right in the preexisting material.  The © is independent of and does not affect or enlarge the scope, duration, ownership or subsistence of any © in the preexisting material.  

a) Derivative Works-  abridgements, adaptations, arrangements, dramatizations, translations, or other versions of preexisting works.  DEFINITION: work based upon one or more preexisting works, such as a translation, musical arrangement, dramatization, fictionalization, motion picture version, sound recording, art reproduction, abridgement, condensation, or any other form in which a work may be recast, transformed, or adapted.  A work consisting of editorial revisions, annotations, elaborations, or other modifications, which as a whole, represent an original work of authorship, is a derivative work.  International treaties also require similar protection.  

b) Two types of derivative lawsuits
i) B adapts A’s work and A sues.
ii) B adapts A’s work, C adapts A or B’s work, and B sues C.
c) Originality required for Derivative Works: 
i) Batlin v. Snyder (1976)- Uncle Sam banks.  Batlin is a competing importer of novelty Uncle Sam mechanical banks, sued when denied import.  Differences are imperceptible to the casual observer. RULE: Copy of public domain no ©, but distinguishable variation does ©.  Derivative works must contain an original contribution not present in the underlying work of art and be more than a mere copy.  Physical skill to put in plastic not enough, artistic skill is required to make ©.  Neither exactitude sufficient under Alva Studio nor substantially original, public domain. DON’T USE ALVA EXACT COPYING REASOING, especially after Feist.
ii) Entertainment research Group v. Genesis Creative Group (9th Cir 1998)- 3-D inflatable costumes (mascots) used for publicity.  GCG contracted to market ESG’s designs, then agreed to market ESG’s competitor.  
(1) When taken from public domain, Doran Test: if the form of a derivative work and the form of the underlying work are sufficiently different, then the derivative work is original enough.  
(2) When taken from © material, Durham test applies:
(a) The original aspects of the derivative work must be more than trivial.

(b) Original aspect of a derivative work must reflect the degree to which it relies on preexisting material and must not in any way affect the scope of ©  protection of that preexisting material. (Prevents © for trivial variation, which would prevent original holder from copying own work.)

iii) A photograph of sculpture merely depicts the sculpture, does not recast, transform or adapt, so authorship of photo is entirely different and separate from authorship of the cultpure.  SHL Imaging.  9th Circuit said not derivative work because bottle was not independently ©
iv) Pg 97- whether adding harmony to melody is derivative is question of fact.  

v) Translation of Hebrew prayer book © as derivative.

vi) Right to prepare or authorize preparation of derivative works is an exclusive right of the © owner.  

d) Can derivative work prepared without © owner’s permission qualify for © protection? Pickett v. Prince 7th Cir. 2000.  The artist formerly known as prince guitar.  Pickett claims right to make derivative work without permission and then sue original holder for infringement.  Definition of derivative requires infringing original to make it.  Section 103(a) means only that the right to make a derivative work does not authorize the maker to incorporate material infringing other people’s (c).If making follow-on work pervaded by A, must have a license? Not if fair use, or otherwise lawfully.  
5) Compilations-  a work formed by the collection and assembling of preexisting materials or of data that are selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes an original work of authorship.  Collective works are a type of compilation, such as periodicals, anthologies, or encyclopedias, in which a number of contributions, constituting separate and independent works in themselves, are assembled into collective wholes.  Works formed by assembling, selected coordinated or arranged in such a way that the work as a whole constitutes an original work of authorship.  Collective work is a periodical, anthology or encyclopedia comprising multiple independent works of authorships.  Compilation is broader than collective works (also includes data).
i) Berne protects only collections such as encyclopedias and anthologies which, by reason of the selection and arrangement of their contents, constitute intellectual creations.  Collective works
ii) WTO requires Berne convention countries in WTO to extend protection to compilations of all types. Compilations too.
b) Feist Publications v. Rural Telephone Service (1991)-  Telephone directory white pages.  FACTS NOT © vs. COMPILAITONS OF FACTS GENERALLY ARE ©.  
i) Facts not © because constitution requires originality 
ii) Compilations © if choices as to selection or arrangement entail a minimal degree of originality. 
iii) Inevitably, such protection would be thin, \
iv) The purpose of the statutory definition is to emphasize that collections of facts are not © per se, but must:
(1) Collection and assembly of pre-existing material, facts or data.

(2) selection, coordination or arrangement of those materials (need not be novel, others may have used it, just independently, without coyping that selection or arrangement from another work, and displaying some minimal level of creativity).

(3) creation, by virtue of particular selection, coordination, or arrangement, of the original work of authorship.  

(4) Most compilations will meet the standard.  

v) Limited protection- 103 © only to the author’s original contributions, not the facts or information conveyed.

vi) Rural’s white pages do not satisfy the minimum constitutional standard for © protection: entirely typical, takes data provided by subscribers and lists it alphabetically.
c) Roth Greetings Cards v. United Card (9th Cir. 1970)-All elements of the card, including text, arrangement of text, art work, and association between art work and text, be considered as a whole.  Roth cards are both original and ©.  The total concept and feel of United card are same as Roth’s.  

d) Mason v. Montgomery 5th 1992- Court erred in finding that creating the maps based on legal and factual public information can be expressed in only one or a limited number of ways.  Qualifies as original compilations of facts, or as pictorial and graphic works of authorship.  
6) Useful Articles with pictorial, graphic or sculptural aspects. (PGS Works).   Design of useful article is PGS work only if and only to the extent that design incorporates PGS features that can be identified separately from, and are capable of existing independently of, the utilitarian aspects of the article.  
a) Mazer v. Stein (1954)- Sculptural lamps, asked for © without lamp as works of art.  subsequent use of work of art in an article of manufacture does not affect the right of © owner.  PTO grants © if physically separable.  Leads to 1976 act separability definitions, but broadened to conceptual separability. Mazer is paradigmatic example of physical separation the act prefers.  
b) SEPARABILITY TEST-1976 act modifies Mazer: © as to form, but not to mechanical or utilitarian aspects.  Pictorial, graphic and sculptural features must be identifiable separately from, and exist independently of, the utilitarian aspects.  Useful articles have intrinsic utilitarian function that is not merely to portray the appearance or convey info.  
c) Conceptual separability is more difficult.
i) Kieselstein-Cord v. Accessories by Pearl (2d 1980)- Hand-made belt-buckles of original design.  COURT and wearers see conceptually separable from the utility, since some people wear them on other parts of the body.  STANDARD: Whether people can look at it and conceptually separate art from the utility.  
ii) Carol Barnhart v. Economy Cover Corp (2d 1985)- Life sized human torso forms without neck, arms or back, made of expandable white styrene.  The aesthetic feature of the forms, life size breasts, width of shoulder, are inextricably intertwined with the utilitiarian feature, the display of clothes.  Not conceptually separable.
(1) Majority Test: Aesthetic features could be conceived as being separably imposed on the utilitarian object.  
(2) Ordinary use as viewed by the average observer- formalism, some intentionalism in talking about manufacturing process.
(a) formalism- physical configuration of the work.
(b) intentionalism- behavior of the object’s creator- Brandir
(c) institutionalism- focus on art world
(3) Neuman- Ask whether article can stimulate in the mind of the beholder a concept that is separate that displaces the conception of the object as a mannequin, instead getting a concept of the mannequin as art.  DISPLACEMENT TEST.
iii) Brandir Int’l v. Cascade Pacific Lumber (2d 1987)-Bicycle rack made of bent metal tubing, denied registration.  Denicola test: Where design elements can be identified reflecting the designer’s artistic judgment exercised independently of functional influence, conceptual separability exists.  NOT ©- form of rack is influenced in significant measure by utilitarian concerns, so aesthetic elements are not conceptually separable.  Still a product of industrial design. Form and function are inextricably intertwined.  DISSENT: how perceived, not how intended. 
iv) Esquire v. Ringer (DC Cir 1978) overall design of utilitarian object, even if determined by aesthetics as well as utility, no ©. Looked to 76 Act 4 clarification.  

v) 113(c) does not allow © owners of designs of useful articles to prevent photographs from being made and used in ads and commentaries about the articles

vi) Harper House v. Thomas (2d 1989)- no matter how useful an object is, the rule does not prevent © of integrated works of text and blank forms, only pictorial, graphic or sculptural works.  

vii) Clothing generally a useful article, but maybe not clothing for dolls.  But for most clothing, not © protection for anything at all.  But designs printed on fabric can be graphic work.  EU protect clothing designs under © and design statutes.  
	
	Kieslstein Primary Function/elite judgment
	Barnhart Majority Ordinary use viewed by avg observer
	Barnhart Dissent: Mind of beholder/displacement
	Brandir: Aesthetic choice w/out utility constraint

	
	Intention
	Formalism
	Audience Response
	Intention

	Belt Buckles
	©
	Maybe, who is ordinary
	Yes, used as jewelry
	Yes

	Mannequins
	Maybe, but only raw materials, not art themselves
	No ©
	©
	No ©, utilitarian concerns

	Bike Rack
	Maybe, depending on who is elite
	No ©
	©
	No ©


d) New Paradigms 226- Article 25 Requirements for Protection in TRIPS: Independently created industrial designs that are new or original.  But members free to meet through industrial design or through ©.
i) EU Directive says Art 25 demands new and individual character design protection as measured by “overall impression it produces on the informed user.”  Features that are solely dictated by technical function or necessary for mechanical interoperability are excluded.
ii) Vessel Hull Design Protection Act
(1) 1301(a)(1): protect an original design of a useful article which makes the article attractive or distinctive in appearance to the purchasing or using public.
(2) 1301(b)(b) a useful article is a vessel hull or deck.
iii) Architectural Protection, Act of 1990- ( a lot like the compilations (arrangement)). 
iv) DESIGN Patents.  
e) Computer Software- Functional work, but analogous to text of a novel.  Congress chose to protect software as a literary work.  Berne nothing, TRIPS requires protection as literary works.  Could treat as pictorial, graphic or sculptural work.  Early on, relied on trade secret and contract to protect source and object code.  1964 object code could be registered.  © protects the program as fixed in a tangible medium of expression, but not the electro-mechanical functioning of the machine.  Public goods problem.  Trade secret and unfair competition do not encourage disclosure.  
i) First wave of cases
(1) Apple v. Franklin- landmark case on whether Congress really meant all programs ©.  Operating system really © above 102b exclusion?  Selling apple clones, wanted to run all apple software on the clones.  Did not copy the source code, but copied the function of the operating system.  
(a) D: Operating system is a process, and the parts that are not a process merge with the process.
(b) But little choice, Congress amended following CANTU.  The medium is not the message, and merger can’t simply be asserted, it must be proven.
(2) Whelan v. Jaslow (1986)- If a literary work, then structure, sequence and organization (SSO) are protected.  Literary works are capable of great variety in SSO.
(a) Therefore, the program’s overall purpose or function is the “idea” and everything else is expression.
(b) Very unpopular.
(3) Computer Assoc v. Altai (1992)- Majority Method
(a) Three step test to separate idea from expression, after rejecting simple syllogism of Whelan. 
(i) Abstraction- 
(ii) Filtration 
1. Elements dictated by efficiency
2. Elements dictated by external factors
3. elements taken from public domain
(iii) Comparison
(4) Softel v. Dragon (1997) an alternative to Altai
(a) District Court: SSO is simple and obvious, like alphabetical phonebook in Feist.
(b) Appeal: Must analyze interrelationships between otherwise unprotectable elements at a higher level of abstraction.  Many ways to combine the elements.
(c) Find compilation in expert report at some level of abstraction.
(d) The test becomes too complicated, neither first movers nor later entrants can make reasonable predictions.  At best, just look and see which case is closest.
(5) LOTUS 1-2-3  v. Borland– another alternative method (Outlier).  Superior later program, but first mover had such long market dominance.  People had their own really long macro codes, so had to create interface for Lotus.  Lotus emulation interface- Lotus wins.  Quattro Pro translation program that translates the macros, but must contain in it the same menu structure as Lotus.
(a) Court on pg 257: not alleging non-literal copying, but literal copying.  
(b) IT’s A METHOD of OPERATION like the buttons on the remote control.
(i)  (adopts the holding of baker that forms are not © at all; they are a system (Lotus Machete approach.
(ii) As opposed to alternative baker holding, that forms are © expression, but the expression merges with the idea of the system (Altai Scalpel).
(c) Works well for menu trees, but how do we apply this to other aspects of programs.  
7) Characters-
a) Character © Tests
i) Story being told (Sam Spade)-
ii) Distinctively delineated test
iii) Scenes a faire- You shall not find that Razor Ramon is a © character if you find that [they are a generic combination of stock wrestler characteristics].  That’s probably why these cases settle.
b) Expression or Idea: MGM v. American Honda (c.d. Cal. 1995).  James Bond films and character ©.  Court uses both tests at summary judgment, find sufficient under both tests
(1) Sam Spade/Olson/9th Cir Story being told test: integral to the plot of the original work. 
(2) Air pirates/2nd Cir Character delineation test- Extent to which the character has been developed in the original work.  Could be applied to non-central characters.
(3) First strand of caselaw- graphic characters are more easily delineated.
c) Titan Sports v. Turner Broadcasting (TBS) (D Conn 1997)- WWF and WCW wrestling.  Court employes distinctively delineated test, and such delineation was copied in D’s work.  Protection limited to character as defined by performances in © works, must be uniquely developed and have some degree of novelty.  No © in Diesel, just in publications about him.  By describing trade dress, costumes, hair color, and style, which were unique among wrestlers and recognized. That is pleading uniqueness and distinctiveness.
d) Fan Fiction- new scenes, stories, episodes, and movie plots using the characters from their favorite shows.  Often copy fully delineated characters, but create own story lines and plots.  Unauthorized sequels are infringement, not so far not so held in fan fiction context.  But perhaps fair use.  Fan fiction often has © disclaimer that not with permission, and say since not making money no infringement.  
e) Lenient test for character © is here to stay, so ends up depending on infringement doctrines and defenses.
8) Databases- compilations of factual information.  TRIPS requires database protection as a compilation. Facts compiled not protected, so © depends on the selection and arrangement of those facts.  Feist, alphabetic arrangement not enough and not created by sweat of the brow.  Such protection is thin, meaning selection or arrangement granting originality must be copied exactly or almost exactly.  Data lacking originality still suffers from public goods problem- data hard to collect.  

Utility of database makes distinguishing creative from garden variety difficult.  Also hard to separate idea of arrangement from the expression of it.  Selection or arrangement sufficient.  
a) Bellsouth Ad v. Donnelly Information 11th 1993: Yellowpages ©.  D engaged in a series of selections, determining geographic scope and a closing date, but not necessarally sufficiently original, same as Rural in Feist. Judges ok with this doctrine on yellow pages,  but restaurant guidebooks and price listings showed stakes, and litigants got better.
i)  Donnelly extracted un© information regarding the business activities of BAPTCO’s subscribers without appropriating any arguably original, protectable expressive element in the BAPCO glossary of headings.  

ii) Did not copy text or graphic of ads, the positioning, the typeface, or textual assisting materials.  Did not reproduce the page by page arrangement or appearance of its competitors directory.  Since thin protection already, not surprising that not infringing.  

b) CCC v. Maclean Hunter Market Reports (2d 1994)- Used car valuation red book, based on data sources, professional judgment and expertise.  Redbook valuations are not pre-existing facts merely discovered by the redbook editors.  To the extent protection of Red Book would impair circulation of ideas, weaker ideas infused with opinion because the valuation describes no method, process, or procedure.  
c) CDN v. Kapes (9th 1999).  Prices listed in a wholesale coin price guide sufficiently original for © because the data to be compiled in the price were chosen and weighed with creativity and judgment. Created by and original to author are not facts. Present vs. future prediction Ok.  If merely listed historical facts of actual transactions, dealers would have to use own judgment.
d) Matthew Bender v. West Publishing (2d 1998)- Bender makes market compilations of judicial opinions stored on CD-ROM, and imbed citations that show the page location of the printed West version of the opinion (star pagination).  Summary judgment of non-infringement to Bender.  Star paginated preserves West’s © arrangement of cases? West star pagination not ©.  
i) Embedding a © work in a tangible medium does not mean that the features of the tangible medium are also ©.  

ii) Dissent: page number is part of the compilation, and has thin protection.  Pagination results from West’s arrangements, 

e) EU Database Directive-Sui generis.  Protects sweat of the brow substantial investments expended creating a database, a collection of works, data or other materials arranged in a systematic or methodical way and individually accessible by electronic or other means.  Excludes computer programs used to make or operate a database.  Two tiers: © protection of author’s own intellectual creations because of selection or arrangement.  Prevent unauthorized extraction or re-utilization of the contents.  Exceptions: nonelectric databases for private purposes; extraction for purposes of illustration and teaching. 15 year term of protection with 15 year addition for new investment.  Perpetual protection for databases continually updated.  Only available to countries that reciprocate the protection.

9) Authorship 110-38: 

a) Significance of authorship type- whether sole, joint, or work for hire, also effects

i) Initial ownership.  

ii) Duration

iii) Ownership of renewal term on pre 78 works

iv) Ability to terminate a transfer of ©. 

b) 201(a)- initial ownership.  (c) vests initially in the authors. 

c) 201(b)- works made for hire- the employer or person for whom the work was prepared is the author, unless parties expressly agree otherwise in signed written instrument, and owns (c) rights.
d) Sole authorship-Lindsay v. Abandoned Titanic vessel SDNY 1999.  While filming titanic documentary, conceived of high illumination lighting film.  D claims P no © because did not dive into ship and photograph.  

(1) An individual claiming to be an author must show the existence of those facts of originality, of intellectual production, or thought and conception.

(2) Storyboards and specific directions provided to film crew regarding use of light towers and the anges to shoot the wreck al lindicate that the final footage would be the product of his original intellectual conceptions.

(3) When P allages exercised sucha high degree of control over film operation, type and amount of lighting, camera angles, and other details, final product duplicates his conception and visions of what the film should look like, is the author.  

e) Joint or co-authorship- prepared by two or more authors with the intention that their contributions would be merged into inseparable or interdependent parts of a unitary whole.  
i) Erickson v. Trinity Theatre (7th 1994).  Theatre argues that is co-author of plays Erickson wrote for it, so can stop paying royalties, because various Trinity actors made suggestions that Erickson incorporated during development.  Both collaborators must be considered authors.  Because P could not identify any © contribution, not a joint-author. Contribution must be independently ©. Two tests: 
(1) Nimmer’s de minimis test- requires the combined product of joint effort be ©. Not used in the courts because ideas and concepts standing alone should not receive protection.  

(a) Accepting ideas from other giving ownership rights would shut down collaboration.

(b) Contributing ideas is an ambiguous process, hard to say when is enough.

(2) Goldstein’s © subject matter test- each author’s contribution must be ©.  

ii) Consequences of joint authorship
(1) Each author own an equal undivided interest
(2) Each author may exploit the work, subject to obligation to account to co-authors.
(3) Right to give/withholds consent for exclusive license..
(4) Joint works reconsidered
(a) © standard, each contribution ©
(b) K standard: intent as tiebreaker to avoid
(i) tansaction costs
(ii) unfairness in allocation of rights
(iii) challenges to our notion of romantic authorship- compare patents.
iii) Aalmuhammed v. Lee (9th 1999)- Malcolm X movie. Authorship is not the same as making a valuable and © contribution. Author is the originator, the person who causes something to come into being.  He to whom anything owes its origin, one who completes.  Both parties must intend each other to be joint authors.  Look at who has the decision making authority, how the parties bill themselves, and other evidence.  Aalmuhammed never had superintendence of the work, WB and Lee controlled it.  No party every made objective manifestation of intent to be coauthors.  f separable, but meant to be interdependent, then joint authorship.  If separable and not interdependent, then not joint authorship, but a collective work.  
f) Works made for hire
(1) prepared by employee within the scope of employment; or
(2) a work specially order or commissioned if
(a) belongs to one of 9 enumerated classes of works; and
(b) the parties expressly aggree to WMFH status in written instrument signed by both.
(i) Contributions to collective work
(ii) Part of motion picture of AV
(iii) Translation
(iv) Supplementary work
(v) Compilation
(vi) Instruciton text
(vii) Test
(viii) Answer for test
(ix) Atlas
ii) Community Creative Non-Violence v. Reid (1989)- Homeless people nativity scene.CCNV was motivating force, so employee.  Circuit said independent contractor so no work for hire.  Reid was independent contractor, not an employee. Given structure of 101, Congress meant to draw upon the common law of agency to determine who is an employee: Skill required, source of instruments and tools, location of work, direction of relationship of parties, whether hiring party can assign additional projects to the hired party, hired party’s discretion over when and how long to work, method of payment.  
(1) Repeat players put WMFH clauses into contracts hoping people will think they are valid.  
(2) Recording company would prefer to have wmfh becausae of © reclaim after 35 years.  
iii) Aymes v. Bonelli (2d 1992)- Aymes hired to make computer programs.  No written agreement.  District weighed employee factors equally and shouldn’t have.  Failure to pay taxes and benefit structure makes independent contractor.  

(1) More important factors
(a) Right to control manner/means of creation
(b) Skill required
(c) Hiring party has right to assign additional work
(d) Provision of employee benefits
(e) Tax treatment of hired party.
(2) Employee RST 3d Agency 7.07(3)(a): An employee is an agent whose principal controls or has the right to control the manner and means of the agent’s performance of work.
iv) Scope of employment-
(1) Scope of employment Scope of employment in © is three step Avtec test based on RST.
(a) RST 2d Agency 228
(i) Work of the kind the employee is employed to perform
(ii) Occurring substantially within the authorized employment time and space limits 
(iii) Actuated, at least in part, by a purpose to serve the master. (moral hazard).  Employee comes to court saying has selfish motive in mind.
(b) RST 3d Agency 7.07(2)- an employee’s act is not within the scope of employment when it occurs within an independent course of conduct not intended by the employee to serve any purpose of the employer.  Stricter test, court’s still cite RST 2d.
(2) Avtec Systems v. Peiffer (4th 1994)- Developed orbital simulation program for the mac for NASA.  Applies RST 2s: Work was of the kind employed to perform is generally sufficient, but not simply because work arises out of activities for employer.  Must at least show motivated by desire to further boss’s goals. 
(3) Trade secrecy scope of employment is RST 397, which focuses on ownership of employee-developed inventions.  Does not ask about employee motivation, but only whether relates to type of work hired to perform, and whether duties are inventive or non-invnetive.  

v) Individual author may terminate © transfer after 35 years, wmfh would prohibit this.  

vi) Writing requirements
(1) when must writing be executed?

(a) Schiller v. Nordisco 7th 1992- writing must precede work creation.  

(b) Eden toys v. Florelee and Playboy v. Dumas 2d 1995- can memorialize after the fact so long as evidence shows actually agreed on work for hire before creation.  

(2) what must writing say

(a) Dumas- must use words work made for hire.  

(b) Armento v. Laser Image- remain the sole property of D and cannot be reproduced without their written consent meant work for hire because of parties’ relationship.
(3) Software not eligible for work made for hire status under statute.

10) Formalities- © protection originally depended on several formalities

a) publication

b) notice

i) 1909 required
ii) 1976 required with opportunity to cure
iii) BCIS- no requirement
c) registration
i) Mandatory to renew (after first 28 year term) or to file suit.
ii) 1976- registration mandatory to file suit and for certain remedies
iii) BCIA- mandatory for US owners to file suit, and for all owners to receive certain remedies.  Can’t treat foreigners worse, but don’t have to treat better.  
d) deposit of copy with designated entity.

i) 1909 required for general publication
ii) 1976- deposit required for general publication, with opportunity to cure and some special rules/exemptions.  Punishable by fines only.
e) Berne prevents submission to any formality for protection of rights.  Joined in 1989, and Berne applies prospectively.  Although no change in substantive rights, some effect.
i) 1976 ACT- © subsists upon fixation, regardless of publication status, notice, deposit, registration.  Act effective January 1, 1978.
ii) Presence of a © notice will defeat a defendant’s assertion of innocent infringement, affecting damages.
iii) Notice required for works first publicly distributed before effective date.  

iv) Registration requirement for infringement suit altered

(1) Infringement action may be initiated without registering the work with the © office.  May wish to register prior to infringing activity or within 3 months f1st publication for:
(a) Statutory damages

(b) Attorneys’ fees

(c) Certificate of registration of a work issue before or within 5 years of first publication will serve as a presumptive proof of the dates of creation and publication, the identity of the © owner, and the validity of the ©.

(2) US origin, must register with © office before suit.

(3) Publication- destroyed common law copyright for unpublished works.  

f) Estate of MLK Jr v. CBS 11th 1999- I have a dream speech.  
i) General publication, divests of common law right, occurs when work is made available to members of the public at large without regard to their identity or what they intended to do with the work.  
ii) Limited publication communicated contents to a select group for a limited purpose and without rights of diffusion, reproduction, distribution or sale.
iii) Performance of a work, no matter how broad the audience,  is not a general publication

iv) General publication occurs in only two situations

(1) If tangible copies are distributed to the general public in such a manner as allows the public to exercise dominion and control over the work.

(2) Work is exhibited or displayed in such a manner as to permit the unrestricted copying by the general public

v) Distribution to the news media for the purpose of enabling the reporting of a contemporary newworthy event is only limited publication.  

vi) Generally, posting on a website constitutes publication.  Page itself is published when it goes live, because user can copy.

g) Berne convention published work is one reasonably available to the public.  
h) Since 2005 FECA- Office can permit preregistration of motion pictures, sound recordings, and software, because of a history of infringement, form and fee, no deposit.

i) Software deposit- first and last 25 pages of source code deposited on paper and microform.  If trade secret, owner write’s letter saying so and blocks out trade secret portions.

j) 2004 E.D. Pa, Gallup v. Kenexa- deposit copy must be a copy of the work as it existed at the time of publication claimed in the application.
k) © Restoration for Certain Works of Foreign Authors.  1993 NAFTA act restored some protection for Canadian and Mexican motion pictures works that had lost protection for failure to comply with formalities.  1994 TRIPS implementation extended restoration to all WTO countries.  January 1, 1996.  Must not have expired in source country before date of restoration in US.  Restoration ownership rests initially in the author or initial right holder as determined by law of the source country.  Term lasts for remainder of term would have had, and full remedies after restoration.  

l) Some invested in work based on public domain status.  A reliance party must be given notice of intent to enforce the restored ©.  Notices filed in federal register for 24 months from date of restoration, or may serve directly on reliance party at any time after restoration.  Reliance party gets 12 months immunity from publication or receipt of notice of intent (whichever earlier).  
11) Duration- All last until the end of the calendar year.  

a) Summary

i) Published with notice before 1923- public domain

ii) Published with notice after 1923 but before January 1, 1978, 95 years

iii) Published after January 1, 1978- life of author plus 70 years (120 from creation 95 from publication for work for hire).

iv) In 1992 Congress made renewal automatic
(1) Works published in or after 1964, automatic renewal.

(2) Work published prior to 1964, actual filing of renewal certificate required.

v) Berne- March 1, 1989.

vi) Three critical dates
(1) Publication before 1/1/1923: any work in public domain
(2) Automatic renewal starts in 1964.
(3) If 1964 or later, calculate using 304.
b) Works created (fixed) on or after January 1, 1978-

i) Single author is life of author plus 70 years

ii) Joint author not for hire for life of last surviving author plus 70

iii) Anonymous, pseudonymous, or work for hire endures for 120 years from creation or 95 years from publication, whichever expires first.

c) Works First published or registered before January 1, 1978- 
i) Protection begins at publication with proper notice, 28 year term.

ii) Could extend for renewal of 28, total of 56 (renewal certificate, registration if not already registered).  Renewal must be filed during final year of initial term.  If author assigned during first term, reverts to author during second term.  If owner failed to renew, protection stops after 28 years.

(1) Date of publication

(2) Use of proper notice

(3) Filing of a renewal notice

iii) 1976 act extended protection for pre-78 works for 19 years to make it like life + 50 in 76 act.  Adds 19 years to renewal term. Total renewal is 47 years, to a total of 75 years.

iv) In 1998 Congress extended protection by 20 more years for works previously created, by adding it to the renewal term.  Longest possible term for published prior to 78 is 95 years (28+28+19+20).
v) Works published prior to 1923 are in the public domain, after 1923 and before 1978, potential duration of 95 years.

vi) If passed into public domain before 1/1/78, stay there.  Otherwise, you get a total of 95 years.  
(1) Pre 1964 publication works don’t get full 95 years unless renewals were filed.
(2) To get the last 20 years, the works had to still be under © in 1998 (unless Berne Restoration applies).
d) Works created but unpublished prior to January 1, 1978- Act included broad preemption provisions barring all state laws that granted ©-like protection. All unpublished works receive protection as if after 1976, life of author plus 70 years.  But some would lose protection even before 76, takings problem.  So Congress provided minimum protection for unpublished works, Decmeber 31, 2002.  Additional 25 (now 45) years of protection if work published by December 31, 2002.  
i) © presumes expiration at year 95 (assumes author died 70 years ago) after publication.

ii) 303- Same as works created after 1/1/78, except
(1) © lasts at least until 12/31/2002 to give protection to really old documents. If would expire before 1/1/78
(2) If published before 1/1/2003, © will last at least until 2047.
e) Process
i) Created Pre 1978?
(1) Yes- was work disclosed to public pre-78
(a) If general pubicaiton, was there strict compliance of 1909 notice and depositions?
ii) Created 1/1/78-2/28/89 or created pre 78 and unpublished or limited publication.
(1) Was disclosed to public pre 3/1/89?
(a) General publication, compliance with 76 act notice, or was omission cured.
(b) If no, work in in public domain.
iii) Berne Restoration
(1) For works apparently in the public domain due to noncompliance with formalities, was any author a national of a country that is today a Berne member of WTO signatory?
(a) If not, the work is really in the public domain
(b) If yes, is the work still subject to the protection in the country of origin.  And has the owner complied with special notice rules to claim the restored term?

(i) If yes to both, restored protection subsists as of 1/1/96 for the remainder of the term it would have had if hadn’t run out in the first place.

(ii) Reliance parties, those who used in the mean time, have some protection.  Can continue to do what doing, but must pay royalty.  
f) Duration Policies- No public domain until January 1, 2019.  
i) Eldred v. Ashcroft 2003-  All extensions applied retroactively.  Congress could rationally seek to promote progress by including in every © statute an express guarantee that authors would receive the benefit of any later legislative extention.  © give no monopoly on any knowledge.  
(1) In the framer’s view, © limited monopoly compatible with free speech-
(a) Distinguishes between idea/expression

(b) Fair use defense allows public to use expression itself in certain circumstances, affording considerable latitude for scholarship, comment, and parody.

(c) CTEA supplements First Amendment safeguards.

(i) Allows libraries, archives, to reproduce and distribute, display or perform copies during the last 20 year of © to preserve, scholarship, or research, if not being exploited commercially and further copies not available at a reasonable price.

(ii) Small businesses, restaurants, exempted from paying royalties on music played from licensed radio, television etc.

12) Renewals and Terminations of Transfers 

a) Renewals- 
i) Pre 1978 renewal terms in force until 2072 (1977+95). 
ii) Reasons for and effects of dual term system (renewal) given in Stewart v. Abend 1990.  Jimmy Stewart and Alfred Hitchcock buy derivative movie rights to It had to be murder, and make Rear Window.  Renewal term passes to Abend.  
(1) 2d Cir in Rohauer v. Killiam Shows (1977) held that © owner in derivative work may continue to use the existing derivative work according to original grant even if the grant lapsed.  
(2) Purposes of renewal

(a) 1831 to provide for the author’s family.  

(b) 1909 renegotiate the terms of the grant once the value of the work has been tested, 

(3) In Miller Music v. Charles Daniels (1960)- SCOTUS held If author dies before renewal, assignee may continue to use the original work only if the author’s successor transfers the renewal right to the assignee.  
(4) But just because intent to protect derivative works during a third extended term does not imply and intent to undermine author’s second term.  

(5) Although petitioners have to pay more for something they employed in creating their own works, contemplated by Congress and consistent with the goals of the © act.
(6) Abend sought injunction, court said injunction inappropriate, and fixed royalties for continued use.  Remedy is compulsory license.
iii) Renewal right could be sold.  Spouse could sign agreemetnt to assign renewal term rights.  Had to expressly say transferring renewal right, not just all rights, title and interest.  

iv) Vesting of the renewal right may not be varied by the author’s will or state laws of intestate succession.  First to spouse and kids, then to executor, and if intestate, then to next of kin as determined by intestacy rules of the state.  

(1) In 1992, Congress abolished renewal certificate requirement, any work first covered by © in or after 1964 protected for full renewal.  But benefits for filing, include certainty of vesting.  If timely filed in the final year of first term, renewal  interest vests on date of filing.  If not filed, vests on first day of renewal term.  
(2) 304(a)(4)(A)- if renewal application is not filed, derivative work prepared under authority of a grant or license may continue to be used under the terms of the grant, effectively changing Steward in cases where renewal not filed.  Cannot prepare new works, and may require that royalties be paid.  

b) Termination of Transfers and Licenses.  Date of Transfer controls, not the date of publication or creation.  304c-d for pre 1/1/78, and 203 for post 78.
i) Transfers prior to January 1, 1978, that convey interest in renewal term. 304c-d: policy of who should benefit from extra extension, creators and their families.  
(1) Type- only those conveying interest in renewal term.  All right title and interest during intital term is not terminable.  Exclusive and non-exclusive and outright transfers.  Transfers made by widow executor or next of kind also terminable.  Work for hire not terminable, nor transfers by will.

(2) Who-If not author, only by the surviving persons that executed the grant.  Widow transfers, dies before terminating, no longer terminable.  Author transfer can be terminated by author, or majority of those holding interest. Same ownership.

(3) When-304)(c) is about 19 years added, 5 year windown beginning 56 years from the date of © protection was originally secured. 304(d) is 20 years of CTEA, effected during 5 year window beginning at end of 75 years from original © secured.  D used only if C termination rights expired prior to effective date of CTEA (October 27, 1998), and if termination right in C not previously exercised.

(4) How- Advanced notice, stating effective date within window, served not less than two or more than 10 years prior to effective date.  Must be recorded in © office before effective date of termination.

(5) Effect- similar to 203.

ii) After January 1, 1978. 203.  Policy rationale similar to renewal term: Congress wants to provide authors with second opportunity to obtain remuneration.  

(1) Types- Not works made for hire, and only transfers made by author (not those subsequent in chain of title).  Both exclusive and nonexclusive licenses, and assignments may be terminated.  Transfer by will are not subject to termination.

(2) Who- Author or 51% of author’s termination interest, or majority of authors.  Widow has ½  of termination interest and children and grandchildren divide the other half per stirpes.  Share of deceased child may only be exercised by a majority of those grandkids.

(3) When- 5 year window at the end of 35 years from date of execution of the grant.  If grant covers the right of publication, window begins 35 years from date of publication or 40 years from date of execution, whichever is earlier.  

(4) How- Serve advance notice on grantee stating effective date of termination and must be service not less than two or more than ten years prior to that effective date.  Copy of notice provided to © office.

(5) Effect- All rights covered by grant revert to author or termination interest holder.  Ownership vests on date of notice of termination service and best in same proportion as termination rights.  Further grants of rights only effective if made after effective termination date.  But may grant to grantee after notice served.
iii) Congress expressly prohibited transfer of termination rights.

iv) Later agreement that work was a work for hire is an agreement to the contrary that can be disavowed.  
v) Optional recapture (Termination) vs. forced recapture (Renewal program)
(1) Pre 78 work with post 78 transfer has both.
(a) But uncertainty, Termination prohibits advanced assignment.
(b) Prohibition on agreements weakened; producers ask authors to renegotiate the deal, courts treat as terminating the deal and enforce because the author get second bite.
(2) StewartAbend Derivatives rule moderated by termination provisions in the 76 statute.  May continue to be used pursuant to the terms of the grant, and automatic renewal, only allowed to stop derivative work if they filed an actual renewal, which was optional.  
13) Statutory Rights of © Owners
a) Copying in fact (313-25 Act 106)
i) Section 106- Subject to sections 107-122, owner of © has exclusive right to do and authorize any of the following:
(1) reproduce © work in copies or phonorecords;
(2) prepare derivative works based upon © work
(3) Distribute copies or phonorecords  of the © work to the public by sale or other transfer of ownership, or by rental, lease, or lending;
(4) in case of literary, musical, dramatic, and choreographic works, pantomimes, and motion pictures and other AV works, to perform the © work publicly;
(5) in case of literary, musical, dramatic, choreographic, pantomimes, and pictorial, graphic or sculptural works, including individual images of a motion picture or other AV work, to display the work publicly; and
(6) in case of sound recordings, to perform the work publicly by means of digital audio transmission.  
ii) Elements of infringement
(1) Prima facie case- P has initial burden of producing sufficient evidence.
(a) Prove ownership of a valid ©.  Certificate of registration issued either before publication or within 5 years after first publication is prima facie evidence of ownership and validity.  Must still register late before filing suit.
(b) Prove D violated one of the exclusive 106  rights reserved to © owner
(i) Generally Reproduce & Publicly perform
(ii) Must show that the D in fact obtained P’s protected expression and used that expression in D’s work, not independently created.  Copying in fact.  
(iii) Similarity used by court both to determine copying in fact and to determine whether copied enough of protected expression to constitute infringement.
(c) Prove using direct or circumstantial evidence

(i) Copy in fact

(ii) Substantial similarity.

iii) Copying in Fact-Similarity by access to P’s work and the degree of similarity between them
(1) Three Boys Music v. Michael Bolton 9th 2000- Bolton and Isley brothers both released songs called “Love is a wonderful thing.”  Bolton’s was much more popular.  Three Boys won $5.4 million by jury.  
(a) Access- opportunity to view or copy P’s work, reasonable opportunity or reasonable possibility of viewing.  More than a bare possibility.
(i) Isley argued widespread dissemination and subconscious copying.  
(ii) Never admitted hearing original song, author doesn’t claim that song is so strikingly similar that proof of access may be presumed. But  Jury heard the evidence and decided, and Isely not without merit.  
(iii) He thought he was copying someone.
(iv)  In Isley, words and tune copied but in In selle, copied was not that unique.
(b) Subconscious copying-Theory, so strikingly similar, access need not be proven
(i) In English courts: degree of familiarity with P’s work, character of work , nature to which it impresses on mind. nature of work, character of similarity, Probability that could have come up with own, influence of other things on D, Defendant’s own mindset
(2) Selle v. Gibb 7th 1984- Bee Gees How deep is your love infringed Selle’s Let it end?  Jury found liability, but judge gave JNOV.  Had access from demo tape.  Recording tape preserves actual process of composition.  Ideas, notes, lyrics, and bits of tune were gradually put together.  Expert said that so strikingly similar that could not have been written independent of one another, but declined to only have resulted from copying.  Similarities should appear in a sufficiently unique or complex context to make unlikely that both were copied from a prior common source or through independent creation.  Testimony about relative complexity or uniqueness of the two compositions
(3) Ty Inc v. FMA Accessories 7th Cir. 1997- Beanie Babies maker enjoins Preston the Pig and Loui the Cow bean-bag animals sold by GMA.  
(a) Copying entails access.  It two works so similar that highly probably the later is a copy, access need not be addressed separately, since if the later was a copy must have had access.  Selle v. Gibb. 

(b) Access may be inferred when two works are so similar to each other and not to anything in the public domain that it is likely that the creator of the second work copied the first, but the inference can be rebutted by disproving access of otherwise showing independent creation.

(4) Documenting independent creation- really arguing P didn’t prove copying in fact.  
(a) Calhoun v. Lillenas 11th Cir 2002- Religious music composers: although songs were practically identical, fully negate infringement by offering uncontradicted evidence of independent creation, eyewitnesses who watched him compose songs during a church service without using sheet music.  P no disprove independent creation story, D wins.  
(b) Grubb v. KMS Patrios 1st 1996- timesheets of logo design established that he created the logo before P’s proposed logo came by unsolicited submission.  
(c) Bouchat v. Baltimore Ravens 4th 2001- couldn’t prove paper submitted made its way to Ravens, but evidence of regular practice of forwarding to law office and regular contact between office and owner in same bldg enough for jury for P and appeal said strikingly similar enough to maintain.  Establishing procedures to document creative process very important.  
(d) Art class assignment, merge monica Lewinski and mona lisa.  New Yorker commissions its own.  Probably just similarity in idea. 
(e) Repp v. Webber 2d 1997- Andrew Lloyd Webber relied on geographic and social difference to defeat claim by American composer of liturgical folk music.  
(f) Software clean room. Separate interoperability programmers from the rest 
b) Substantial similarity - Must show that copied protectable expression.  Factfinding. Average lay observer would recognize having appropriated © work, less proof of similarity when proof of access, more discerning observer in public domain and photography.  Total Concept and feel.
i) Nichols v. Universal Pictures 2d 1930- Trial court dismissed P’s case.  P made play, Abie’s Irish Rose, and D made a movie.  D’s play too unlike P’s to be infringement, but may have used some parts.  Both the incidents and characters, D took no more if anything at all, than the law allowed.  A comedy based on conflicts between Irish and Jews, into wich the marriage of their children enters, is no more susceptible to copyright than the outline of Romeo and Juliet.  Emphasizes determining which elements are © and which are not.  Only if took protected material do we then determine if took too much. (substantially similar).  Hand ABSTRACTION ANALYSIS. Not enough similarity to support any claim regardless of access. Different characters and plots, not copying beyond scenes a faire.  
ii) Arnstein v. Porter 2d 1946- “The Lord is my Sheperd” 2000 copies, A mother’s Prayer sold 1 million.  No direct evidence D saw these.  Other songs alleged that never published, but sent to publishers, and stolen in burglaries.  Question is whether D took from P’s work so much of what is pleasing to the ears of lay listeners, who comprise his audience, that defendant wrongfully appropriated something which belongs to P (Part II of analysis).  Jury question unless so obviously different.  Anything after this justify summary disposition?
iii) Steinberg v. Columbia Pictures SDNY 1987-  New Yorker cartoonists sues maker of movie “Moscow on the Hudson.” Alleges promotional poster infringed illustration in The New Yorker cover. P gets summary judgment on issue of copying.  A court may determine non-infringement as a mater of law, and if evidence so overwhelming that can direct verdict.  Access is clear.  
(1) Substantial similarity: whether an average lay observer would recognize the alleged copy as having been appropriated from the © work.  Errors and anomalies of Steinberg’s shadows and streetlight are meticulously imitated.  
(2) No plagiarist can excuse the wrong by showing how much of his work he did not pirate.  
(3) Where proof of access is offered, required degree of similarity may be somewhat less than necessary in absence of proof.  But here, so similar, even if not access, enough.  .
iv) Self Infringement- CCR, then John Fogerty makes another song for another label.  Not just same style, similar melody.  He actually won.
(1) Came up in 9th Circuit, law not that different, but the jury made a go from the gut comparison.  Juries don’t like to penalize authors for copying their own works.
(2) Don’t visual artists think that everything artists do is also borrowed from somewhere else.  Different intutions about different kinds of works.  There are just only so many notes.  
v) Boisson v. Banian 2d 2001- More Discerning Observer for Public domain, total concept and feel test.  Alphabet quilts School Days I and II.  D imported alphabet quilts.  Trial said quilts not substantially similar.  D did not dispute copying in fact and conceded valid ©.  
(1) Substantially similar if ordinary observer, unless set out to detect the disparities, would be disposed to overlook them, and regard their aesthetic appeal as the same.  
(2) When part of design taken from public domain, ordinary observer must be more discerning.  Substantial similarity between those elements, and only those elements, that provide copyrightability to the allegedly infringed compilation of original and public domain work.  Not compare just the © elements, but must compare the total concept and feel , analysis of which is dictated by common sense.  
(3) Enormous amount of sameness, sufficiently similar to desmonstrate illegal copying.  Overwhelming similarities in color choices lean toward a finding of infringement.  
(4) New TEST (Subtest): More discerning observer comes in to play in disputes where there is a lot of public domain content being used in the work, or in compilations of basically unprotectable elements.  I 
vi) Mannion v. Coors Brewing SDNY 2006- No infringe because show only generalized idea of young African American man wearing a white T-Shirt and a large amount of jewelry?  In photography, idea/expression is not useful or relevant.  In contrast to Boisson, comparing only the © elements seems to be exactly what the more discerning test calls for.   
(1) Says more discerning, but really total concept and feel, therefore, immaterial whether ordinary or more discerning observer test is used because inquiry will be identical: compare protectable elements, but not in isolation.  
(2) Differences may be included if the points of dissimilarity not only exceed the points of similarity, but indicate that the remaining points of similarity are, within the context of P’s work, of minimal importance, then no infringement results.  
(3) Reasonable jury could find substantial similarity or not.
(4) We don’t know how far more discerning applies, what categories, what means when you are not allowed to dissect, and whether the Mannion judge’s formulation for photos is right or not.  But learn how to formulate the arguments using these tests.
c) Substantial Similarity 9th Circuit Extrinsic Test
i) Sid&MartyKrofftTVProductions v. McDonalds 9th 1977 – TV show called HR Pufnstuf featuring fantasyland and costumed characters.  RULE: no one infringes unless descends so far into what is concrete in a work as to invade its expression.  Difficult, but best so far is Hand’s abstraction test from Nichols.  Must be ownership and access, substantial similarity not only of general idea but of expressions of those ideas.  
(1) Two steps:
(a) EXTRINSIC TEST: depends not on responses of trier of fact, but on specific criteria which can be listed and analyzed, including type of artwork, materials used, subject matter, and the setting.  Expert testimony is appropriate.  Often matter of law.
(b) Similarity of expression is more subtle.  INTRINSIC TEST: depends on the response of the ordinary reasonable person.  Does not depend on external criteria and analysis.  Tested not by hypercritical or meticulous scrutiny, but by observations and impressions of the average reasonable reader and spectator.  Analytic dissection and expert testimony are not appropriate.
(2) young people, less discerning.  Ordinary reasonable person, let alone a child, will not even notice is wearing a cummerbund vs. diplomat’s sash.  
(3) Duplication or near identity is not necessary to establish infringement.  Substantially similar; clearly captured the total concept and feel.
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	Extrinsic = similarity of ideas

· Dissection is ok

· Experts allowed

· And intrinsic = similarity of expression to ordinary observer


(4) Point of extrinsic test: can’t have similarity of expression without similarity of ideas, and ideas are more objective.  Allows court to dispose of cases.  But probably doesn’t really get rid of cases, since if not the same idea, wouldn’t be a suit.  Would think wouldn’t need a special rule to get it out of court.  Not a powerful filter.  Nice frolic, but meat really in the intrinsic analysis.  
(5) Arnstein’s more generic definition of the ordinary observer.  
(a) Likely customers, target audience
(b) Protectable expression, generic.
(c) Here the jury had already spoken
(6) Main significance is the test and its effect in this circuit.
ii) Cavalier v. Random House 9th 2002- Nicky Moonbeam the anthropomorphic moon.  Rejected works, then published Good Night Ernie and Good Night Elmo.  Summary Judgment for D because general story lines of anthropomorphic moon and stars ease children’s fears about dark and related scenes and stock characters are not protectively, and D’s works not substantially similar.  Careful to inquire only if protectable elements, standing alone, are substantially similar. Extrinsic prong is objective comparison of specific expressive elements (not ideas). Does court apply filter in the same way to visual artwork? So many differences between the stars sitting on clouds, but the court won’t take away from the jury.  Extrinsic analysis seems to only have teeth in certain cases.  
(1) When applying extrinsic, must filter out and disregard non-protectible elements.
(2) On summary, only extrinsic test matters for literary work comparison.  If triable issue under objectivity, must leave subjective to jury.  
(3) 2d would say diminished need for similarity since access so great.  
(4) 9th Circuit extrinsic filter evolved to allow summary, but not as reliable; some types of work judges feel themselves to be less competent at evaluating.
(5) Total concept and feel particularly appropriate for children’s work.  Since total concept and feel of Cavalier’s work are more serious and instructional than D’s, No infringement.
(6) Infringment of any isolated art work as freestanding work divorced from the stories.  
Choice of smiling moon face with pinkish cheecks surrounded by stars in a specific configuration and situated above an encircled star “on” button is protectable. 
iii) Swirsky v. Carey 9th 2004-  One of those love songs v. Thank God I found you.  Different lyrics and melodies, but similar chorus.  Appealing summary judgment under extrinsic analysis.  Expert said had substantially similar choruses.  Swirsky satisfied extrinsic test by providing indicia of a sufficient disagreement concerning the substantial similiarity of the two works.  So long as P demonstrates through expert addresses some or all of these elements and supports its employment of them, that similiarity was substantial and to protected elements of the work, extrinsic test satisfied
(1) Inappropriate to give summary on bases of scenes a faire without independent evidence unless uncontested.
(2) As more complex subject matter, more willing to admit expert on similarity.  
(3) Battle of the experts (happens in 2d Cir only for software).  Cases thrown out in 9th circuit more reliably, Hollywood.  Not as much in other categories.  
iv) Which approach do you prefer: 2d hard to know what to filter out.  Never told us.  Total concept and feel, no dissection.  Never sure how we could ever know whether similarity just of expression or whether just protected things.  In 9th, 3 ring circus.  Experts, court filtering.
(1)   Articulate nature of experts doesn’t end up making it more precise because it is a very subjective subject.  Battle of experts misses the point.
(2) External analysis informs intrinsic analysis by helping jury know what to look at.  Mixed evidence- more expensive to litigate in 9th.  9th tends to toss out the garbage cases more, but wastes a lot of money and expert time.  
(3) Expert, by choosing what matters, is usurping the role of the jury to decide how important.  Whereas in software, more doctrinal convergence, experts help us know what is functional etc.  Lots of dissection and filtration.  Use different terminology, same thing.
v) Apple v. Microsoft CA9 1994- user interface case.  Windows becomes more and more like Mac.  Different spin, more serious, from more discerning observer test: when the work consists of a large number of unprotectable elements, should not find infringement unless works are virtually identical.  Thin ©.  
(a) You can have opposite results for cases with compilations with large numbers of unprotected elements.  Total concept and feel.  
(b) Total concept of feel- very forgiving 2d
(c) Virtual identical standard software 9th- strict.
vi) All this stuff unlikely to go to cert, hard to have a crisp question of law that could stand on own distinct from underlying fact.  Dissection at © stage or infringement stage? Not clear.  
(a) Just at infringement to help finder of fact 2d
(b) 9th- more free wheeling, some suggestion at ©.
(c) Makes choice of forum very important. Check substantial similarity case law 
vii) Computer Associates v. Altai 2d 1992- Absraction-filtration-comparison test to separate idea from expression and determine infringement.  No Similarity: the comparison.  Sifted out ideas, dictates of efficiency or external factors, and public domain, may remain a core protectable expression.  Now ask whether D copied any aspect of this protected expression, and assess relative importance of copied portion to P’s overall program.  
(1) Discretion of District court to decide on  need for expert opinion 
(2) Must filter out the unprotected aspect of an allegedly infringed program and then compare the end product to the structure of the suspect program because D may have protectable expression not in P’s program.  
(3) Note: elminating un© elements may be dangerous because ignores the protection of the whole.  But if primarily unprotectable elements, no infringe unless virtually identical.   
14) Reproduction, Distribution Rights, and Derivative Work Rights
a) The Exact Copy
i) Exceptions to exclusive rights do not always serve the same policy goals and justifications as © law.  Three general exceptions:
(1) Technology based eg. 117 allows back up copies and adaptations of certain computer programs. 112 and 119 allowing ephemeral copies of broadcast programs
(2) Autonomy based.  Eg. Public sale doctrine in 109(a).  
(3) Public interest based.  Eg. 108 allows library to reproduce certain copies.  121 allows certain copies in formats for blind.  
ii) The exact copy- 106(1) covers substantially similar and exact copies.   
(1) Piracy cases: burned 10000 unauthorized CDs.  Infringment liability is generally quite clear.  Problems of procedure and remedy, like discovery issues or computing damages.  
(2) Privileged conduct and infringement hinges on defenses. 108- nonprofit libraries and archives 107- fair use  Excused by P’s misuse of ©.  
(3) copies made automatically by reading, viewing, hearing, and using an authorized copy.  117 allows certain reproductions of computer programs but shelters only the owner of the copy of the computer program and certain maintenance organization, and apply only to computer programs, not protection for RAM copies of other digital works.  Courts adopted RAM as statutory copies across the country.  If you make an exact reproduction of © work it is infringement unless covered by an exception.  Practice problems will relate to discovery and remedies, not infringement. 
iii) Section 405(b) Innocent infringers: any person who innocently infringes © in reliance upon an authorized copy or phonorecord from which notice was omitted and which was publicly distributed by authority of the © owner before the effective date of BCIA of 1988, incurs no liability for any infringing acts committed before receiving actual notice of © registration if such person proves that he or she was misled by omission of notice.
(1) Even if you don’t know its ©, still ©.  Downloading and uploading is not innocent infringement; innocence does not shield infringement.  
(2) 504(c)(2): in case where infringer sustains the burden of proving, and the court finds, that infringer was not aware and had no reason to believe that acts constituted infringement, the court in its discretion may reduce statutory damages to a sum of not less than $200.  Everyone knows about music ©.  
(3) AI case says temporary copy in RAM infringes.  Constant infringement.
iv) EU © directive 2001 Art. 5(1): Temporary acts of reproduction which are transient or incidental and an integral or essential part of a technological process and whose sole purpose to enable Transmission in a network between third parties by an intermediary or lawful use, of a work or other subject-matter to be made, and which have no independent economic significant, shall be exempted from the reproduction right.
b) The distribution Right- 106(3) give © owner right to distribute copies to public by sale or transfer, rental, lease, or lending.  Always included right to reproduce the work.  Enumeration of separate distribution right allows suit against distributors of unauthorized copied reproduced by others.  
i) Hotaling v. LDS 4th 1997- P compiled genealogical research materials, published on microfiche.  Church bought copy and added to collection.  Made microfiche copies of work without permission and sent to branches. Church recalled and destroyed many of the copies when demanded, no copies after 1991.  In 1994 Hotaling found a patron-made copy in a branch library, unaware of its existence. Destroyed upon discovery.  Main library has purple copy because original was inadvertently destroyed.  Hotaling filed in 1995, Church says no infringement within 3 year limitations.  
(1) Hotaling wins.  When a public library adds a work to its collection and lists the work in its index and makes available to borrowers, has completed all steps necessary for distribution. Public can then visit and use, otherwise libraries that don’t keep records of public use would allow library to unjustly profit from own omission.

ii) In Capitol Records v. Bertelsmann, court rejected claim that making files available for sharing via a peer network violates distribution right.  If Congress wanted to make clear that distribution occurred when work available to the public without proof of actual distribution, perfectly capable of doing so.  Patent act does.
(1) Berne and TRIPS no distribution right, but implict in reproduction right.  WIPO makes right to control making available to the public through sale or transfer of ownership, right to communicate the work to the public.  Merely providing facilities for a communication is not itself communication.

(2) Canada court said placing on P2P does not amount to distribution, but must be positive act by owner of shared directory, such as sending out the copies or advertising that they are available for copying.  US pressuring Canada to implement WIPO.  Under WIPO implementation, communication takes place when work made available to public in a  way that permits a person to access it.

iii) Supp 398-403: Capitol Records v. Thomas D Minn 2008: Instruction that making © sound recording available for electronic distribution on P2P network without license violates exclusive right of distribution regardless of whether actual distribution is shown.  Jury found willfull infringement and awarded $9K each for 24 songs.  
(1) Actual distribution or dissemination is required.  
(2) Authorization clause is merely statutory foundation for secondary liability, not an expansion of the scope of direct liability.
(a) 17 USC 506(a)(1)(c) Criminal offense for distribution of a work being prepared for commercial distribution by making it available on a computer network..  More evidence Congress knows how to do it.

(b) PI permission is legitimate means of attempting to stop infringement.  Olan Mills
(3) Hotaling is not consistent with the logical statutory interpretation and the body of © law, or the legislative history of the act.  But direct proof of actual dissemination is not required by © act.  May use circumstantial evidence to prove actual dissemination.  
(4) Capitol Records is majority position among courts about digital distribution.  While Hotaling may be sound public policy, not grounded in the statute.
iv) The first sale doctrine 369-77: Common law right to control disposition of chattel in lawful possession.  Codified in 109(a): notwithstanding 106(3), owner of particular copy lawfully made or authozed is entitled without authority to sell or otherwise dispose of the possession of that copy.  Rose through judicial case, Bobbs-Merrill, later became statutory.  
(1) Bobbs-Merrill Co v. Straus 1908 genesis of first sale doctrine.  Staute protects owner’s right to multiply and sell his production, but not to impose by notice a limitation by which book shall be sold at retail by future purchasers.  Looks to total absence of contractual agreements.  Being whittled away, 1976 act rental amendments.
(2) First Sale Doctrine Exceptions:
(a) 109(B)- Phonorecords cannot be disposed of by rental, lease or lending for direct or indirect commercial advantage.  

(i) Movies may be rented, opponents to exceptions for movies better organized.
(ii) TRIPS 11: Software and cinema can’t be rented for profit, exception for cinema unless widespread coyping impairing exclusive right of reproduction.

(iii) Internet transfers create an additional copy.  109a  shields only legally made copies.  Register of © says first use doctrine should be limited to tangible embodiments.  Tangible nature of copy is defining element of first sale doctrine and critical to its rationale.  

(iv) Also called © exhaustion.  No exhaustion rule in Berne or Trips.

(v) First sale doctrine shrinks the deadweight loss.  But in passing digital copies along because done with them, does first sale still reduce the dead weight loss. 
(vi) Libraries reduce deadweight loss by allowing access.  Does google books reduce deadweight loss in the same way.  Does depend on for profit or non-profit?
(b) 109(b) expanded to include computer software rentals.  Short term rental of software generally inconsistent with software’s purpose..
(c) Section 108 authorizes non-profit libraries and archives to copy and distribute for self or patron for private study, scholarship, or research, preservation, security, research use by another library, reproduction to replace a damaged, deteriorating or lost copy; for interlibrary loan.  But may not copy if substantial reason to believe it is facilitating the related reproduction of multiple copies.  May not copy musical works, movies, graphic works, other than for preservation.  May not make replacement copies unless after reasonable effort determined that an unused replacement cannot be obtained at a fair price.  108 amended to allow copies in digital format only, but only within the library’s own premises.  

(d) Copies for the blind or disabled, only nondramatic works, and only if previously published in other format.

(3) EU Rental Rights Directive and Public Lending Right- public lending right, author receives a small royalty each time a member of public borrows the work, or based on the stock of titles available.  Belongs only to authors, not to later assignees.  May not prohibit public lending.  Liability rule, rather than a property rule.  Taxpayer financed.  
c) The Right to Prepare Derivative Works:  COOL DWs, CB 396-408. Modes of Transformation.  Recasting and originality.  New with 1976 act, and not formulated that way in international law.  Do you need to disentangle the reproduction and derivative work, and how?
i) Castle Rock Case: Seinfeld SAT.  Everyone said how wonderful the products were and used them for help and fame.  WB changed mind about lexicon when they tried to move it from non-profit online to for profit book.  Castle rock gets summary disposition and Potter get’s bench trial.  Both plead derivative work and reproduction right infringements.
(1) Substantial similiarity distinguish reproduction right from derivative?
(2) Copying must be more than de minimis quantitative.  Qualitative component is the same.
(3) Expanding the reproduction right
(a) Substantial similiarity
(i) Total concept and feel of the work, lay observer, etc.
(ii) Quantative/qualitative comparison.
(iii) once it starts as an expression, doesn’t become a fact just because it happens. 
(b) Court said total concept and feel doesn’t make a lot of sense for different genres.  But quantitative and qualitative similarities can still be made.
(c) If derivative work, because recast, transformed, or adapted.  Court uses quantitative and qualititave similiarities.  What else is relevant?
(4) Abridgement vs. Beany babies guide, latter does not represent the original work.  WB: Not a mode of presentation that gives the © material another purpose.  
ii) Infringment of DW right: Represents a market niche vs. New Purpose.
(1) Castle Rock- Represents a market niche
(2) WB- give © material new purpose
(3) Beany babies-

(4) Market test, not used for reproduction right.  Just substantial similarity.  Shifting to different types of products requires more than substantial similarity, like market niche into which product would normally develop.  
iii) DW infringement alternatives

(1) Substantial similarity of expression

(2) Market substitute vs. Complement/pthjer

(3) representation vs. repurposing

(4) moral/natural right of control.

(5) Representation vs. recontextualiation

(6) production vs. consumption 

(7) User autonomy. (market participation vs. Cultural participation)
iv) Mirage Editions v. Albuquerque ART Co 9th 1988:  Nagel photos in Playboy, died in 1984.  Publisher owns some ©, licenses book on Nagel.  Appellant removed pages from book, mounted onto tiles and sold.  District said appellant infringed copyright in individual images through tile preparation and products are derivatives.  D claims not derivative and first sale precludes infringement.  Made another version of Nagel’s art works, which is derivative work.  By borrowing and mounting the preexisting, © individual art images without consent.  Racast, transformed, or adapted encompasses other alternatives beside simple art reproduction.  Although not reproduction, but recast or transformed.  First sale doctrine does not confer derivative right.  Statutory definition is broad, recast, transformed, and first sale doesn’t apply.  Plain language makes it a derivative work.. Tiles are derivative
v) Lee v. ART Co 7th 1997: ART Co bought notecards and small lithographs and mountd on ceramic tiles and resold.  Economics rationale for derivative is absent.  An alteration that includes or consumes a complete copy of the original lacks economic significance.  But 106(2) creates separate right to prepare derivative works.  P claims affixing to tile is preparation, even if dumps the tiles.  District court said not original work of authorship, no different than displaying in a frame.  P says derivative because epoxy resin bonds the art to the tile, but no good difference.  Register denied © on tile.  Note cards were not transformed in the slightest.  Still depicts exactly what it did beforeNot the recasting or transformation contemplated.  Even original enough to qualify as derivative work?  
vi) Already captured the value or reserving market.  Consumptive vs productive (public goods use) (creates new market).  

vii) REQUIRED FORM- Must infringing derivative work meet the fixation requirement that applies to ©  derivative works.  LEWIS GALOOB TOYS v. NINTENDO 9th 1992.  Game Genie does not violate Nintendo ©.  Does not alter the data stored on cartridge.  RULE: Derivative work must incorporate the protected work in some concrete or permanent form.  Derivative must be fixed to be protected, but not to infringe.  No independent work is created.  Merely enhances displays, and the altered displays do not incorporate any portion of the © right in any concrete or permanent form.  Does not contain the games output in any concrete form.  
(1) Court relied instead on whether had to exist in some concrete reproducible way.  Or any other form into which work will be adapted or transformed, requiring a concrete form, but not fixation.  Form, not fixation.  But then asks same questions as whether fixed.
(2) Seems to be enough to cite the form requirement and then talk about the same considerations as fixation.  But no one tackles how form differs from fixed.  No takers on derivative work being evanescent, which is contradicted by legislative history which says that unfixed dance performance is a derivative.
(3) No concrete form for derivative.  But enormous market dependent on Nintendo.
viii) MicroStar v. FormGen 9th 1998: Duke Nukem includes Build editor to add own levels.  P alleges © infringed by unauthorized commercial exploitation of user-created game levels.  Distinguished from Gallob where AV displays were never recorded in any permanent form; here the AV displays are in the MAP files themselves.   In Galoob display defined by original cartridge, here N/I MAP file describes AV display in exact detail. But MicroStar infringes the story itself, a beefy commando named Duke who wanders around post-apocalypse LA etc.  Right to create sequels.  Book would infringe as well.
(1) Form satisfied because user design levels exist in code describing in exact detail the thing being generated.  Derivative work right infringed because it is a kind of sequelization, the story itself.  Infringes the © in the story by selling the sequels.
(2) Statutory exemption shields ClearPlay Filter.  2d Cir. Case law on Seinfeld and Harry Potter draws relatively clear lines (doesn’t distinguish reproductive from derivative).
ix) Note on Linking and Framing- Pop-ups combination with website being viewed almost universally viewed as not being derivative works.  Just like Game Genie, only temporary 

15) Public Performance and Public Display Rights 
a) Public Performance- struggle between formalist struggle and technological change.  
(1) Why limited to certain categories?  Congress trying to add only for works that need it according to the function of the work.
(a) Public performance of literary, musical, dramatic, and choregraphic works, pantomimes, motion pictures and AV
(b) Public display- literary, musical, dramatic, and choreographic works and pantomimes…
(c) Perform defined in functional language: render it directly or by means of any device or process.  Even if images shown in any sequence.
(d) Display- show directly or by any means or process.
(e) Cabin by categorizing the works, but define the acts of performance and display very broadly.  
(f) PUBLIC
(i) At a place open to the pulibc or where substantial number of person outside normal family and social acquaintance is gathered.
(ii) To transmit or communicate to a place open to the public or to the public by any device or process, whether the public receiving it is together or apart temporally and physically.
(iii) Tries to preserve a private space.
ii) Herbert v. Shanley 1917- music played in hotel for background is for profit, counts as public performance owing royalties.  If music did not pay they wouldn’t play it.  1976 act removed for profit limitation and expanded categories of work. 106(4) does not cover sound recordings, cut 106(6) does, digital audio transmission.  

iii) 20th C. Music Corp v. Aiken 1975- George Aiken’s Chicken fast foot played radio station over speakers.  Turning radio on was not a performance of a © work, Aiken was the audience for performance engaged in by radio station.  
iv) In 1976 act, Congress overturned Aiken in section 101: to make the sound accompanying it audible.  Public if only broadcast in private homes?  Place open to the public or where a substantial number of persons outside normal family and friends circle gather, or to transmit into such a place.  Radio station is public performance, but person at home is not.

v) Columbia Pictures v. Redd Horne 3d 1984- Rents and sells video cassettes and blank cassettes.  People watch in their own private groups, but booths open to the public.  Admits not infringing to watch at home, but P says public performance.  Definitely a performance under 101.  Open to the public or semi-public, latter deterermined by size and composition of audience, covers places not accessible to public at large but accessible to a significant number of people.  If public, size irrelevant, but if not public, determinative.  Maxwell’s was open to the public.  Store is the relevant place, not the individual booth.  Performance in private settings like hotel room and viewing room are public performance.  Public performance right not affected by first sale doctrine, only distribution rights for the transferred copy.   At all times Maintained physical dominion and control over the tapes.  Analytically; indistinguishable from movie admission.  
(1) Distriubtion vs. Public Performance
(a) Distribution- One to one sale and rental of copies
(b) Public performance- one to many, concert hall/theatre, broadcast, video on demand.
(c) In-store rental?  Maxwell says in store rental is public performance, not distribution because 109a modifies distribution, but also because conduct is going on in a place open to the public.  
(i) Correct economically?  Columbia market substitutes for theatres.  
(ii) Shorter rental period, fewer copies to buy.  Rental blurs the one-to-one. First sale doctrine not meant to protect a one-to-many model.  
vi) Cartoon Network v. CSC Holdings 2d 2008- Remote location DVR storage.  As new data enters buffer it overwrites the previous, holding no more than 0.1 seconds, and only 1.2 seconds of programming held at a time absent any request from subscriber.  Buffer data was not fixed because not embodied in a storage medium for longer than transitory duration, hard disk copies made by customers who supplied volitional conduct to create them.  P claims transmit clause, transmit a performance of the work to the public.  Doesn’t matter that those who receive are at different times and places, but is relevant who is capable of receiving.  Because each transmission uses a single unique copy of a work made by an individual subscriber, only one subscriber is capable of receiving the transmission.  Transmit clause limited to performance created by transmission.  Given that each transmission is made to a given subscriber using a copy made by that subscriber, we conclude that such a transmission is not to the public.  May still have reproduction or contributory infringement liability.  
b) Public Display- right limited to transmission and unlawfully made copies.  Literary, musical, dramatic, and choreographic works and pantomimes.  Individual images of motion picture and other AV works as well.  To display means to show a copy of it, either directly or through film, slide, television image, or any other device or process, or to show indivudal images of AV work nonsequentially.  Public from public performance applies to display.  Open to the public or where substantial number of person outside normal family and social circle, or transmitting to place open to public or large enough gathering, even if those people not gathered in the same place or at difference times.  
i) Ringgold v. Black Entertainment 2d 1997- authorized poster as background in TV scene- focused on de minimus and fair use.  Just hanging on the wall for a total of 26.5 seconds in 9 short bursts.  109(c) limits first sale to projection to viewers at the place where the copy was located.  Court said de minimis use argument unavailable when work was seen in its entirely and clearly recognizable.  Now an enormous market for clearing images in broadcasts.  In general, safer to presume you can’t show anything on the TV set or Movie if fully shown and recognizeable.  So any time © content near TV broadcast, have to license.
ii) Triangle publications v. Knight-Ridder SD Fla 1978- copy  of TV Guide magazine in TV ad for competing guide was infringing display, but not injunction because First amendment encourages comparative ads.

iii) Section 109(c) first sale permits owner of copy to publicly display that work notwithstanding public display right.  Authorization does not extend to owners of copy by rental, lease or loan unless acquire ownership of copy.  Prevents unlawfully made copies from display.  But 109(c) does not immunize displays accomplished by projecting the image to viewers located in a place other than where the copy is located. 

iv) Internet- certainly public.  But most internet cases allege violation of reproduction right from RAM copies.  Once reproduction right violated, no need to get performance or display.  

v) Video Piepline v. Buena Vista Home Entertainment 3d 2003- Compiled previews.  When streamed online, studios forced their return.  D used customer’s authorized copies to make unauthorized preview clips.  Court held internet streaming of both authorized and unauthorized previews violated public performance and display.

vi) Should we have a transmission right instead.  434-5.

vii) 419-424 Supp. Perfect 10 v. Amazon- Google search engine indexes websites on database in its own computers.  Thumbnails are stored on servers, link to publisher’s computer to download the image.  Google never communicates the full image, direct from publisher with instructions from Google on how to get them.  Google also caches pages.  Amazon used google search engine.  Perfect licensed thumbnails for cell phones.  Google indexes the images when unauthorized reproduction on other pages.  
(1) District held Google violated display right for thumbnails, but not full size. Does computer display a © work for display?  Image is fixed, shows a copy, definitely a display.  Google’s computers store thumbnails version and communicate copies to users, so prima facie direct infringement of display right.  
(2) Providing html instruction sis not equivalent to showing a copy.  
(3) District: What constitutes display

(a) Server test- act of serving content over the web, physically sending ones and zeroes over the internet to the browser.

(b) Incorporation test- mere act of incorporating content into a webpage that is then pulled up by the browser.

(4) Arriba soft did same as google.  9th Cir initially held infringed public display, by allowing the public to view © works while visiting Arriba’s web site, created a public display.  Later withdrew that portion of opinion from precedent and resolved on other grounds.  9th 2003.

(5) Thumbnails are publicly displayed, maybe fair use.  But the images never stored on google’s site, held in code imbedded in google’s servers that calls up the images and causes transmission to user’s computer.
(6) Approaches
(a) 9th Circuit- plain language of 106 in conjunction with definitions says cannot be liable for displaying a copy you don’t possess.  If you think statutory language is not so plain (if you focus on what can be perceived like in fixed definition, what is perceived is the © image) might be interested in district courts tests.
(b) Incorporation test- whether acted to incorporate image into own image, whether looks like google is displaying.  Liability.
(c) Server test- no liability because not on server.
viii) 436-443- Limitations on public performance and display.
(1) 109(c), faie use doctrine, section 110 shelters non profit public performance and display.  Very specific depending on types of works, etc.  

(2) Distance Education: 110(1) -to-face teaching activities of non-profit teaching institution, in a classroom or similar place devoted to instruction, unless AV work from copy not lawfully made and person responsible for performance knew or had reason to know not lawfully made.  
(3) 110(11)- not infringement to make limited content imperceptible by or at the direction of a member of a private household, if no fixed copy of the altered version is created.  Like clearplay.

(4) Cable TV not engaged in public performance of works transmitted, but merely enhancing the viewer’s capacity to receive the broadcaster’s signal.  Since performance would now clearly encompass cable systems, must reconcile interests, did so by making compulsory license.  1976 act forced them to file periodic accounting and pay license fees based on statutory formula.  Codified in 111.  Retransmission of local signal does not require any fee because ad revenue takes account for those over cable as well and because cable must carry local stations.  Distant non-network programs do not have must carry and must pay license fee.  Satellite home viewer act codifies compulsory license scheme for satellite transmissions in 119, permits compulsory license for unserved households, later extended in 1999 to grandfather existing customers in.
16) Moral Rights: Begins in France and incorporation in the Berne Convention.  
a) French view is broader than Berne.  Berne (Art 6bis(1):
i) Independently of the author’s economic  rights, and even after the transfer of the said rights, the author shall have the right: B
(1) to claim authorship of the work (attribution)
(2) to object to any distortion, mutilation or other modification of, or derogatory action
ii) French Strand and not Berne: right of derogation, right to withdraw the work from publication if the author so chooses.

iii) US congress enacted Visual Artists Right Act, for works of Visual Art

(1) Attribution

(2) Right to prevent intentional distortion, mutilation, or other modification that would prejudice artist’s reputation (106A(3))

(3) For works of recognized stature, right to prevent destruction.

iv) VARA: 106A: Pg 18.

(1) Would notecards on tiles infringe 106A?  Painting, drawing or sculpture existing in a single copy, or a collection of 200 cards or less numbered and signed by the author.  Since mass produced and sold as notecards, probably not works of visual art.
(2) Still no place at the inn statue?  Damage to works integrity requires intent, mens rea 106A(3)(a). Also, hard to prove damage to reputation.

(3) Sculpture by Jan Martin called Symphony #1.  Erected by sculpture without permission on city property.  City demolished it and hauled it away for scrap.  Obviously intentional and mutilation of the work, so question whether damaging to reputation.  Since sculpture created reputation, removing it may have damaged his reputation.  Isn’t it damaging that the city thought his artwork was scrap.  

(4) 3(b) would cover destruction of a work of recognized stature. Hard to show recognized stature in most cases.  Why require stature?
v) Gilliam v. ABC (2d 1976)- huge deletion in US version of Monty Python.  Court concludes that there is here a production of something that amounts to an unauthorized production of a derivative work.
(1) BBC has © in recorded program, a derivative, and Author has © in the script.  Program © extends to whatever was added over and above what was in the script.  Can’t authorize further editing of its derivative work.  

(2) Representation that this is their work creates confusion as to what their work is.  LA 43A prohibits misrepresentation for goods and services in commerce.  COURT explicitly deploys the TM act to serve a moral objective here because cannot reconcile economic incentive rationale with ability to obtain relief for mutiliation or misrepresentation.But LA does something different than derivative works right (DWR).  DWR intends to protect author integrity, but LA protects against false representations, misattribution.  

vi) Dastar v. 20th C. Fox 2003- Book ©, but videos in public domain.  Film edited and sold under title campaigns in Europe as own product, making no reference to the original TV show from which the content was pulled.  Court unanimously says you can’t use 43A to create mutant © law to limit public’s use of expired © material.  If you want acknowledgment of your authorship, but not © act, can’t use lanham act to get what © would withhold from you.  On remand the court held infringed the underlying Eisenhower book.

(a) Does Gilliam LA 43A holding remain good law?  

(i) Gilliam did not involve work in the public domain.

(ii) So if you right of attribution under 43A, are we in compliance with Berne?

(iii) Courts not shy to toss out 43A, especially if work out of ©.

(b) Also unclear how could come as WTO proceeding against US for compliance.  Must have powerful right holder that could convince home country to come against US because of pattern of US non-compliance.  

b) Gray Market Goods
i) Quality King Distributors v. L’Anza Research 9th 1998. Hair care products mfcture in US, some exported to Malta, some of which bought by discount supplier, who reimported and sold back in US for higher price than those kept in US by maker.  Sued under 602(a)- which proscribed importation into US of copies acquired outside US because is an infringement of the exclusive right to distribute copies under section 106.

(1) L’Anza loses.  602 infringment right is qualifies by first sale right, directs to text of 106, which incorporates first sale exception of 109a.  

(2) These were lawfully made under this title because made in US.
(a) But also refers to 501, and says that actionable under 501.  501 says violation of 106 or who imports into US in violation of 602, is an infringer.

(b) Gives support that importation rights are separate, but proves too much, because then 602 would not be qualified by fair use and other exceptions.  

ii) Omega v. Costco 9th cert pending- Omega sells expensive watches abroad and included © logo.  Some watches are sold abroad, then resold to Costco, which sells at a lower price than Omega’s authorized distributors.  9th Circuit said not lawfully made under this title, and therefore importation is unlawful.  First sale doctrine does not insulate Costco because it’s products were not lawfully made in this country, lawfully made under some other country.  This question expressly reserved under quality king.  But given three reasons not superfluous, why cert worthy at all. 

(a) .  9th circuit said that once lawfully imported by © holder and sold intitially, then subject to for sale doctrine.  So if for sale doctrine applies to goods not made lawfully in this country, when did that magical change take place so that for sale doctrine applies.
(b) Either lawfully imported goods come under 109a after first sale, then lawfully made under this title means something different than just in a crude geographic sense.  If broad sense applies here, then why not in the broad sense for the Costco watches.  

(c) Congress amended 602A last year, amended to include piratical in clause 2.  Only other two available now, that made under the law in another country.  Congress strains Omega by making separate private right of action against the importation of piratical copies.

17) The Case of the Music Industry, 443-63.  
a) Section 115: Mechanical reproductions of songs, CDs, cassettes, and any other phonorecord that mechanically reproduces a musical work © is subject to a compulsory license.  Now includes digital downloads, called digital phonorecrod delivery (DPD), each individual delivery of a phonorecord by a digital transmission of a sound recording which results in a specifically identifiable reproduction, explicitly excludes real-time transmissions, wherein no reproduction of the sound recording or the musical work embodied therein is made from the inception of the transmission through to its receipt by the transmission recipient in order to make the sound recording audible, so web streaming is not DPD.  Downloaded mp3 is a phonorecord and website entity has engaged in DPD.  If website paying mechanical royalty fee, no infringement.  But does infringe the sound recording unless website is owner or licensee of the sound recording embodied in the file.  Must have been previously distributed to the public, embodied in a phonorecord created under the authority of the © owner.  Allows for new arrangement to conform to style of artist, and that type of derivative work expressly excluded from derivative work protection unless obtains consent of © owner.  May not change basic melody or fundamental character of the work.  
i) Harry Fox agency more frequently used for getting permission.  Compulsory license option lowers the negotiated fee.  Rare that exceeds compulsory fee.
ii) Since web streaming is not DPD, 115 compulsory license doe not cover web streaming or make server copies as part of a streaming operation.  Implicates public performance.
b) 114- Sound recording owners have reproduction right, but not against imitation, but only against direct duplication of recorded sounds.  Sounds alike does not infringe.  Derivative work limited as well.  The actual sounds fixed in the sound recording must be rearranged, remixed, or otherwise altered in sequence of quality to qualify as a derivative work of a sound recording.  Neither the reproduction nor derivative work right extends to making an independent fixation of other sounds, even though such sounds imitate or stimulate those in the © sound recording. 114(b).
c) SAMPLING- 
i) Newton v. Diamond 9th 2004: Licensed sound recording, but retained rights to composition.  Beastie boys licensed for sound recording, but never licensed underlying composition.  
(1) Use is de minimis only if the average audience would not recognize the appropriation, meaning not sufficiently significant.  
(2) No reasonable juror could find the sampled portion of the composition to be a quantitatively or qualitatively significant portion of the composition as a whole. An average audience would not discern Newton’s hand as composer, apart from his talent as a performer, from D’s use of sample.  Had filtered out the aspects of the performance not part of the composition itself.  
ii) Bridgeport Music v. Dimension Films 6th 2005-Sampled song used in movie.  Film was granted an oral synchronization license to use the composition in the sound track through release and agreement.  P claims should not analyze for de minimis when D admits to digital sampling: we agree.  A sound recording owner has the exclusive right to sample his own recordings, because right does not extend to sound recordings that consist of entirely independent fixation of other sounds, even if they simulate or imitate those ©,  It is a physical taking rather than an intellectual one.  Most samplers live and let live.  
d) AHRA allows home users to tape things on DAT, but uses a royalty pool on blank tapes and recorders to compensate the users and uses technology to limit the copying to the first generation copy.  Specifically exempts computers.  9th circuit dealt with twice on issue of Computers.  Rio MP3 recorder held non-infringing because copied from computer and because couldn’t copy back onto other computers or devices.   Napster held infringing.
e) Musical Industry Reproduction Rights.  Can make a cover by getting a 115 compulsory license.  Fox company negotiates, with rates constrained by rate judges.  Sound recording only protects the literal sounds in your recording, not someone who makes recording that just sounds a lot like yours.  Public performance right originally limited to performances themselves for profit, but © lawyers extended to any environment with commercial purpose.  CROs lowered the transaction costs for these public performances suitable for the type of establishment you own.  CROs initially overreached by trying to suck up more than performance right
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i) 115 pg 60 of supp- may make musical arrangement to conform it to the style of your performance without changing the substance of the work and without getting derivative rights.  Arrangement may not basic melody or fundamental character of the work.  

(1) Did novaspace change character?  Melody the same, rhythm changed, same words.  Shifted genres, makes it sound more like derivative.  

(2) Allows you to make awful covers without much fear.  Just get Harry Fox license and make it terrible.  We don’t allow awful renditions for other ©. 

ii) Must license public performance through ASCAP or BMI.  .  
18) The different faces of Infringement; Remedies

a) Types of Infringment, 473-87, Supp 429-32-

i) Direct Infringement- 
(1) Action- Copy, distribute, etc.  
(2) Volition- More than automatic operation of technical process.  ND CA says Netcom not direct infringer because all it did was supply a system that automatically and incidentally and uniformly creates copies of all data sent through it.  SL notwithstanding, not enough to add up to conduct constituting © infringement.  
ii) Religious Technology Center v. Netcom On-Line ND Cal 1995- Does operator of computer bulletin board service and the large internet provider that allows the board to access internet should be liable for © infringement committed by board subscribers.  L. Ron Hubbard Scientology works.  Critic posted publication materials on discussion board.  Posting board asked P to prove they owned ©, P said unreasonable.  
(1) Direct infringement does not require intent, although willfulness is relevant to statutory damages.  Although does not require intent, some element of volition or causation is required.  Directness cannot depend on receiving warning to delete. 
(2) Storage on D’s system  of infringing copies and retransmission to other servers is not a direct infringement by the BBS operator of the exclusive right to reproduce the work where such copies are uploaded by an infringing user.
(3) Infringment by authorization- Section 501 and 106.  House report indicates that to authorize means contributory infringers.  But there can be no contributory infringement if there is no direct infringement, so if US actor authorizes copying in foreign country, no protection unless illegal in foreign country, at least courts are split.  Pg 478.  Subafils v. MGM-Pathe Communicaitons 9th 1994- said no authorizing infringement, Curb v. MCA Records MD Tenn 1995 said there is authorizing infringement.  
iii) Contributory Infringement-
(1) Knowledge of the infringing activity
(a) Actual knowledge or
(b) Knowledge of red flag facts- reasonable person ought to have been aware that something fishy was going on.
(c) NETCOM- Genuine issue whether Netcom knew of infringement, even after receiving notice.  Court not convinced that mere fact of bringing complain to attention automatically established knowledge.  Relevant time frame for knowledge expanded because Netcom retains some control.  Triable issue of fact, but court unwilling to limit time period to give great predictability.  
(d) Fonovisa- knowledge conceded.
(2) Induces, causes, or materially contributes to the infringement
(a) Landlords v. Dance halls
(b) Gershwin: Concert booking and promotion, held to constitute material contribution, even though didn’t provide the venue.
(c) Netcom- because could have taken it down, substantially contributes.  Provision of facilities for automatic distribution, this prong is automatically satisfied by providing the service.  
(3) And predicate act of direct infringement by a third party.
iv) Vicarious Liability
(1) Right and ability to control the infringing conduct
(a) Shapiro: ability to police concessionaire’s conduct
(b) Gershwin: concert planning and management.
(c) Fonovisa: right to terminate the vendors
(d) Netcom: right to terminate contracts; prohibition of infringement; potential ability to filter postings.  Not even a question of fact whether can filter, can, just don’t want to.  
(e) Perfect 10 cases: right to terminate doesn’t equal right to control third parties actions (pretty uniform current standard). Just because can terminate relationship with partners, doesn’t mean can control what the parties do.  No legal right to directly police conduct of third parties.  
(f) P10 Dissent: Visa regs prohibit servicing illegal businesses.  Since regs says you can terminate, should take at face value.  
(2) Direct Financial Benefit
(a) Shapiro: % of commissions from infringing sales
(b) Gershwin: concert promotion and management fees.
(c) Netcom: NOT fixed access fees
(d) Fonovisa: Admission fees, concession sales, parking fees with infringement as a draw (overrules or casts doubt on Netcom.  If the infringement is the draw to get the customers to the swap meet.  
(e) But could just say but for infringement, there would be not be as much profit.  
(f) Ellison overruled Netcom in internet access to show that fixed fees are direct financial benefit if you can show a draw.
(g) Perfect 10 cases, visa wins for other reasons, but at least some judges are willing to entertain the idea that taking a cut from every transaction could be a direct financial benefit.  Netcom would be very nervous.
(3) Predicate act of direct infringement
v) How should contributory infringement and vicarious liability turn out?
(1) Should we find internet access providers liable if we find that they have the ability to remove infringing material once it is brought to their attention and therefore if fail then to remove they are liable?
(2) Should we hold that even accounting indirect financial benefit can be direct in causation sense if the infringement is a draw, and that such benefit is enough if they can control the third parties actions.  
(3) Doctrinal Problem: Sony Betamax 1984: no liability for sale of staple article of commerce capable of substantial noninfringing use.  
vi) Vicarious Liability and Contributory Infringement- little statutory basis, only “authorize” language.  Two Court-created doctrines-Vicarious and Contributory.  

(1) Fonovisa Inc v. Cherry Auction 9th 1996- Swap meet owners sued because vendors routinely sell counterfeit recordings.  Was aware that vendors were selling counterfeit recordings in violation of TM and ©.  
(a) Vicarious Liability- Shapiro Bernstein v. HL Green 2d 1963, department store chain owner where concessionaire was selling counterfeit recordings.  Landlords not held liable for having knowledge of tenant’s infringement.  But operator of entertainment venue liable for infringing performances when could control premises and obtained direct financial benefit from the audience, who paid to enjoy the infringing performance. 
(i)  Court said that department store-concessionaire was more analogous to dance-hall.  Proprietor had power to cease conduct, and because proprietor derived an obvious and direct financial benefit from the infringments.  
(ii) Profit through commission on infringing products not required, just direct financial benefit flowing directly from customers who want to buy the counterfeit recordings at low prices.  The pirated recordings are a draw used by owner of swapmeet to raise money.
(b) Contributory Infringement- outgrowth of enterprise liability, imposes liability where one person knowingly contributes to the infringing conduct of another.  One who, with knowledge of the infringing activity, induces, causes, or materially contributes to the infringing conduct of another, may be held liable as a contributory infringer.

(i) Knowledge

(ii) Material contribution to infringing activity.

(iii) Non-passive

(2) Religious Technology Center v. Netcom ND Cal 1995- GERSHWIN RULE: Liable for contributory infringement when with knowledge of infringing activity, induces, causes or materially contributes to the infringing conduct of another.  
(a) Knowledge- RULE: Where BBS operator cannot reasonably verify claim of infringement, either because of possible fair use defense, lack of © notice, or holders failure to provide necessary documentation, lack of knowledge will be found reasonable and no contributory liability for allowing continued distribution.  

(b) Substantial participation- Some Control- Netcom may be liable for contributory infringement where has knowledge of postings and continues to aid in accomplishing Erlich’s purpose of publicly distributing the postings.

(c) Vicarious Liability- Does not require knowledge

(i) D must have right and ability to control the infringers acts. Could screen postings for © infringement, could delete specific postings.  Control after the fact is still relevant.

(ii) Receives direct financial benefit from the infringement-when rent is proportional to infringing activity, direct financial benefit.  . But infringement does not enhance the value of Netcom’s services to subscribers or attracts new subscribers.  

(d) Are knowledge and right to control synonymous?
(e) What constitutes a draw?  Essential aspect of direct financial benefit is whether there is a causal relationship between the infringing activity and the financial benefit, regardless of how substantial the benefit is in proportion to verall profits.  Ellison v. Robertson 9th 2004.  AOL did not attract or retain subscriptions because of the infringing activity or lose because of eventual obstruction, so no vicarious liability.  But if just 2 subscriptions so drawn?

(f) Are supporters of infringement supporters liable?  Venture capitalists who finance?  In UMG Recordings v. Bertelsmann ND Cal 2004, disfavored the idea.  But because investors were intimately involved in the indirect infringer’s operations, it could assess the claim as any traditional secondary liability claim.  Declined to rule on mere financial support.

(g) DVR case, Cablevision, like kinkos owner.  Not contributory infringement

(h) Vicarious liability- control requires a legal right plus the practical ability .  VISA was not held liable but google was, because VISA lacked ability to control [stop] the infringement.  Kozinski= but why is locating infringing images more central to infringement than paying for them.  
b) Liability of Device Manufacturer 488-501, Supp 432-33. Doctrinal problem: Sony Betamax (1984)- No liability for sale of staple article of commerce capable of substantial noninfringing use..  Replace legal immunity with uncertainty.  
i) Sony Corp v. Universal City Studios 1984-  Sale of copying equipment, does not constitute contributory infringement if the product is widely used for legitimate, unobjectionable purposes.  Indeed, it need merely be capable of substantial noninfringing uses. 
(1) Majority 5 Justices- borrow from patent doctrine
(a) No liability for sale of article capable of substantial noninfringing use SNIU
(b) Avoids control of borad areas of commerce not covered by original IP grant.
(c) VCR has SNIU (time-shifting, fair use, some not objected to or even encouraged).
(2) Dissent 4 justices- should requires that a quantitatively signficiant portion of the use be noninfringing.
(3) Sony modifies Contributory infringement doctrine by altering of the element of material contribution of the knowledge, material contribution, and predicate infringement elements.  But if not a substantial use, less knowledge that will be used for infringement.
(a) Knowledge of the infringing activity
(i) Actual or red flag facts
(ii) Constructive: sale of device not capable of substantial non-infringing use
(b) Induces, causes or materially contributes to infringement
(c) Predicate act of infringement by third party.
ii) AM Records v. Napster 9th 2001- Once napster had been notified of specific infringing files being traded on its system, it could be held contributory liable for infringing the © in those works. Napster had both specific knowledge and the ability to purge the infringing files.  Also vicariously liable because received direct financial benefit from ad sales and had both right and ability to control the infringement by filtering or otherwise blocking the file exchange.
iii) In re Aimster © Litigation, 7th 2003- encryption-based strategy amounted to willful blindness and could not be used to avoid contributory infringement liability.  Tutorial was an invitation to infringement.  Aimster had burden to show service had substantial noninfringing uses and their frequency.  Would also need to show that disproportionately costly to eliminate or reduce substantially the infringing uses.  

(1) CI: To avoid liability under Sony must show
(a) Current noninfringing uses and some estimate of their magnitude.
(b) Disproportionately costly to eliminate or substantially reduce the infringing uses
(2) VL: not a principle-agent relationship.
iv) MGM v. Grokster 2005- Principal object was use of their software to download © works.  Sony barred secondary liability based on presuming or imputing intent to cause infringement solely from design or distribution of product capable of substantial lawful use which distributor knows is in fact used for infringement.  Sony did not displace other theories of secondary liability, especially when there is direct evidence of unlawful purpose.  One who distributes a device with the object of promoting its use to infringe ©, as shown by clear expression or other affirmative steps taken to foster infringement, is liable for the resulting acts of infringement by third parties.  This inducement rule premises liability o purposeful, culpable expression and conduct, and thus does not compromise legitimate commerce or discourage innovation having a lawful purpose.  Inducement theory of course requires evidence of actual infringement by recipients of the device.  

(1) All elements of CI/VL must exist at same time
(a) CI: no actual knowledge of infringing uses at the time of infringement (no centralized directory)
(b) VL: No ability to control use of the software at the time of infringement.
(2) Liability can follow culpable intent
(a) Effort to satisfy known demand for infringement
(b) Absence of design efforts to diminish infringement
(c) Marketing strategy.
(3) 3 Ways to get contributory infringement knowledge.  
(a) Actual knowledge, 
(b) constructive knowledge (Not negated by sony) or 
(c) culpable intent.
v) DVR- ReplayTV.  Automatic skip commercials and share shows with your friends.  Discovery bankrupted company.  
(1) Effort to satisfy infringement demand?  Probably part of the business plan.
(2) Design fix is easy, don’t give skip button or only let them skip a little.  
vi) So inducement liability exists to discipline the internal discourse of the big companies and to discipline the startups.  Is it a problem that really only affects the startups.
vii) Now that everything is networked, harder to make a SONY argument, no longer a freestanding device.
viii) BREYER CONCURRENCE: Only 9% of Sony use was authorized.  That was found substantial enough to create a substantial market for noninfringing use.  Grokster introduced evidence of noninfringing use at least 10%, and likely to grow.  Sony rule is clear, strongly protects technology.  Should not modify Sony.
ix) Supp 432-33: Grokster district court on remand gave summary to P.  Court required StreamCast to include filtering software when distributing own software because own actions had made it so closel associated with infringement that selling software without filtering would be infringement.  9th circuit said perfect filtering not technically possible, so ordered to reduce infringing capability while preserving core non-infringing functionality.  No duty to filter out particular works until given sufficient notice of those works’ presence on network
19) Online Service Provider Liability: Act 512, CD 501-05, Supp. 434-41, CD 508-11. Fonovisa may have re-opneed the door to vicarious liability for OSPs.  Section 512 establishes safe harbors for service providers.  Each safe harbor has own requirements that OSP must meet to qualify for immunity, and for any immunity, OSP must not interfere with standard technical measures applied by © owners to protect their work and must terminate repeat infringers’ accounts and inform subscribers of this policy.

a) Safe Harbors

i) Transitory digital network communications- 512(a): Transmission must be started by someone other than the OSP and must be automatic, and must not maintain a copy accessible to anyone other than the recipients, and must transmit without modifying its content.

(1) Transient Storage, for how long?  Ellison v. Robertson 9th 2004 held that storage of material contained in a Usenet posting for 14 days was transient.

ii) System caching- 512(b): Material must be made available by someone else, transmitted from that person to recipient at recipient’s direction, and storage must be automatic.

iii) Storing information on its systems at the direction of users (hosting). 512(c): Covers server space for chatrooms and things like that.  OSP must file a designated person for © owners to complain to with © office.  OSP may not have actual knowledge from which infringing material is apparent.  OSP must not obtain financial benefit directly attributable to infringing activity in a case where has right and ability to control the activity. (Vicarious liability still exists).
(1) Why most important to OSP?  Don’t shelter from vicarious liability, but do they shelter from contributory infringement?
iv) Providing information location tools like hypertext links, shelters links, indexes or other directories referencing infringing material.  512(d):  Same requirements as for iii.  Must take off when person swears acting on behalf of © and then says that infringes.  Must put back on if subscriber says non-infringing, but then assumes liability for expenses.  
(1) 512(H) lets courts issue subpoenas to identify subscribers who have posted allegedly infringing material.  

(2) 512 is voluntary, OSP can take changes with courts, and even if invokes can still be excused by other sections, like 107 fair use.  OSPs protected only from monetary remedies, not from injunctive relief.

(3) Napster moved for summary judgment under 512(a).
v) Why would Telecoms  agree to safe harbors that don’t limit uncertainty of vicarious liability or contributory infringement.  What did they gain?

(1) Avoid liability for direct infringement?  Maybe, not 512 doesn’t speak to that.  That’s a result of the case law.

(2) REALLY: Whats new is notice and takedown.  Companies get the certainty of notice and takedown.  Do what the statute says when you get a notice and you are good.  

(a) 512(i)1A- threshold condition for safe harbors
(b) US private agreement between © owners and ISPS
(c) France: Judicially supervised termination after three strikes.
vi) Criminal prosecution of End Userts
(1) Willfully infringes plus
(2) Any one of the following:
(a) Commercial advantage or private financial gain- NET act includes barter
(b) NET act, one copy of more, one work or more, greater than $1000 retail, within 180 days.
(c) ART Act: Knowingly making available on public network a work being prepared for commercial distribution.  
b) Identifying the Direct Infringer- need not file lawsuit to force OSP to identify subscriber, proposed subpoena, copy of take down notice, sworn declaration that information is to pursue right protected under this title.  Clerk issues subpoena.  Controversy whether applies to people who use OSP as a conduit or just those that post the information.  Record company software identifies IP address which is linked to OSP, but OSP must say which user has the IP address.  Court forced Verizon to identify individual user IP addresses, RIAA sued 1000 individuals. Appeal reversed, said solely a conduit is 512(a) safe harbor, so no subpoena.  512(h) subpoena refers to (c) and cross-references to (c)(3) in (b)-(d) limit subpoena to storing infringing material.  RIAA v. Verizon DC Cir. 2003.  8th circuit agreed in In re Charter Communications 2005. Claimed unC because no case or controversy pending and limited anonymous speech and association, arguments not reached.  RIAA now files suit against John Doe, judge assesses whether to compel disclosure.
i) 5 Consideration to balance first amendment, privacy, and ©; Sony Music entertainment v. Does 1-40 SDNY 2004: First 4 generally outweight the 5th.   RIAA filed over 15000 infringement lawsuits

(1) whether P established prima facie case of © infringement

(2) the specificity of the discovery request

(3) availability of alternative means of obtaining the information

(4) extend of P’s need for information

(5) D’s expectation of privacy.

ii) A computer system operator can be held contributoryily liable if it has actual knowledge that specific infringing material is available using its system.  Perfect 10 v. Amazon 9th 2007.  So D can lose safe harbor protection under 5112(c)1Aii but avoid contributory liability.
iii) CoStar Group v. Loopnet 4th 2004- OSP’s implementation of automatic or limited © compliance policy does not make action voliational and therefore is not subject to claim of direct infringement under Netcom.  LoopNet is like copy machine owner who puts guard next to it to prevent obvious infringement _(Commercial real estate listing website).  

iv) Io Group v. Beoh Networks ND Cal 2008- Beoh not precluded from using 512c because its software automatically converted user-submitted content into flash format.  

v) Online Policy Group v. Diebold ND Cal 2004- Knowingly means actually know, show have known if acted with reasonable care or diligence, or would have had not substantial doubt had it been actin gin ggood faith, that it was making a misprespresentation that material was infringing.  Material means that the misrepresentation affects ISP response to DMCA letter.  Used DMCA letter as a sword instead of as a shield

vi) Lenz v. Universal Music Corp ND Cal 2008- to proceed under DMCA in good faith belief that material is not authorized, owner must evaluate whether the material makes fair use of the ©.

vii) Viacom sent YouTube 1000000 takedown notices expecting them to settle, but YouTube processed the notices and took down the material.

viii) RIAA stopped suing people and started contracting with OSPs to notify them when suspects infringements, who will inform customer of notice and request ceasing.  Failure may result in slower service or ceased service.

20) Remedies, Criminal Infringement, Act §§ 502-505 Supp. 486-97; CB 776-80, 788-94, Act § 506, CB 511-13, 520-23 together with Supp. 443.  Statutory damages, costs and attorney’s fees only available if © is registered.  3 year civil statute of limitations.
a) Injunctions Section 502 authorizes for © cases.  Changed dramatically because of eBay.  Always clear that injunction at court discretion, but in IP courts did it automatically.
i) Historical treatment

(1) Irreparable injury and probably of success on the merit or fair ground for litigation and balance of hardships in his favor warranted preliminary injunction.

(2) ©- probable success (prima facie case) irreparable injury allegations need not be very detailed, such injury presumed when © infringed.

(3) Permanent injunctions common, when P establishes threat of continuing infringement, entitled to injunction.

(4) Abend v. MCA 9th 1988-Compulsory license- Where great public injury would be worked by an injunction, courts might award damages or a continuing royalty instead of an injunction in special circumstances.  Would cause great injustice for owners of rear windown to be enjoined from exhibiting movie.  Cannot possibly separate out new matter from the underlying work, right to renewal right in the deriviative work would be rendered meaningless by an injunction.  Injunction is harsh and drastic discretionary remedy, never an absolute right.

ii) eBay v. MercExchange Factors 2006: Courts must evaluate the traditional four factor before granting an injunction in a patent infringement case.  P generally must show

(1) Suffered irreparable injury

(2) Remedies at law are inadequate to compensate

(3) Balance of hardships between P and D, equity remedy warranted;

(4) Public interest not disserved by permanent injunction.

iii) eBay said patent rule consistent with © rule, court may not replace traditional equitable considerations with rule that injunction automatically follows infringement determination.

(1) Phelps v. Galloway 4th 2007- eBay says infringement © does not entitle to injunctive relief. Even when factors are satisfied, court still has discretion whether to grant.

(a) But injunction against sale would not undo the prior infringment nor diminish the chances of future copying. Injunction against house sale fundamentally punitive.
(b) Not a compulsory license because actual damages include market price of license and disgorgement of infringer’s profits.  

(2) MGM v. Grokster ND CA 2007- MAI  that past infringement + likelihood of future infringement leads to permanent injunction does not survive eBay.  Nature of StreamCasts inducement of infringement are relevant to finding irreparable harm, has and will continue to induce far more infringement than could ever pay with damages.  Probable inability to pay damages, although ordinarily cannot constitute irreparable harm, in limited circumstances when such strong likelihood demonstrates that unable to pay, does constitute irreparable harm.  
(3) Second circuit ignoring eBay for © injunctions.  Still say, eBay only applies to patents, or permanent injunctions, not preliminary injunctions.  Until 2d Cir tell to do differently, districts continue to presume irreparable injury.  Becomes apparent that in many cases, especially substantial similarity, eBay factors lead to damages instead of injunction
b) Seizure and Impoundment- 503  provides that court may impound copies claim to infringe during the pendency of the proceedings as well as all means by which the infringing copies were reproduced.

c) Damages and profits- section 504(b) actual damages suffers as a result of the infringement, and any profits the infringer  that are attributable to the infringement and not taken into account in computing the actual damages.  When incorporated into new work, court dissects works to apportion damages proportionate to contribution of (c) owner.

i) Actual Damages- Frank Music v. MGM 9th 1989- Kismet made into movie, which was made into one act in a 10 act musical production performed at hotel theatre.

(1) Direct profits- net profit by deducting the direct costs proved incurred from the gross revenue.

(a) One act in 10, treated all acts of substantially equal value, so 10% of profits.

(b) Court apportioned contributions to act itself as 25% original to 75% production.

(i) Ok to take into account creative talent of producers and actors, etc.

(ii) Must take into account the music, lyrics, characters, settings, costumes.  Act was essentially Kismet with contributions by D, not essentially a new work incidentally plagiarizing elements of Kismet, so 75% original and 25% production.

(2) Indirect profits- contribution of the theatre to the hotels total profits, 2%.

(3) Prejudgment interest- 1909 only allows greater of D’s profits or P’s actual damages, not adequate to compensate, so prejudgment interest should ordinarily be awarded.  Purpose is to give restitution, prevent the defendant from being unjustly enriched by its infringing use of P’s property.  Another form of indirect profit.

(4) Burden shifting: © owner proves infringer’s gross revenue, Infringer proves deductible expenses and profits attributable to other factors.
(a) Bouchat v. Baltimore Ravens- Implicit burden on P to link categories of revenue to the infringement.  
(b) Bridgeport Music v. Justin Combs Notorious BIG album, Ready to Die- title track also samples 5 other sounds recordings. P put in evidence of total profits for the albume and asked for 1/17 since 17 tracks, and ended up getting that. 4.5 minute song, 6 songs sampled.  Why not only fractional for their song?  
(c) NO UNIFORMITY OR CLARITY TO ATTRIBUTION or APPORTIONMENT.
ii) Statutory Damages- Storm Impact v. Software of the Month ND Ill 1988- Shareware program uses lock system, only first half of game available until you buy it.  Shareware license restricts commercial distribution (not for profit only).  Club has membership fees, reviews shareware, puts onto CD Rom and sends out to members.  Observes license restrictions but not very carefully.  Stopped reproducing as soon as notified.

(1) Only consider the value of SOMC’s use of storms program when other actual or statutory damages are unavailable.  

(2) Differ on profits, give weight to P, but not the value of Mac software sent to IBM users, since incompatible.  

(3) Not willful, effort to fix outwieght sloppy practice, but statutory damages still allowed because difficult to prove actual damages, so $10,000 per infringement (game) total of $20,000. 
(a) At plaintiff’s slection any time during suit prior to judgment
(b) $750 to 30000 as court considers just
(c) Reduced to 200 for innocent infringers and up to 150k for willful infringement.
(d) Court just picked a number it thought about right.
(4) Why have statutory damages at all?- deterrence even if not compensation or punitive.
(5) Two common problems
(a) Rule that one award for any one work.  
(i) In storm, two programs distributed to hundreds of thousands of works.  But each program, statutory damages limited for each program.  Maximum for each program, not by the number of copies.  
(ii) 1909 allowed statutory damages per infringement.  Sheet music cases given unreasonably large awards depending on how many sheets the pages were.  So congress changed the rule in 1976.  Flat infringement with up and down discretion by judge.
(6) Online infringement
(a) Capitol records v. Thomas
(i) jury warded statutory damages of $80000 per song X 24 songs 1.92 million
(ii) She was on foodstamps during infringement.  No way could even pay a fraction of this.  Groundswell for amending.
(iii) Statutory grounds for appeal? Nothing in statute limits the discretion.
(iv) © courts have not been accepting the argument.  Say congressional statute too carefully balanced to have due process problems.
(b) MGM v. Grokster- statutory damages for all file-sharing by users would have been even bigger.
(7) What constitutes one work? Columbia Pictures v. Krypton 9th 1997- Who’s the boss episodes each an individual work, not the series as a whole, even though licensed as a package, because viewers may watch the one’s they want, may never watch all the episodes, and broadcasters can send them out of order or only some.

(a) Stations were separate infringers- 

(i) When statutory damages assessed against one D or group of D held to be jointly and severally liable, each work infringed may form the basis of only one award, regardless of the number of separate infringments of that work.

(ii) Where separate infringement for which D not jointly liable are joined in same action, separate awards of statutory damages would be appropriate.  

(b) Each episode was a separate work- depends on whether each TV epidose has an independent economic value and is in itself viable.  Viewers may watch as few or as may and may never watch all, and broadcaster may repeat or give in different orders.  No assembled into a collective whole.

(8) Lowry’s Reports v. Legg Mason D Md 2004- D said $19.7 million statutory damages violated due process under BMW v. Gore.  But unregulated and arbitrary use of judicial power not implicated in Congress’ carefully crafted and reasonably constrained statute.

d) Criminal Infringment- trend of increasing penalties, mens rea focused on willfulness and purposes of commercial advantage or private financial gain. 1997 NET Act reverse LaMacchia, criminalizes computer theft of © works, regardless of whether D derives direct financial benefit from misappropriation, aimed at preventing willful conduct from destroying business.  RETAINED rule that infringement conduct willfully engaged in for commercial advantage of private financial gain is criminal, but defined financial gain to include receipt of anything of value, and added liability in 506(a) for 1 or more copies of (c) work with total retail value of more than $1000.  RETAINs Dowling holding that cannot bring (c) infringement as wire fraud statute.  Net act not enforced, said penalties too low.  Enhanced in 1999-
i) Felony to knowingly use AV device to copy © movie from movie theatre performance- cam cording felony.

ii) Distributing work being prepared for commercial distribution, by making available on computer network accessible to public, if knew intended for commercial distirubtion.

iii) Punishable by up to 3 years.

iv) Registration is not a prerequisite for commencing a criminal prosecution.

v) 4th circuit said retail value refers to greater of price assigned to goods at retail level or by actual transaction.  Not a lower bootlegged price.  

21) Fair Use

a) In Culture- News reporting 107, 525-47, 548-51, 554-56, 556-57 ( 1, 3-4).  Israel and some African countries and India starting to adopt US fair use law.  
i) Fair Use-

(1) Simple, bright line rules

(a) Reproduction and derivative work rights belonging to the © owner of a sound recording do not encompass sound alike recordings, section 114(a).

(b) First sale doctrine in 109, right of public distribution does not include subsequent sale or rentals.

(2) Very complex and technical, also bright line rules, require careful attention to statutory sections.
(a) 110(5)(B)- small businesses allowed to use radio and TV despite public performance right.

(b) 114d- digital audio transmission of sound recordings despite 106(6).

(c) Section 111- broadcast retransmission despite public performance

(d) Section 512- temporary copies to be created by Internet service providers.  

(3) Fair use. 107- courts have ability to decide, ex post, whether particular activity should be within owner’s rights.  Meant to codify, not enlarge, the preexisting judge-made doctrine.

ii) Harper & Row v. Nation Enterprises 1985-  The Nation scoops Time magazine on pre-publication of President Ford’s memoir.  
(1) Fair use predicated on author’s implied consent to reasonable and customary use when released for public consumption, no fair use of unpublished works.  Common law said intellectual creation was absolute until he voluntarily parted with it.

(2) No public figure exception to ©.  

(3) Fair use factors

(a) Purpose: Nation went beyond simply reporting un© information and actively sought to exploit the headline value of its infringement, making a news event of its unauthorized first publication of noted figure’s expression.  

(i) Commercial purpose weights against fair use. Whether user stand to profit from exploiting the © material without paying the customary price.

(ii) Stated purpose to scoop the Times, intended to supplant the Holders commercially valuable right of first publication.

(iii) Propriety of D’s conduct is relevant to character of use.

(iv) Fair use presupposes good faith and fair dealing.

(b) Nature of © work

(i) Greater need to disseminate factual works than works of fiction or fantasy.

(ii) Inclusion of expression focuses on expressive elements of the work, exceeds that necessary to disseminate the facts.

(c) Amount and substantiality of the portion used

(i) Nation took what was essentially the heart of the book.  Quoted passage precisely because they qualitatively embodied Distinctive expression. 

(ii) The fact that a substantial portion of the infringing work was copies verbatim is evidence of the qualitative value of the copied material.

(d) Effect on market

(i) Single most important element of fair use.  Fair use limited to copying by others which does not materially impair the marketability of the work which is copied.  

(ii) To negate fair use one need only show that if the challenged use should become widespread, it would adversely affect the potential market for ©

iii) Campbell v. Acuff-Rose Music 1994- Pretty Woman, parodied by 2 Live Crew.  Asked for permission, didn’t get it, did it anyway.  Central purpose of fair use investigation is to see if the new work merely SUPERSEDES the objects of the original creation, instead of ADDING something new with a further purpose or different character, altering the first with new expression, meaning, or message; new work is TRANSFORMATIVE.  PARODY has obvious claim to transformative.  Parody is where use some elements of the prior author’s composition to create a new one that, at least in part, comments on the original work.  If has no critical bearing on substance or style of original work, and infringer uses merely to get attention or avoid drudgery of making up something fresh, claim to fair use diminishes.  Parody needs to mimick the other to make its point and so has some claim to use the creation of its victims imagination, whereas satire can stand on its own two feet and so requires justification of the act of borrowing.  

(1) Threshold question: whether parodic character may reasonably be perceived.

(2) Improper to give dispositive weight to commercial nature of the use.  Just like mere fact that educational and not for profit does not insulate from finding of infringement.

(3) Fourth factor must take into account harm for both original and derivative works.  Although commercial, second use was transformative, and in parody new work likely not to affect market for original by acting as substitute, because parody and original usually serve different market functions.

(4) Suppressing demand through criticism v. Usurpation by infringement.

(5) Remand to find out effect of parodic rap song on market for non-parodic rap versions of pretty woman.

iv) New Era Publications v. Carol Publishing-2d 1990 Ex Scientologist publishes expose of L. Ron Hubbard including quotations and sections from Hubbard’s writings.  Skeptical that customers for authorized favorable biography will be deterred from buying because of unfavorable biography quotes from Hubbard’s work.  Might stimulate interest.

v) Nunez v. Caribbean International 1st Cir. 2000.  Miss Puerto Rico takes nude modeling shots, gives them out to industry, controversy whether she should keep title, newspaper prints pictures
(1) Did not manufacture newsworthiness, did not seek to scoop appellant, but merely to provide news to hungry public.  Not intended for newspaper but for modeling portfolios, so did not supersede the object of original creation, but used for a further purpose, giving a new message.  Transformation of work into news, not the mere newsworthiness of the works themselves.  Good faith.  Attributed to photographer and obtained lawfully.

(2) Effect on Market- Picture no disseminated to make money, but to publicize.  Bad reproduction should not change demand for portfolio, if anything, it might increase it.  No evidence that a market for newspaper photos exists.

vi) Factors
(1) Purpose and character of the use

(2) nature of the © work

(3) Amount of the © work taken

(4) Effect on the actual or potential market for © work.

vii) Harper & Row vs. Acuff-Rose
(1) Court focuses on the 4th factor as the most important because general theory of © is providing progress through economic incentive.  Would not want fair use to make major incursions on the owner.

(2) Court wants 2 Live Crew to demonstrate non-effect on market by own parody for non-parody derivatives.  Must prove own parody does not prevent non-parodic derivatives.  

(3) Appears fairly mechanical because cranks through the four factors, but analysis seems more organic.

(4) Get out of the circle by showing that the work is transformative, then stop asking about commerciality and effect on market and say this is the kind of work that would not be created in the absence of fair use because of externalities.  

viii) Castle Rock Entertainment v. Carol Publishing Group 2d 1998- In Part I, court said infringing derivative work because market owner likely to enter.  Criticism, comment, scholarship, research are no less protectable because their subject is the ordinary.  Style SAT as a critical restructuring of Seinfeld’s mystique into a system complete with varying levels of mastery.  Any transformative purpose possessed by the SAT is slight to non-existent.  Real purpose is to repackage show to entertain viewers.  Does not contain commentary or analysis, not for research, just poses questions.  Although incorrect answers are original, the work as a whole draws directly from Seinfeld episodes without substantial alteration, is far less transformative than other works held not to be fair use.  Unlike parody, substitutes for a derivative market.  Not critical of program, pays homage.  
(1) Ty v. Publications 7th 2002- held that complementary copying is fair use while substitution copying is not.  Approached not as whether infringing work, but whether fair use.  
(2) Harry Potter court said not derivative work because gave new and different purpose.  But still infringement of reproduction right because took so much in a verbatim manner that substantially similar to protected expression.

ix) Bill Graham Archives v. Dorling Kindersley Ltd 2d 2006-  Grateful dead timeline coffee table book used 7 images from the archives without license.  Actual use is transformatively different from the original expressive purpose.  Biographies and historic scholarship require incorporation of original source material for optimum treatment of their subjects.  Original purpose to generate public interest, transformed purpose to use as historical artifacts to document and represent the history.  Graphically represent the fact of significant concert events.  Sometimes enhanced by text and other times not, but both types are transformative.  Minimized size of image to least necessary to accomplish transformative purpose, combined with prominena ttimelines and text generally to minimize expressive value, and inconsequential portion of finished work.  Did not use the images to promote its own sale.  
(1) When transformative use like this, cannot prevents others from entering fair use markets merely by developing or licensing a market for parody.  May not preempt exploitation of transformative markets.  
(2) Transformative critical commentary here but not in Castle Rock?  

(a) Adds something.  

(i) Harry potter- took too much and didn’t’ add enough of their own.

(ii) Senfeld no analysis

(iii) Beanie Baby adds a market analysis

(iv) Archives, added analysis, see the pictures in a timeline.  Organized along timeline, but probably not enough.  

(b) Trying to get the full flavor of what was going on.  All visualizations that don’t extend to textual works in Harry Potter and Seinfeld.  Not always nature of D’s work or P’s work that is dispositive, but the interplay between them.  

(c) Different kind of market, a licensing market that clearly exists.  

(d) DW theories or fair use theories

(i) Substantial similarity of expression

(ii) Market substitute vs. complement

(iii) Representation vs repurposing.

(iv) Part I goes away with fair use and transformative use = no market protection.  

(3) Shepard Fairel v. AP- Obama Hope Picture.  Ignore destroying evidence and lying about what photo the photo he used.  Clearly transformative, but what’s the harm in requiring a license.  Clearly there is a functioning market.  Who do we want to advantage, the guy who doesn’t believe in getting licenses.  Could have gone to Flikr to find photos not requiring a license.  
(i) Preexisting market shouldn’t mean not fair use.  Market driven by whether there is fair use or not.  Ask about this conduct itself, what makes us want to privilege it?  Political speech.  Adds the message that candidate brings hope.  But don’t allow him to copy Obama’s book and distribute it.  Market to make transformative use of news photo for political speech ends, crazy to extend to it.  

(ii) But millions of photos in the world.  Took photo so could be licensed for newspaper stories, extending the market would be a windfall.  

(iii) Not transformative at all- Cambell would suggest to argue about whether transformative or not.  Thumbnail is transformative.  Or could ask non-transformative-related question, whether the conduct is worth privileging.  

(iv) Conflict between user autonomy and moral right to control.  

(v) Transformativeness doctrine seems unfairly multi-faceted, and market substitution gets us to talk about some important stuff.  But if you say must license then you create the market.  Because fair use is equitable, Fairey case contaminated by his other bad actions.  

b) Fair use and First Amendment.  Two views
i) Eldred v. Ashcroft 2003- Because © contains built in First amendment accommodations, legislative amendment that do not alter the traditional contours of © protection need not be subjected to heightened First Amendment scrutiny.  Same as Harper & Rowe.  Existing fair use doctrine sufficiently accommodates First Amendment values.
(1) Courts often need not entertain related First Amendment arguments in a © case, but must remain cognizant of the First Amendment protections interwoven into © law.  Suntrust Bank v. Houghton Mifflin 11th 2001.  
ii) © law grants more protection to highly creative works and less to factual or highly utiliaarian works.  Second factor favors fair use in factual works and against fair us for highly creative works.  
iii) Sega Enterprises v. Accolade 9th Cir. 1993- Wanted to create independent Sega games, so reverse engineered and decompiled the code to make a manual containing only functional descriptions of the interface requirements, then created its own games.  Only interface specs are derived from Sega code.  
(1) Commercial purpose, but indirect because copying was an intermediate use.  Solely copied to discover the functional requirements for compatibility with the Genesis console.  Not just trying to freeride because mostly wants to convert its own games.  Although ultimate purpose was sale, direct purpose of copying and direct use of © material was to study the functional requirements so that could modify existing games to make compatible.  No other method of studying was available.  Copied for legitimate, essentially non-exploitative purpose, commercial aspect is minimally significant.  Increasing creative expression is the purpose of ©.  That not scholarly doesn’t matter.
(2) 4th.  Not attempting to scoop sega’s release.  Undoubtedly affected the market for Genesis-compatible games in an indirect fashion.  Purchasing Accolades game doesn’t mean won’t purchase Sega’s.  
(3) 2nd- Dissassembly is wholesale copying of protected expression.  But functional as well, and humans cannot access the unprotected ideas and functional concept contained in the object code without disassembling that code, which requires making copies.  Copying necessary to disassembly, disassembly necessary to understand functional requirements, if per se unfair use, would be de facto monopoloy over functional aspects of the work.  Because contain unprotected aspects that cannot be examined without copying, lower protection to software.  
(4) 3d- Entire programs, but does not preclude fair use.  Ultimate use was limited.  
(5) Holding: Where disassembly is the only way to gain access to the ideas and functional elements embodied in a © computer program and where there is a legitimate reason for seeking such access, disassembly is a fiar use of the © work as a matter of law.  
iv) Sony Computer Entertainment v. Connectix 9th 2000-  Virtual Game Station software emulates PlayStation console.  Reverse engineered code. Because contains unprotected aspects that cannot be examined without copying, lies far away from the core of © protection.  Copying must have been necessary to be fair use.  P claims reverse engineering was unnecessary because used original software when could have used own copy to debug.  Could have completely disassembled program.  The necessity required was necessity of the method of disassembly, not the necessity of the number of times the method was applied.  Need not be foreed to follow the least efficient solution. Can obtain a patent for functional protection.  Because modestly transformative, and does not merely supplant, legitimate competitor in market.  Economic loss does not compel a finding of no fair use.  
v) 9th cir says both are fair use, but court doesn’t see any reason to distinguish Sony from Sega.  Conectux is supplanting the playstation market by creating a software only platform, shouldn’t be fair use.  

vi) Perfect 10 v. Amazon- Thumnail images was fair use primarily based on the transformative nature of a search engine and its benefit to the public.  Use is highly transformative, improves access to information on the internet.  Transforms image into a pointer directing user to source of information.  Just as parody is transformative because it can provide social benefit by shedding light on earlier work and in process create new one, search engine provides social benefit by incorporating an original work into a new work, an electronic reference tool.  More transformative because provides entirely new use.  Ok that exact copy because different function than original, new context for new purpose.  District court did not find that any downloads for mobile phone use had taken place.  Significantly transformative nature of Google’s search engine, because of public benefit, outweights superseding and commercial uses of the thumbnails in this case.  Thumbnails likely does harm potential market for reduced-size images into cell phones, but this market is only hypothetical.  Fundamentally different use than intended by perfect 10, provided significant benefit to public.  Weighed against unproven use for unproven market, purposes of © say fair use.
(1) Not about reverse engineering at all, but similar to Sony in that talks about Transformation by putting into searchable context.  Doesn’t make a lot of sense, but courts think they have to do that in fair use.  Driving result is to have © get out of the way of technical innovation, interoperability and impracticality of trying to licenses from all images.  All the other factors just line up behind that.  

(2) If so easy for image search engine fair use or compatible technical project, why not fair use when cultural context?  Courts not willing to go that way yet.

c) Market Failure or Productive Consumption-  Court more likely to excuse as fair use if productive use, adds something new that enhances the benefits the public derives from the earlier copyrighted work.  Court is more likely to favorably view uses that are reasonable and customary, both under implied consent and socially acceptable conduct theories.  

i) Sony Corp v. Universal Studeios 1984- Home video CTR Betamax tapes machines.  9th Circuit found contributory infringement.  Primary use of machines was for time-shifting.  Substantial number accumulated video libraries, but over 80% watched as least as much TV as before.  No evidence of decreasing TV viewing by Betamax owners.  Some of the user, like sports, religious and educational don’t mind copying for home use.  Not contributory infringement if capable of substantial noninfringing uses.  Is private, noncommercial time-shifitng in the home a commercially significant noninfringing use? Either particular use must be harmful, or if became widespread would adversely affect the potential market for the © work.  Preponderance of evidence must show some meaningful likelihood of future harm exists.  May presume such likelihood if intended use is for commercial gain.  Not for commercial gain, and also has societal benefits of making TV broadcasting more available.  © holder must demonstrate some likelihood of harm before he may condemn a private act of time-shifting as a violation of federal law. This record amply supports district conclusion that home time-shifting is fair use.  Blackmun Dissent: Productive work example, researcher or scholar show own work depends on the ability to refer to and quote work of prior scholars.  When ordinary user decides owner’s price is too higher, only individual is the loser, but when scholar forgoes prior work, public is deprived of contributions to knowledge.  Scholar’s work produces external benefits from which everyone profits.  Fair use is subsidy at author’s expense to permit second author to make limited use for public good.  Productive use results in some added benefit to the public beyond that produced by the first author’s work.  No case grants fair use when work reproduced for sole benefit of the user.  Although fair use would increase public access, nature of © does not increase access but allows owner to restrict it.
(1) Two ways D tries to show no predicate infringement.
(a) Authorized time shifting- people don’t mind
(b) Unauthorized time shifting- fair use.
(2) Noncommerical use, so must show the use is harmful.  Good to focus principally of presence of harm, or other factors.  P brought the case, claiming harm to its market, so why not burden it to show that.  Otherwise makes all innovation presumptively illegal until exists long enough to collect statistics on how affects the market.  Putting the cart before the horse, no one will have that evidence for a while.  
(a) Non-Transformative uses
(i) Market failure v. Market Success
(ii) Productive consumption
(iii) User autonomy
ii) Market Failure theory- perfect market has consensual transfers result in moving resources to those who value them the most.  

(1) Market barriers, including transaction costs, may exceed anticipated benefits so that no transaction will occur.  Personal and individual copying may be fair use or home use would be maybe because  hard to make transactions work economically.  

(2) Externalities- Costs and benefits of negotiating parties differe from social costs and benefits at stake, so transactions will not lead to increased social benefits.  People may want to create social benefits but be prevented by the market structure.

(3) Anti-Dissemination motives- even if money offered owner unlikely to license a hostile review or parody.

(4) Three part test for fair use

(a) Market failure is present

(b) Transfer of the use to D is socially desirable
(c) Aware of fair use would not cause substantial injury to the incentives of P’s © owner.

(5) Critical question is whether holidng the use fair would frustrate a viable market for that use.  Next two cases, now there is a market, easy to do, should have done it, not fair use anymore.  Market harm being attacked as circular, but that’s the nature of the beast. 
iii) American Geophysical Union v. Texaco 2d 1995- Texaco orders three copies of each volume in library, sends out to researchers so they can copy the articles they want.  Representative scientist copied 8 articles, 6 of which completely just in case might need it, and other two basically as well.  Whether systematic copying increases the number of available copies for scientists while avoiding the necessity of paying for license fees or for additional subscriptions.  Wanted to have copies available for ready reference, archival use, for future retrieval and reference.  Transformative use  was being able to take piece of paper into labe that not as bulky as whole volume and no risk of damaging the original by exposure to chemicals.  But not dominant use for the archival copies.
(1) Not transformative, merely transforms the material object.  But before photocopies would have taken notes, but since predominantly archival tips balance against copier despite benefit of more usable format.

(2) Although was reasonable and customary, insubstantial argument since CCC licensing scheme.

(3) Potential market or value

(a) The CCC is a workable market for institutional users to obtain licenses to produce own individual article through photocopy.  Texaco already pays CCC.  

(b) Since there is currently a viable market for licensing individual markets, it is appropriate that potential licensing revenues for photocopying be considered in fair use.

(c) Fair use less likely when easy to pay for such use.  Since not conclusive against fair use, not circular reasoning.

(4) Publisher’s have demonstrated a substantial harm to the value of © through copying.  NOT fair use.

(5) DISSENT- CCC scheme is neither traditional nor reasonable.  Circular: market will not crystallize unless courts reject the fair use argument that Texaco presents.  Only 30% of subscriptions are covered by CCC license.  No CCC license can assure a scientist that photocopying any given article is legal.  
iv) Princeton University Press v. Michigan Document Services 6th Cir. 1996- Copyshop sells course packs per professors’ choices.  Student use is not commercial, but shop is selling for a profit.  Most copy shops pay the CCC license.  No indication in Harper & Row that use caused diminution in sales of memoirs, still harmed market for licensing excerpts.  Not circular.  Campbell distinguished because critical parody is not a market that creators of original works would generally develop or license.  Potential uses of the © works at issue in this case clearly include selling permission to reproduce portions of the works for inclusion in coursepacks— and the likelihood that publishers actually will license such reproductions is a demonstrated fact.   

(1) DISSENT: Harper value in a derivative market that was targeted by the © holder, here did not plan to create products for derivative market, no evidence such a product would be devalued by defendant’s production of coursepacks.  Market created by the professors who determined which excerpts they wanted.  Key distinction between simple economic detriment to © holder when permission fees are not paid by the user, and harm to the value of a product, either the original work or a derivative product, that the © holder seeks to market.  THE derivative sought to market.  

22) Ordering © markets

i) Transfer of ©
(1) 201d: divisibility principle  © not divisible before 1976, but were happening anyway.  Made so much sense.  
(2) 101- transfer of ownership defined
(a) Beneficial owner exchanged right in exchange for continuing scheme of benefits, like royalties.  Still has standing to sue if royalties are interrupted even though doesn’t hold exclusive right.  
(b) Implied Licenses Effects Assoc/AMS v. Gagnon three part test
(i) Licensee must have requested that the materials be created.
(ii) Creator must deliver upon that request.
(iii) The creator must intend (objective course of conduct) that recipient will be able to continue to use the material.  
(3) Work made for hire.  No software category, so lots of implied license cases arising in software industry.  Don’t get agreements, so no WMFH.  
(4) 204 statute of frauds mandatory
(5) 205- recordation and priority rules (permissive)
(6) 501b- effect of divisibility: right to sue for infringement.
ii) Contributions to collective works, coordination problems.  

(1) Congress tries to solve the problem with 201c- three privileges to reproduce and distribute

(a) As part of that particular collective work

(b) As part of a revision to that collective work

(c) As part of any later collective work in the same series.

(2) Why apply to revisions?  

(a) Things change, like in encyclopedia, want to be able to update.  Want to republish everything else when you update only certain parts.  

(b) What counts as a revision?  NYT v. Tasini 2001-

(i) When it doesn’t look to the reader like the collective work from before?

(ii) The article appears as a separate item.  Cannot perceive as article appearing as part of something else.

(iii) WHETHER status as a revision is perceptible, or whether revision appears as a separate item.  .

(c) Must take care when designing products to bring them within user perception, must actually look like National Geographic.  

b) Act 101, 201c-d, 202, 204, Science Commons.

i) All transfers, including exclusive licenses must be written down and signed.  Non-exclusive licenses are not transfers.  Each 106 right may be separately transferred.

ii) May record with office, demonstrates priority.  Generally must be recorded within 1 month of transfer if transferred in US.  

(1) Subsequent transfer takes priority if recorded before first transfer, didn’t know of first transfer or paid for it, done in good faith.

(2) Nonexclusive license takes precedence over transfer if in good faith and didn’t know of other transfer.  

(3) Recording is constructive notice only if registered ©, if unregistered state law UCC applies.  9th cir.  

(4) Even when security is the royalty and not the © , should still record and register.  

iii) Implied license (nonexclusive license)- 
(1) Asset Marketing Systems, Inc. v.  Gagnon  542 F.3d 748 (9th Cir. 2008), cert. denied 129 S.Ct. 2442 (2009). Gagnon writes software for Asset Marketing.  Question of whether AMS has license to continue using software after they stop using Gagnon to service them.  Gagnon alleges that AMS’s continued use of the six programs constitutes copyright infringement because the programs were used by AMS without its obtaining a license or Gagnon’s permission. AMS asserts three defenses to Gagnon’s copyright infringement claim: an implied license, a transfer of copyright ownership via the NDA, and 17 U.S.C. §117. We hold that AMS has an implied unlimited license for the programs, and we do not reach the other defenses asserted by AMS. Nonexclusive license grant need not be written and may be given by implication.  Because AMS paid consideration, this license is irrevocable. Implied license is granted when:
(a) (1) a person (the licensee) requests the creation of a work,
(b)  (2) the creator (licensor) makes that particular work and delivers it to the licensee and
(i) Gagnon’s conduct manifested an objective intent to give AMS an unlimited license at the time of creation; thus, when he stored the source code at AMS, delivered.
(c)  (3) the licensor intends that the licensee-request or copy and distribute his work.”
(i) The relevant intent is the licensor’s objective intent at the time of the creation and delivery of the software as manifested by the parties’ conduct. 
(ii) one would expect some indication of the need for future licensing if the custom programs were to become unusable after the TSA expired.
(iii) Gagnon delivered the software without any caveats or limitations on AMS’s use of the programs. Even if Gagnon and his employees maintained the software and had primary control over the code, they programmed on-site at AMS on AMS computers to which key AMS personnel had access —not intent to retain sole control.
(2) At least one court has held that an unspecified duration means a minimum duration of 35 years should be implied. See Rano v. Sipa Press, Inc., 987 F.2d 580, 585 (9th Cir. 1993).But see Korman v. HBC Florida, Inc., 182 F.3d 1291 (11th Cir. 1999) (holding that the Copyright Act does not impose a minimum 35 year term); Walthal v. Rusk, 172 F.3d 481 (7th Cir. 1999) (same).
(3) A logical implication from Gardner is that rights obtained pursuant to any license, may not be sublicensed without authorization from the copyright owner.
iv) The revision privilege for collective works- The Copyright Act contains a provision that affords the creators of collective works an automatic royalty-free license to republish copyrighted contributions to those works in certain circumstance.  
(1) NYT v. Tasini 2001- Online searchable databases like lexis reprint the material.  
(a) 201C: Absent an express transfer of the copyright or of any rights under it, the owner of copyright in the collective work is presumed to have acquired only the privilege of reproducing and distributing the contribution as part of that particular collective work, any revision of that collective work, and any later collective work in the same series. 
(b) the publisher could not revise the contribution itself or include it in a new anthology or an entirely different magazine or other collective work.” H.R. Rep. 122-123, U.S. Code Cong. & Admin. News 1976, pp. 5659, 5738
(c) In NEXIS and NYTO, an article appears to a user without the graphics, formatting, or other articles with which the article was initially published. In GPO, the article appears with the other materials published on the same page or pages, but without any material published on other pages of the original periodical. In either circumstance, we cannot see how the Database perceptibly reproduces and distributes the article “as part of ” either the original edition or a “revision” of that edition.
(d) The crucial fact is that the Databases, like the hypothetical library, store and retrieve articles separately within a vast domain of diverse texts. Such a storage and retrieval system effectively overrides the Authors’ exclusive right to control the individual reproduction and distribution of each Article, 17 U.S.C. §§106(1), (3). . . .
(e) Breyer Dissent: I think that a proper respect for media neutrality suggests that the New York Times, reproduced as a collection of individual ASCII files, should be treated as a “revision” of the original edition, as long as each article explicitly refers to the original collective work and as long as substantially the rest of the collective work is, at the same time, readily accessible to the reader of the individual file. . . . 
(2) Greenberg v. National Geographic Society, 533 F.3d 1244 (11th Cir. 2008) (en banc) cert. denied, 129 S.Ct. 727 (2008), The court rejected the plaintiff’s argument that aggregating editions into a larger collective work took the new collective work outside the privilege. The individual author contributions were presented as digital replicas of the pages of the magazine, two pages at a time with the fold in the middle and the page numbers in the exact same place as in the print version. The “new elements,” the court noted, were a by-product of the digital medium. The court noted that “[a]s technology progresses and different mediums are created through which copyrightable works are introduced to the public, copyright law must remain grounded in the premise that a difference in form is not the same as a difference in substance.”
v) New uses and old language- the relevant technologies and distribution methods change?  
(1) Boosey & Hawkes v. Disney 2d 1998- Rite of Spring.  Stravinski paid $6k, large sum in 1939.  But video market developes, $120 million market for video sales in early 1990s. Court concerned about not creating wrong incentives.  Grant should be read to encompass new uses if words broad enough and if use foreseeable at time of contract.
(a) Court thinks use was foreseeable, Disney provided effort of nascent home viewing movie market in 1939.   But if there was a market then they would have included it.  Construe agreement against the drafter.  

(b) Court thinks relevant question is what is a motion picture.  Really just result shopping?  Lots of movies companies want to put on video, hard to get extra rights now that the movie made it big.  Like in 2013 everyone will start terminating their transfers (35+1978).  Having to go back and renegotiate with everyone is daunting.

(c) Stravinski couldn’t terminate transfer, pre 1978, 304 set of rules.  Work entered public domain in US, so termination of transfer provisions didn’t apply.  Suing for interpretation of contract that had consequences for global market.  Trying to get non-US sales.  

(2) Random House v. Rosetta Books, LLC  150 F. Supp. 2d 613 (S.D.N.Y. 2001), aff’d, 283 F.3d 490 (2d Cir. 2002).  Print, publish and sell the work in book form.  What is a book? Noncompete clauses also refer to book form.  District court sitting in 2d Cir., doesn’t think Rosetta E-book is a book.  Boosey and Hawkes doesn’t dictate a different result.  If motion picture is motion picture though sent out on DVD, e book is book though sent out on internet.  Especially if concerned with media neutrality (Tasini dissent position).  Now that ebook market coming into its own, book authors are wondering whether they can give ebook rights separately from book rights.
(a) This Court finds that the most reasonable interpretation of the grant in the contracts at issue to “print, publish and sell the work in book form” does not include the right to publish the work as an ebook. At the outset, the phrase itself distinguishes between the pure content — i.e. “the work” — and the format of display — “in book form.”  
(b) In the 21st century, it cannot be said that licensees such as book publishers and movie producers are ipso facto more likely to make advances in digital technology than start-up companies. . . .
(3) Cohen v. Paramount 9th Cir- grant read in light of Act’s purpose to grant authors valuable, enforceable rights as incentive to literary production.  Didn’t include cassette use.  No market for home distribution contemplated in the 1960’s.  

(a) Gave explicit right to make copies of such recording and to perform composition everywhere.

(b) Scope: exhibition in motion picture theatres, and by means of TV.  (didn’t talk about video, so contract only contemplated those modes of exhibition).  public performance.  

(4) Plain vanilla law of contract

(a) Construe against drafter

(b) Terms given ordinary and reasonable meaning unless special meaning clear.

(c) These courts are evolving a federal common law of contract interpretation, getting outside plain vanilla state contract law.  References new uses, etc.

c) New licensing models and contract/license distinctions.  Inspired in part by the success of the open source movement in software, an organization called Creative Commons developed licensing tools with a similar aim— using “private rights to create public goods.”  
i) First sale doctrine- software and music are exempted from the first sale doctrine.  Not able to lend or rent copies of software or recorded music to others for profit.  But leave right of resale untouched.  Software industry thinks right of resale should be encumbered.  So tries to bind customers to that regime by agreement.  
ii) LICENSE v. CONTRACT- A license, on the other hand, need not involve such consideration. When a license is not supported by consideration it is sometimes referred to as a “bare license” and, even if there are conditions placed on the license, could be considered similar to a gift with restrictions. In this sense a license is simply authorization to engage in an activity that requires permission from another person. In the copyright context, a license permits someone to engage in activity that, without the authorization of the copyright owner, would constitute infringement. Many times consideration is given to obtain that permission, making the license a contract.
iii) Vernor v. Autodesk, Inc. 2009 WL 3187613 (W.D.Wash.)- Shrinkwrap licensed software being sold for profit on eBay, used takedown provisions to remove from eBay, and eBay removed his account.  Agreed to destroy, but not when acquired, only when got upgrade.  Posture leaves out the party that broke the rules, CTA.  Never installed the software, never directly accepted obligation to accept the end-user license agreement.  Court confronts two chains of precedent, MAI vs. Peak, and Wise
(a) Wise holistic approach- does © owner have the right to regain possession

(b) MAI et al: formalism- does K language impose restrictions on use and redistribution.  

(c) No requirement that be given back, so looked like time unlimited, so transfer.  State rule requires choosing the earlier precedent.
(i) MAI formalism
(ii) 107 says if fair use, not an infringement.  Just like 109.  109a tugs at heartstrings since when selling chattel property we should be able to sell it again.  
(d) Jacobsen says look at the language and whether there is conditional language in the contract and whether challenged restrictions are necessary to accomplish the purpose of the agreement.  Made them conditions just so that © law and remedies would apply.  If covenants, contract law would apply.  All software not so restricted.  
iv) Jacobsen v. Katzer Fed Cir. 2008- D accused of pirating open source model train decoder software without giving credit like the license requires.  The heart of the argument on appeal concerns whether the terms of the Artistic License are conditions of, or merely covenants to, the copyright license. Generally, a “copyright owner who grants a nonexclusive license to use his copyrighted material waives his right to sue the licensee for copyright infringement” and can sue only for breach of contract. Sun Microsystems, Inc., v. Microsoft Corp., 188 F.3d 1115, 1121 (9th Cir.1999) . . . . If, however, a license is limited in scope and the licensee acts outside the scope, the licensor can bring an action for copyright infringement . .
(1) License is facially a set of conditions, set up like that.  
(2) The copyright holder here expressly stated the terms upon which the right to modify and distribute the material depended and invited direct contact if a downloader wished to negotiate other terms. These restrictions were both clear and necessary to accomplish the objectives of the open source licensing collaboration, including economic benefit. . . .
(3) If a downloader does not assent to these conditions stated in the COPYING file, he is instructed to “make other arrangements with the Copyright Holder.” The clear language of the Artistic License creates conditions to protect the economic rights at issue in the granting of a public license. These conditions govern the rights to modify and distribute the computer programs and files included in the downloadable software package. 
(4) In Sun Microsystems, Inc. v. Microsoft Corp., 188 F.3d 1115 (9th Cir. 1999), The Ninth Circuit stated: ‘‘Whether this is a copyright or contract case turns on whether the compatibility provisions help define the scope of the license.’’ Id. at 1121. 
(5) See generally Ticketmaster L.L.C. v. RMG Techs., Inc., 507 F. Supp. 2d 1096 (C.D. Cal. 2007) (holding that the terms of use created a non-exclusive license and use of the web site in excess of the authorization granted therein is infringement).            
v) Open source software ecologies
(1) rights to copy, distribute and modify
(2) copies and derivative works must be distributed with same license
(3) source code must be published
(4) other procisions, e.g,, attribution, description of changes.  
vi) Creative Commons ecology similar
(1) software and non-software
(2) may require non-commericial
(3) may restrict derivative works
(4) Requires attribution
vii) Covenants vs. Conditions
(1) Jacobsen
(a) Language of document is conditional
(b) Necessary to effectuate purpose of license
(2) Less of a test than a formalist restatement of what you want to do.
(3) Sun Microsystems: terms are conditions.
23) Copyright Misuse- Read the memos on misue.  Neither the Supreme Court nor this Court has affirmatively recognized the copyright misuse doctrine. There is, however, a well-established patent misuse doctrine, see, e.g., Morton Salt Co. v. G.S. Suppiger Co., 314 U.S. 488 (1942), and, as noted below, other courts of appeals have extended the doctrine to the copyright context.          
a) The misuse doctrine extends from the equitable principle that courts “may appropriately withhold their aid where the plaintiff is using the right asserted contrary to the public interest.” Morton Salt, 314 U.S. at 492. 
b) Misuse is not cause to invalidate the copyright or patent, but instead “precludes its enforcement during the period of misuse.” Practice Management Info. Corp. v. American Med. Assoc., 121 F.3d 516, 520 n. 9 (9th Cir.1997) (citing Lasercomb America, Inc. v. Reynolds, 911 F.2d 970, 979 n.22 (4th Cir.1990)). 
c) To defend on misuse grounds, the alleged infringer need not be subject to the purported misuse. Morton Salt, 314 U.S. at 494 
d) Misuse often exists where the patent or copyright holder has engaged in some form of anti-competitive behavior. More on point, however, is the underlying policy rationale for the misuse doctrine set out in the Constitution's Copyright and Patent Clause: “to promote the Progress of Science and useful Arts.”  Put simply, our Constitution emphasizes the purpose and value of copyrights and patents. Harm caused by their misuse undermines their usefulness.   Anti-competitive licensing agreements may conflict with the purpose behind a copyright's protection by depriving the public of the would-be competitor's creativity. 
e) Video Pipeline, Inc. v. Buena Vista Home Entertainment, Inc., 342 F.3d 191, 203 (3d Cir. 2003), cert. denied, 540 U.S. 1178 (2004).  As Video Pipeline sees it, such licensing agreements seek to use copyright law to suppress criticism and, in so doing, misuse those laws, triggering the copyright misuse doctrine. . . A copyright holder's attempt to restrict expression that is critical of it (or of its copyrighted good, or the industry in which it operates, etc.) may, in context, subvert-as do anti-competitive restrictions-a copyright's policy goal to encourage the creation and dissemination to the public of creative activity. 
i) The licensing agreements do not, for instance, interfere with the licensee's opportunity to express such criticism on other web sites or elsewhere. There is no evidence that the public will find it any more difficult to obtain criticism of Disney and its interests, or even that the public is considerably less likely to come across this criticism, if it is not displayed on the same site as the trailers. 
ii) Thus, while we extend the patent misuse doctrine to copyright, and recognize that it might operate beyond its traditional anti-competition context, we hold it inapplicable here.
f) In re Napster, Inc. Copyright Litigation  191 F. Supp. 2d 1087 (N.D. Cal. 2002). Recently, courts have displayed a greater willingness to find copyright misuse, employing two different, though interrelated approaches. 
i) The first approach requires a finding that plaintiff engaged in antitrust violations before the court will apply the doctrine of copyright misuse. See, e.g., Saturday Evening Post v. Rumbleseat Press, Inc., 816 F.2d 1191, 1200 (7th Cir. 1987). 
ii) The second approach, adopted by the Ninth Circuit, focuses on public policy and has been applied to a greater range of conduct than the antitrust approach. See Practice Mgmt. Info. Corp. v. American Med. Assoc., 121 F.3d 516 (9th Cir. 1997). Under the “public policy” approach, copyright misuse exists when plaintiff expands the statutory copyright monopoly in order to gain control over areas outside the scope of the monopoly. 
(1) The test is whether plaintiff ’s use of his or her copyright violates the public policy embodied in the grant of a copyright, not whether the use is anti-competitive. 
(2) However, as a practical matter, this test is often difficult to apply and inevitably requires courts to rely on antitrust principles or language to some degree. 
(a) the court first asks whether the restraint is within the scope of the copyright monopoly. If it is, then the conduct is per se legal. 
(b) If not, the court then asks whether the activity as a whole promotes or restricts competition. If the particular activity (e.g. licensing provision) restricts competition, then it is copyright misuse.. .
iii) In contrast, the MusicNet provision is non-exclusive. Napster may obtain licenses from any of the record label plaintiffs, but may only do it through its agreement with MusicNet. Despite this theoretical non-exclusivity, the provision effectively grants MusicNet control over which content Napster licenses. Napster’s use of other music catalogs is predicated on MusicNet’s securing an individual license to those catalogs. And, if MusicNet chooses not to obtain such a license, Napster is effectively prevented from using Sony’s catalog. The result is an expansion of the powers of the three MusicNet plaintiffs’ copyrights to cover the catalogs of the two non-MusicNet plaintiffs.
(1) U.S. antitrust law has sometimes employed what is called the “essential facilities” doctrine to force a firm to grant competitors access to certain of its facilities. Under the essential facilities doctrine, when a monopolist (1) controls an essential facility; (2) a competitor is unable “practically or reasonably to duplicate the essential facility”; (3) the monopolist denies the competitor use of the facility; and (4) providing access to the facility is reasonable, a court may order the monopolist to grant access to the competitor. Cases in which courts have applied the essential facilities doctrine are rare and have generally involved natural monopolies (such as those in the railroad, telephone, and electric utility industries). The Supreme Court recently cast doubt on its continuing willingness to recognize the essential facilities doctrine. See Verizon Commc’ns, Inc. v. Trinko, 540 U.S. 398, 411 (2004).
(2) “Monopoly power is the power to control prices or exclude competition.” United States v. E.I. duPont de Nemours & Co., 351 U.S. 377, 391 (1956). Because most copyrighted works have ready substitutes, it is generally difficult for copyright owners to obtain monopoly power.
24)  The Case of the Publishing Industry: 
a) U.S. Copyright Office, Report on Orphan Works, http://www.copyright.gov/orphan/orphan-report-full.pdf, pp. 
i) 36-40, 
(1) Subsequent creators
(2) Large-Scale Access
(3) Enthusiast
(4) Private Use
ii) 73-77, Registry
iii) 95-127- The recommendation has two main components:
(1) the two threshold requirements of a reasonably diligent search for the copyright owner and attribution to the author and copyright owner, if possible and appropriate under the circumstances; and 
(2) (2) the closed list of remedies that would be available if the user proves that he conducted a reasonably diligent search. Recall that the primary purpose of the orphan works system is to put users together with copyright owners; not to provide a way for users to avoid contacting copyright owners, and recognizing minimum requirements helps promote that goal. To be sure, the standard of diligence will vary according to all of the circumstances. But excessive haste and the absence of good faith or diligence should preclude the availability of the limitation on remedies.
iv) Supp. 456-57
v) Browse the Google Book Search Settlement, http://thepublicindex.org/introduction, focusing on the following provisions:  §§ 3.2, 3.5, 3.8, 3.10, 3.11, 3.14, §§ 4.1, 4.3, 4.7, 4.8,  Art. 6,  §§ 7.1, 7.2, 7.4
vi) James Grimmelmann, How to Fix the Google Book Search Settlement, http://works.bepress.com/cgi/viewcontent.cgi?article=1022&context=james_grimmelmann 
vii) Fred von Lohmann, Google Book Search Settlement: A Reader’s Guide, http://www.eff.org/deeplinks/2008/10/google-books-settlement-readers-guide
25)  Technological Protections: Act §§ 1201(a)-(j); CB 603-24; Supp. 459-60; CB 624-27.

a) The AHRA is significant for hybrid protection; requires all digital audio recorders to incorporate SCMS, a technical protocol for DAT that allows first-generation copies without degrading quality, but prevents subsequent copies.  Also make unlawful to manufacture or distribute any device or provide any service to circumvent SCMS.  Levied royalties on covered media and equipment.  Barred infringement actions against consumers for personal, non-commercial copying, and also barred actions against manufacturers and distributers of the devices.  

b) 1201 makes two important distinctions

	
	Access Protection Measures
	Rights Protection Measures

	Individual Act of Circumvention
	Prohibition 1201(a)(1)
	Prohibition: None

	Manufacturing or offering devices that circumvent
	Prohibition 1201(A)(2)
	Prohibition 1201(b)


i) Between technological controls that restrict access to © work and controls designed to prevent violation of an exclusive right of © owner.

ii) Between individual acts of circumvention and the manufacture and distribution of technologies designed to circumvent technological protection.

iii) Device ban (manufacturing and distributing devices that circumvent) apply to both access and exlusive right controls.

iv) Individual circumvention allows for devices designed to protect exclusive rights, but not access protection.  Theoretically, a user who has paid the required price for access is free to circumvent technological controls that prevented the exercise of fair use and other privileges.

v) 1201 would not prohibit purchaser from bypassing the code to enable printing, but distributing a utility to do so would violate, and doing so after access period expired would.
c) Section 512 was part of DMCA, supposed to work together with 1201.  No online service provider can take advantage of any 512 safe harbors unless it complies with standard technical protection measures that may be adopted by © holders.  None existed at the time, but forces OSP to honor converging market standard.
d) Universal City Studios v. Reimerdes SDNY 2000- DVDs protected by CSS, viewable only on players with technology that permits decrypting for playing but not copying.  Hackers created DeCSS to circumvent the protection.  D claims that created decrypt in windows trying to make a Linux compatible viewing program.  But created with full knowledge that could be used on computers running windows rather than Linux.  Clearly trying to circumvent  DeCSS has effectively compromised P’s system of © protection and threatens to reduce studio revenues.
i) 1201(a)(2)

(1) Primarily designed to circumvents access controls

(2) Has only limited commercially significant uses other than circumventing access controls

(3) Is knowingly marketing by person for circumventing devices that effectively control access.

(a) Effectively controls access if measures in ordinary course of operation require the application of information or a process or treatment with the authority of the © owner to gain access to the work.

(b) Need not be hard to get around for it to effectively control access.

ii) Linux motivation immaterial to whether violated anti-trafficing DMCA.  Only function is to circumvent effective access control, offered by posting on web site: whether posted to infringe, or to permit and encourage others to infringe, does not matter.  

iii) Offering the program is the prohibited conduct, regardless of why the program was written, except if intent makes them fall into a statutory exception.

(1) Reverse Engineering- 1201(f)- may circumvent access control measures to achieve interoperability with another computer program if non-infringing.  May share that information to others if solely for purpose of interoperability.  But only the person who acquired the information is allowed to distribute it.  Key issue: Whether disseminated in manner designed to advance the state of knowledge of encryption technology vs. facilitation of © infringement, whether person engaged in legitimate study of or work in encryption, and whether results are communicated in a timely fashion to © owner.

(2) Fair use- D argue that DMCA cannot make it difficult or impossible to make any faire use of P’s © work, so doesn’t reach their work which is simply a means to enable fair uses.  Access controls do risk preventing lawful as well as lawful uses.  But 107 fair use provides exception from infringement, not 1201.  If Congress had meant fair use defense to apply to such actions would have said so.  
(a) Sony v. Universal Sudios involved construction of © act that was overruled by DMCA.

(b) Congress elected to leave technologically unsophisticated persons who wish to make fair use of encrypted © works without the technical means of doing so.

iv) First Amendment

(1) Stronger argument if more content linked to than just DeCSS program or code, auto download, or click download.  But D proclaim on own site that DeCSS could be had by clicking on their hyperlinks.

(2) Real significant of anti-linking injunction might be with foreign sites arguably not subject to DMCA or the lawsuit.

v) If controlled access means ability to see the movie, CSS doesn’t control that.  You can see the movie once you pay for it and put it in a licensed player.  CSS doesn’t mediate physical access, the sense that Congress was thinking of, something that stands in the way of stealing book from Border.  But if access means electronic access, technically mediated access, then it does.  All cases come up in the access column nowadays. Any of the three prohibitions:
(1) Primarily designed to circumvent technological measure that controls access to the work.  
(2) Only limited commercial significance other than to circumvent technological measures to control
(3) Marketed or distributed with knowledge for circumventing technological access measure.
vi) Does 1201(f) permit the unauthorized creation of an interoperable media player?  Why f does not apply
(1) 1201(f)(3) allows only person who created the work around to distribute it.  
(2) Sole purpose must be to achieve interoperability, and here also had purpose to allow infringement.  
(3) Only allows reverse engineering of computer programs for sole purpose of analyzing elements of program necessary for interoperability with other independent programs.  
(4) 1201g (good faith encryption research, and 1201j security testing have similar structures for how can share info and how.
vii) Professor Felten- is an academic research paper a device.  Academic paper that contains code might be considered to have a dual quality to it.  
viii) Other 1201 exceptions:

(1) Nonprofit libraries, archives, and educational institutions to circumvent access controls for sole purpose of determining whether to acquire a particular work 1201(d)

(2) Authorized law enforcement activities 1201(e)

(3) Circumvnetion of access control to enable filtering internet content to protect minors 1201(h)
(4) for security testing of computer systems 1201(j)

(5) 1201(k) prescribes specific copy control standards for analog VCR.  But may not be used to prevent or limit consuemer copying except for paid subscription tranmissions and pre-recorded AV works.

ix) 2d Cir. 2001 appeal, Universal v. Corley.  Agreed that instructions in computer code qualify as First Amendment protected speech, and 1201(a)(2) is content-neutral and permissible.  Content-neutral speech restrictions must further a substantial government interest unrelated to the suppression of free expression and must not burden substantially more speech than is necessary for further the government’s legitimate interests.  Government interest here in preventing unauthorized access to encrypted (c) material is unquestionably substantial.  A content-netural regulation need not employ the least restrictive means of accomplishing the governmental objective.  Rejected challenge that overbroad based on fair use.  Doubted that any part of C requires recognition of fair use.  

x) Maybe 2d Cir. Rejection of First Amendment argument harder after Eldred.

e) Violations of 1201 are subject to criminal sanctions if done willfully and for purposes of commercial advantage or private financial gain.

f) US v. Elcom ND CA 2002- jury acquitted on all charged.  All actions taken in Russia. Did Congress intend DMCA to reach action in other countries?
g) Library of Congress in consulation with © office an Commerce Dept may declare exemptions to 1201(a) if it finds that particular users are adversely affected by the prohibitions of 1201(a)(1)(A) in their ability to make noninfringing uses of a particular class of (c) works.  623.

i) Literary works whose storeage formats malfunctioned or obsolete (applies only to computer software)

ii) Lists of filtering criteria employed by vendors of software designed to filter undesireable internet content (but excludes lists of filtering criteria employed by spam filters and antivirus software).  (not renewed in 2006 because no new evidence of continuing need was introduced).
iii) Computer programs and video games in obsoltet formats that require original media or hardware as a condition of access (only libraries and archives affected, so limited to purposes of preservation or archival reproduction).

iv) Literary works distributed in eBook format when all available ebook edition limit access in ways that prevent providing special access features for blind and visually impaired.  

v) Proponents of exemption must demonstrate a likelihood of substantial adverse effect simply requires that one’s proof must have substance.  (by a preponderance of the evidence)

vi) 2006 new exemptions

(1) AV works included in librarires of college or university film/media studies departments when circumvented to make compilations of portions of works for education use in the classroom by media studies or film professors.

(2) Computer programs that enable mobile phones to connect to wireless networks when circumvented for sole purpose of lawfully connecting to a network other than one for which phone was originally programs

(3) AV works distributed on CD  protected by technology that creates or exploits security flaws or vulnerabilities when circumvention is solely for good faith testing, investigating or correcting such flaws and vulnerabilities.  

h) International approaches to Implementing the WCT- Members states may take measures to ensure exceptions for private noncommercial copying survivie if rightholders have not already enabled such copying.  WIPO Art. 11: Contracting parties shall provide adequate legal protection and effective legal remedies against the circumvention of effective technological measures that are used by authors in connection with their exercise of rights under the Berne convention and that restrict acts, in respect of their works, which are not authorized by the authors concerned or permitted by law.  Does mandate that member states support owners in technology measures to do whatever they want, just working within the current © law.
i) US approach looks different than the treaty, can’t fit on the slide.  
ii) Understood as access that wasn’t properly paid for or after the access period ends.  Not fair for people to circumvent technical measures that protect access, like breaking into Borders to steal the book.
i) Why not limit to circumvention for the purpose of engaging in or enabling copyright infringement?  British protect circumvention for purposes of research into cryptography.  French court held failure to label DVDs as copy protected constitutes failure to notify consumers of an essential characteristics.  

j) Authorized verses unauthorized access and interoperable products
i) Chamberlain Group v. Skylink Fed Cir. 2004-  Universal garage door transmitter.  DMCA defines circumventions as activity taken without © owner authority, so burden is on P to prove that D’s access was unauthorized.  DMCA created new liability, but not new property right.  1201 applies only to circumventions reasonably related to protected rights.  DMCA distinguishes between D’s whose products enable coypoing, and thos like here, that enable only legitimate uses of © software.  © and 1201  would have unlimited right to hold circumventors liable even is access only enables rights © act grants to the public.  Not rational to give public appropriate access to work by allowing © owners to deny all access to the public.  Otherwise would allow to leverage sales into aftermarket monopolies, in violation of antitrust and misuse laws.  Individual cannot through combination of contractual terms and technological measures repeal the fair use doctrine with respect to an individual © work, or even selected copies of that work.  Consumers who purchase a product containing a copy of embedded software have the inherent legal right to sue that copy of the software.  1201 prohibitis only forms of access that bear a reasonable relationship to the protection that the © Act otherwise afford © holders.  P alleging 1201(a)(2) must prove

(1) Ownership of valid ©

(2) Effectively controlled by a technological measure which has been circumvented

(3) third parties can now access

(4) without authorization, in a manner that

(5) infringes or facilitates infringing a right protected by the © act, because of a product that

(6) is either 

(a) Designed or produced primarily for circumvention

(b) Made available despite only limited commercial significance other than circumvention

(c) Marketed for use in circumvention of the controlling technological measures.

(7) P must prove 1-5 and any one of 6(i)-(iii).  Then D may present 1201 affirmative defenses.

(8) 1201 only covers Unauthorized use Statutory made up by court because Congress did not mean to create a new property right.  Legislative intent originates.  Savings clause indicates intent 
(9) Blurs the columns.  Even to show 1201(a)(2), must show infringement, making it sound more like 1201(b).  We do know that Congress was trying to have (a) and (b) be different.  
(10) © office said the exception covers garage door openers.  
(11) Court doesn’t want to create so broad liability by making it a prima facie violation of 1201(a)(2).  
(12) Limits on Chamberlain/Lexmark
(a) So what if Lexmark encrypts the printer program?  Then add judicial gloss to (a)(2), find significant that using to protect functionality and ideas, and not expression, so statute doesn’t cover it.  
(b) License clause prohibiting reverse enginnerng and circumvention of a product’s authentication sequence
(i) Vernor: use can be licensed while the copies are sold
(ii) MAI: Formalism: k language imposes restrictions on use and redistribution.
(c) Lexmart shrinklicense never had a place to assent and may have put the restrictions on non-prebate cartridges.
(13) Two tensions

(a) We resisted less contracting away rights of resale and reverse engineering rights, but resist circumvention penalties allowing us to exercise those rights?  
(b) Tensions between the circuits.  If you wanted to make an interoperable media player to play CSS movies after all three cases now?
(i) Could you insist on the 5th factor for a DVD player
(ii) Or only works for non-media player?
(iii) Authorized use: enables them to play movies for which they have paid.  Would have to not let people copy, have own copy protection system.  Gets around 5
(iv) This is the Real Networks case tried in front on Judge Patel (Napster Judge).  She avoided the Chamberlain analysis.  Even a media player created under secrecy that put own copying in place would violate 1201 if not authorized.  More than one way to think of authorized.  
ii) Lexmark v. SCC 6th Cir. 2005- Printer company has microchips in toner cartridges that prevent generic brand cartridge use.  Offers discounted prebate cartridge subject to the restrictions, regular ones are not.  But court says that purchase controls access since the program is not encrypted, anyone can read it and publish the program.  Access to printer function yes, but not access to the protected software code.  Because the statute refers to controlling access to a work protected under this title, it does not naturally apply when the work protected under this title is otherwise accessible.  Effective control does not extend to technological measures that restrict one form of access but leave another route wide open. 1201 only covers if effectively controls access, all types.  
(1) Circumventor controls access to printer program in controlling whether it works, but doesn’t prevent access for reading the code.  
(2) Effectively controls access
(a) Ability to make use of the program
(b) Ability to obtain and view the © expression in the work.  
k) Protection of © management information (CMI)- 

i) 1202- 

(1) (a) False CMI- No person shall knowingly with intent to dinuce facilitate or conceal infringement

(a) Provide CMI that is false or

(b) Distribute it

(2) (b) Removal or alteration of CMI- no person shal without authority  of owner or law

(a) Intentionally remove or alter CMI

(b) Distribute or import to distribute CMI knowing CMI has been removed without authority

(c) Distribute, import, or publicly perform knowing CMI removed or altered without authority.

(3) Knowing or reasonable ground to know will induce, enable, facilitate, or conceal an infringement of any right under Title 17. MENS REA

ii) Kelly v. Arriba Soft CD CA 1999- Image search engine creates thumbnails of photos from websites.  Cropped photo off of page, page sometimes contains CMI, not included in cropped photo.  

(1) 1201(b) applied only to the removal of CMI on P’s product or original work.

(2) No reasonable grounds to know would cause users to infringe.  Warns users about possible use restrictions on images, instructs to check with web site before copying even thumnails.  

iii) IQ Grouip v. Wiesner DNJ 2006-  New ad distributor removes previous ad designer logo from the ad and distributes.  Logo and website hyperlinke CMI?  Court cautioned against blurring TM and ©, would allow TM to invoke DMCA © protection.  J. Cohen- CMI is limited to components of technological measures, that control access to works such that technology attached to the work itself defines and protectes the legal rights of © owner.  CMI are components of automated © protection systems, like a digitial watermark.  1202 should not be construed to cover © management performed by people, which is already covered by © ACT before DMCA; protects © management performed by the technological measures of automated systems.  
iv) McClatchy v. AP WD Pa 2007- 1202 must protect non-digital information, CMI defined to include any info in 8 categories, including in digital form.  Must also protect nondigital.  1202(c)- McClatchy view (minority) is clearly right from the text of the statute, notwithstanding fact that IQ court cited Cohen’s article, appeared not to have really read it.  Probably thinking mostly about automated, but drafted much broader statute without thinking of the consequences at all.  Although seems to protect an astonishing variety of info, not that useful involving folks who do something inadvertently.  Mens rea requirement limits it quite a bit.  
26) State Law Theories of Protection- 
a) Preemption
i) Express- section 301.  666 Presence of express preemption clause does not prevent all implied preemption effects, but higher bar.  Legal or equitable rights preempted if
(1) equivalent to any of the exclusive rights
(2) within the general scope of © as specified in 106.
(3) Subject Matter within the general scope of copyright.  
(a) Facts not within the scope of ©, 
(4) Is the state cause of action equivalent oto any of the © exclusive (106) rights?
(a) Need have all the same elements?  Rarely exact correspondence.
(b) Unjust unrichment from act generally covered by © act, this approach preempts a broad array of laws.  
(c) Unfair competition
(d) Conversion
(5) As long as fits within general subject matter, prevents state from protecting it even if fails to achieve because too minimal or lacking in originalty to qualify or because fell into public domain.l
ii) Implied
(1) occupation of the field- federal statute completely occupies the field that it governs.  Not implicated in the IP context, Framers contemplated state IP protections.  
(2) conflict
b) Sear, Roebuck v. Stiffel 1964: Does © act preempt state unfair competition law from prohibiting copying of article not protected by © or patent law?  Uniform federal standards are carefully used to promote invention while preserving free competition.  To allow a state by use of its law of unfair competition to prevent the copying of an article which represents too slight an advance to be patented would be to permit the State to block off from the public something which federal law has said belong to the public.  
i) Sears Rule: When article is not protected by patent or ©, state law may not forbid others to copy that article, would interfere with policy of allowing free access to copy whatever federal patent and © law leave in public domain.

ii) Although nonfunctional design, or secondary meaning, or consumer confusion may be relevant to state labeling laws, do not furtnish a basis for prohibiting the actual acts of copying and selling.  Compco v. Day-Brite 1964.

c) Goldstein v. CA 1972- CA statute prohibits sounds recordings before © statute does.  Objective of IP clause to facilitate national IP rights, to provide a reward greater in scope than any individual state could grant.  But did not require absence of state ©, some subjects of purely local importance that national attention is not warranted.  Congress can protect when it wants or prevent protection.  Since state protection would not then conflict with federal action, total relinquishment of State’s power to grant © protection cannot be inferred.  Congress drew careful balance for mechanical configurations, but no comparable conflict between state and federal law in musical performance recordings.  Congress has drawn no balance, but left the area unattended; no reason states can’t act.
i) 1976 Act preserved state law rights for recordings fixed before Feb. 15, 1972 until Feb 15, 2067
d) Kewanee Oil v. Bicron 1974-  State trade secret protection is not pre-empted by federal patent law.  Based on Goldstein for ©, extends to discoveries.  TS purpose to maintain standards of commercial ethics and encourage inventions..  Congress has drawn no balane to ethics.  Unpatentable not impacted because no incentive to disclose without it, nonpatentable patentable subject matter no conflict because reaches areas where patent law doesn’t; legitimate doubt of patentability, the risk of eventual invalidity may prevent patenting, but better that invalid patent never issue because anticompetitive; Clearly patentable, patent clearly superior so no conflict.  Rare invention that better protected by trade secret, but other inventors will come up with it.  Honest discovery and reverse engineering make access possible; not complete monopoly.  
e) Bonito Boats v. Thnder Craft Boats 1989- Vessel Molding boat hull design protection.  Default that free exploitation of ideas will be the rule, to which federal patent protection is the exception.  Exceptions: Trade dress, Kewanee Trade secret provides weaker protection than patent.  States may not offer patent-like protection to intellectual creations that would otherwise remain unprotected under federal law.  
f) Constitutional Preemption- 

i) TM regulates confusing or deceptive conduct, but does not create an exclusive right to marks in all concepts.  

ii) US v. Martignon SDNY 2004- Struck down criminal version of anti-bootlegging statute because effectively creates perpetual rights in unfixed performances in violation of both the limited time and writings requirements of IP Cluase.  

iii) US v. Maghadam 11th 1999- Protecting unfixed performances under commerce clause not fundamentally inconsistent with writings because also promotes creativity.  

iv) Rational basis standard of Eldred.  

v) Dasta v. 20th C. Fox 2003- interpreting LA 43(a) to bar uncredited copying of public domain work would create a species of perpetual (c), which Congress may not do.

vi) 4 Principles Limiting Congressional Authoirty- Heald and Sherry

(1) IP clause renders suspect only legislation that imposes monopoly like costs on public through granting exclusive rights.

(2) Quid pro Quo- Congress may grant exclusive right only if attempt to secure counterveiling benefit to public.

(3) Authorship- must initially be made to tru author or party responsible for new advance.

(4) Public domain- Suspect grant may not significantly diminish access to public domain.  

g) 301 May not set outer limits on preemptive effect of 301, at least not in terminations maybe.  
i) Rano v. Sipa 9th 1993- 203 allowing termination after 35 years preempts state law allowing termination at weill 

ii) Walthal v. Rusk 7th 1999- 203 intended to protect authors, so allowing earlier termination is no conflict.  

iii) Both agreed preempt laws requiring no termination after 35 years.  So might preempt even absent equivalent state claim.

h) State community property rules effectd a transfer of © by operation of law as expressly allowed by 201(d).  Marriage of Worth CA 1987 and Rodrogue 5th Cir. 2000.

i) Harper Row v. Nation 2d 1983- Conversion claim prevented because unauthorized publication is the gravamen of their claim, so the right seeking to protect is coextensive with exclusive right safeguarded by ©, so preempted..  President Ford’s biography published before publication by stealing it.  If possession fo paper itself is the claim, conversion requires more than temporary interference but unauthorized dominion and control to the complete exclusion o the rightful possessor.  Taking a copy and copying it undamaged is too insubstantial an interference in property rights to be conversion.  Additoinal elements of awareness and intentional interference beyond © claim merely to scope of right, not different infringing conduct.

j) Video Pipeline v. Buena Vista DNJ 2002- Continued to produce own video clips fo ads.  Equivalent to © if infringed by the mere act of reproduction, performance, distribution or display.  But if other element sare required in addition to or instead or these, then not within the general scope of ©.  
i) Unfair competition- 

(1) Misappropration or reverse passing off is grouned in unauthorized copying, fails extra elements test, so preempted.  
(2) Passing off generally not passing off because include extra lement or deception or misrepresentation.

ii) Unjust Enrichment is preempted because claim for breach of implied contract is absent.
iii) Conversion not preempted- interference with tangible property
k) D may seek removal of P’s claim by arguing really a © infringement claim.  6th 2005, 2d 2004, 4th 1993.
l) According to Sears Compco
i) Only Congress can grant patent/copyright protection, and what they don’t protect is the public domain.  
ii) States used general purpose unfair competition laws to protect industrial designs that were not patentable.  Labeling requirements on lamp to show the origin of the products would be ok.  
m) Goldstein- prosecution for record piracy under CA law, looks like © expression.  Piracy made before © protection extends to sound recordings.  Idea that © clause is national because of interstate commerce, but would not preclude state © of local import, that not important enough for federal protection.  But now with internet, is there anything left of purely local importance that the state’s could effectively protect?  
n) Kewanee- Trade Secret functions as a sieve, patent acts as a barrier, does not truncate completely because information can move into public domain through independent creation or reverse engineering.  Trade secret allows access by fair and honest means.  
i) States can’t remove completely from public domain, but can restrict access to fair and honest means.  
ii) Rosy view depends a bit on the invention.  Trade Secret law may work well in general, but really strong for some products, like coke.  
o) Benito Boats- Only post 1976-act case in our string.  About patents, but most contemporary.  Fla protectionist measure, CA did do, against copying boat molding.  Circuit split.  Isn’t just prohibiting dishonest method of duplication.  Now just stick a mold on the hull and crank out hundreds of copies.  Can’t prohibit this as dishonest, when you use statute to take partiulcar means of reverse engineering off the table, flies in face of Kewanee reasoning about need to have a permeable barrier, legitimate ways that information can move from zone of secrecy to public domain.  Statute creates an absolute barrier, looks more like a patent.  Could still go back to difficult method of reverse engineering.  Court sidesteps question of how permeable the boundary must be, just that this went too far.  Reverse engineering in some fields is just too easy, so some states want to say that some kinds of reverse engineering have become unfair and refusing states power to prohibit it goes to far.
p) Geier v. American Honda 2000-
i) Inference of limited preemptive effect
ii) Other evidence of congressional intent can overcome the inference.
iii) Some courts think that inference overcome in © context, especially in transfer termination provisions.  
(1) 301a asks whether equivalent to 106 rights- functionally amounts to copying, distribution, public performance.
(2) The map of intellectual universe asks a different question, whether state is allowing it’s law to be used to create property-like protection in circumstances when FED law would not do it.
(a) Labeling and attribution ok because not property like
(b) Trade secret not property like, not ok when made such.

q) Constitutional preemptions
i) IP clause- to promote the progress of science by securing ofr limiting time to author the exclusive right to their writing
(1) TM and unfair competition by Fed
(2) anti-bootleting
(3) Industrial design laws (boat hull)
(4) Anti-circumvention laws.
ii) What power are the laws passed under?  Commerce clause.  
(1) Although commerce purports to give almost universal authority, one case says commerce subject to implied limits of other clause, bankruptcy clause says have to be uniform.  Congress had special interst protection, struck down as non-uniform because conflicted with implicit decision not to authorize congress to pass non-uniform bankruptcy laws.
iii) IP clause is only power to give exclusive rights, if Congress gives exclusive rights to non writing or invention, should not survive.
(1) First TM laws struck down under that basis, too property like.  LA crafted to target source confusion to get around that problem.  
(2) Bootlegging of live concert performance, driven by treaty obligation, but unfixed
(3) Boat hull, even if not conceptually separable.
iv) Can we say Constituiton didn’t deal with it, not what they thought they were talking about?  Courts mostly don’t think that.
(1) In bootlegging, 11th Cir. In Moghadan said no authority to protect things unfixed.  Court said, ok, but not fundamentally inconsistent with © power, and ok to do things under commerce not fundamentally inconsistent with IP power.  In tension with bankruptcy decision.  Then, doesn’t look like time-limited, but not raised by this D.
(2) Limited times challenge raised in 2d Cir. Martinien case.  IP clause about securing exclusive rights prohibits Congress from securing exclusive rights under commerce in other areas.  Preempted.  But D is challenging criminal prohibition, not the civil prohibition.
(3) Just don’t want to be first court to invalidate law required by TRIPS.
v) Anti-circumvention of the DMCA-
(1) Analogue to trade secret in the IP universe, enforce ethical conduct, proper way to get access. Just establish fair and honest access provisions.
(2) But 1201 is very hard to defend against.    Could make certain public domain content much less accessible.  Con problem?  Not raised so far by sympathetic defendant.  
(3) Don’t let the Con preemption trouble you too much, courts don’t want to deal with it, no compelling theoretical framework.  
vi) More preemption fights in areas where activity has a lot of value and © seems to fall short on what the industry values.
(1) Rights of publicity from state law given to celebrities and other famous personi that can be exploited can overlap when famous because have © characters or works.  May arise when actor vs. writer.
(2) Similar pattern in rights in facts/data (you don’t get from © law).Often think © does not give companies the protection they want.  More acute because databases marketed in digital form, may not even have an identifiable arrangement.  Lack of ability to arrange raises pressure on selection, but want to be comprehensive.  Some industries raw data collection have enormous economic value; sports and financial markets.  
vii) 301 preemption analysis
(1) Does subject matter come within the general scope of ©
(2) Is the state cause of action equivalent to any of the © exclusive rights.
r) Misappropriation- Does 1976 Act preempt INS style unfair competition claims?

i) INS v. AP 1918-  Parties under duty to conduct own business as to not unnecessarily or unfairly injure their competitor , so between them it is quasi-property.  Unauthorized interference with normal operation of business preciley at point where profit to be reaped to divert to those who haven’t earned it, and not burdened by expense of obtaining it.  Since Erie v. Tonplkins 1938 said no federal common law, current cases brought under state  unfair competition law.  

(1) Trying to save costs from overseas reporting, and trying to set up exclusive club to get rid of yellow journalists.  Hearst wanted Germans to win, so unpopular at home with press.  
(2) So INS did lots of unsavory conduct, including bribing employees.  Enjoined at trial level.  Walked into paper offices and read off of bulletin board.  Compete on equal basis on West Coast.  
(3) No © because of the formalities.  No one bothered to © all of the news articles.  No uniform federal TM protection, only state protections.  So if consumer product, passing off as if their own.
(4) Quasi property right existed between AP and its competitors invoked to prevent INS from stepping in at the moment when profit would be reached and reap instead.  Hearkens back to lochean Labor theory.  No sweat ©, but recognizes quasi-property from sweat.  
(5) Textile design case, eligibile for design © but no one did it because value so effinescent.  Court refused to extend INS v. AP.  Courts very hostile to efforts to expand INS past news reporting into other industries in early 20th C. because would create a large whole in IP law if anytime not © could get unfair competition protection in court.  Not much left of © law’s limits on protection.  
ii) NBA v. Motorola 2d 1997-  Send scores and game data to beeper.  301 preemption bars state law misappropriation claims with respect to un© elements contained within © elements.  Partial preemption doctinre (based on missap of broadcasts but not of underlying facts) would significantly expand reach of state law claims and render 301 preemption unworkable.  Inextending © protection to broadcasts and not underlying events, intended the latter to be public domain.  
(1) Focus on prong two, call is general scope prong.  General scope usually used with first prong, can be used to call either one, so watch out.  
(2) Does raw data come within general scope of copyright?  Argue facts not within subject matter of copyright.  Partial preemption asserted by NBA, preemptive effect of © act extends only so far as copyrightable expression of the game broadcast.  Court says this is wrong.  Rejects partial preemption, so long as fits within general category of © subject matter, preemptive effect of 301 extends to everything in that work, at least for purposes of prong I.  
(3) PGA won a similar case because they are much stricter about who can get on the course and what pagers than can have, turned into favorable preemption claim.  2d v. 3d or BB v. Golf
(a) Brandies suggested anti-trust scrutiny of AP
(b) Or making it a liability rule, damages but no injunctions.  
(4) General Scope- Metropolitan Operas broad misappropriation doctrine based on amorphous concepts such as commercial immorality or society’s ethics is prempted.  Virtually synonymous for wrongful copying and indistinguishable from © infringement.
(5) Only a narrow hot-news misappropraiton claim can survive preemption for actions concerning material withint eh realm of copyrights.

(a) P generate or collects info at cost and expense

(b) Value of info is highly time sensitive

(c) D’s use is freeriding on costly effort

(d) D use is in direct competition with P’s

(e) Ability to freeride would so reduce incentive to produce the product or service that existence or quality substantially threatened.

(6) Elements in addition to © infringments

(a) Time-sensitive value of factual information

(b) Free riding by D

(c) Threat to very existence of the produce.

(7) Not within hot-news test.  Is time sensitive, may directly compete, primary business is live show and broadcast.  Transmitting stats is not, so not competitive effect, and not free-riding because collects own states.  Free riding is indispensible, which enables direct competition for less money because lower costs.
(8) Some courts have accepted partial preemption

(a) Dunlap v. G&L Holding 11th 2004- conversion of idea not preempted because idea not within © subject matter

(b) SW Airlines v. Farechase ND TX 2004- Facts from online database of airfaries not preempted because facts not within SM of ©.  

(9) Confidentiality agreements obligating employees to protect trade secrets against disclosure not preempted because gravamen of complain is not copying but the disclosure in violation of confidential relationship.

(10) Trying to protect collections of info available on web site under state common law

(a) eBay v. Bidder’s Edge ND Ca 2000- successfully argued that automated spiders collectin info about bid and ask prices was trespass to chattels under CA law, trespass on their servers by exceeding the bounds of eBay’s consent to public access.  

(b) Ticketmaster v. Tickets.com CD CA 2000- dismissed trespass claim based on deep linking to factual information ocntianed on an interior page of web site, where copying is permited by © act, contrary state law could not be enforced.

s) Contract- Leg history of 201, 1976 act did not intend to preempt claims for breach of contract.
i) Vernor v. Autodesk- use can be licensed while the copies are sold.  Look more closely at what it does.
(1) Right to retake the chattel embodying the work, no.  
(2) MAI: formalism, content to look at language of software, imposes restrictions on use and redistribution.
(3) Both formalistic in willingness to take use restrictions.  
(4) Kewanee and Bonito Boats both about how much state protection permits fair and honest means of obtaining the information.  
(5) When contract prohibits reverse engineering there is a dotted line.  Courts flirted with upholding legislative sanctioning of no reverse engineering clauses.  Court in LA said preempted.  Express statutory privilege to modify the software, and SCOTUS caselaw says that reverse engineering important indication of whether remains in public domain, so state cannot legislatively ban it, nor legislatively validate across the board.
(6) What if just a contract with no statute, what if mass marketed contract, so no bargaining.  
(a) Equivalency analysis- No matter what you do, you can avoid preemption.  
(i) Nature of the act constituting breach 1st Circuit
(ii) Presence of consideration and assent 
1. Bowers dissent- adhesion contract no consideration and assent, just like a black dot.  
2. Similar to unconscionability, some things you can’t give your assent to, like slavery, organs, children.  
3. Not like conscionability, just wasn’t assent, so no extra factor.  
4. But long line of cases enforcing these provisions, like in airline cases.  But preemption, not unconscionability.  
5. Structure of © act, limited monopoly dependent on certain (fair use) limitations.  Because there is a monopoly, so state distrust.  Trying to catch up the monopoly the © act wouldn’t give them.
a. Any privilege you get under © act
b. Or something particularly important in © policy?
c. Adhesion on every contract really are blocking access to ideas
(iii) Promises vs. Rights against the world. ProCD 7th Cir. 
1. Criticism- reframe as implementing core policy of 102(b), access to ideas.
2. Fair use is not a privilege, just not a violation.  
(b) Implied preemption analysis- asking whether has solid or dotted line
(i) Negation of © policy (which one?)
1. Positive law, just now allowed to change the map of IP rights
2. Normative-
a. Good normative reasons to let people enter these contracts, especially if that’s what the market wants.
b. What counterveiling normative theory can you put in place?  
c. Maybe be appealing in software, but destroys an intentional balance.  
d. Market participants might be ok with it, but collective action problem lose public rights.  Individuals don’t have incentive to contract for that right.  
e. But could infect freedom of contract from © cases.  But could call it special rules for ©.
(ii) All mass licenses, or only some (which?).
(7) Copyright misuse-
(a) Lasercomb CA4 Software Noncompete
(b) Practice Mgmt CA9 exclusivity probisions biding regulator to use of AMA taxonomy
(c) WIREData CA7; leveraging control over public property-records data
(i) Avoid concerns about broader contract freedom because limited to ©
(ii) Seems limited to 102(b).    Heavily scrutinized, whereas preemption mostly under rubric of fair use.  Not as debate on 102(b), maybe could so be oriented in the future.  
(8) Preemption and DMCA cases are all about big industrial things that don’t naturally trigger our conceptions of authorship and art.  Far away from where we began.  But © law is broad by design, but question of what it is there for:
(a) Protecting works of art and authorship- DMCA protect music from piracy, but applied in so many other ways (databases and software).
(b) Is having © such a big tent really serving the goals we want it to serve.  
t) Act that allegedly constitutes breach (if also violates 106 right, preempted)

i) National Car Rental Systems v. Computer Associate International 8th 1993- claim that breached software license by using program to process data for thid parties not preempted.  Absent the parties’ agreement, restriction on using for third parties would not exist, so not preempted.

ii) Kabehie v. Zoland CA 2002- A righat that is qualitatively different from © includes a right to payment, a right to royalties, or any other independent covenant.

u) Existence of the contract itself- existence of promise, mutual assent, consideration, so qualititavely different than © infringement.

i) Tquino v. Teledyne Monarch Rubber 5th 1990- contract promise renders breach of contract action qualitatively different from infringement.

v) ProCD v. Zeidenberg 7th 1996- Pro CD has shrinkwarp EULA, charges different tprice for commercial vs. consumer users.    D bought consumer version and used commercially by marketing database on internet for lower price than P charged for its commercial version.  License held an enforceable contract and breach not preempted.  Equivalent to © means established by law.  Contracts generally affect only their parties; strangers may do as they please, so contracts do not create exclusive rights.  
i) Was an un© database.
w) O’Rourke Contract preemption is conflict of two schools of thought
i) © merely provides a bundle of rights to help avoid transaction costs of contracting with each purchaser
ii) Legislative scheme carefully balanced to advance the public interest by prociding an incentive to authors to create while safeguarding the free flwo of information on which such creativitiy is based.
x) UCITA- Preemption issue heitened when boilerplate agreement, by virtue of state enforcement more closely resemelbes state legislation.
y) Vault Corp v. Quaid Software 5th 1988- Chalenges to LA software enforcement act that enforces shrinkwrap licenses against decompilation and disassembly (both types of reverse engineering).  Section 117 permits owner of program to make adaptation of that program.  LA state law conflicts with the rights of computer program owners under 117 and clearly touches  general © law.  
z) Bowers v. Baystate Tech Fed Cir. 2003-  Under First Circuit law, © act does not preempt or narrow contract claim based on shrink-wrap license agreement.  First Circuit says no preemption if cause of action requires an extra element beyond mere 106 violation.  Most courts find © Act does not preempt contract constrains on copyrighted articles.  Although Atari v. Nintento Fed Cir. 1992 held reverse engineering object code to discern unprotectable ideas in a computer program is fair use.  While Fifth Circuit in Vault Corp held that state law prohibiting all copying o fcomputer programs is preempted by © law, no evidence First would extend this concept to private contractual agreeemtns supported by mutual assent and consideration.  First Cir. Recognizes contractual waivers of affirmative defenses and statutory rights.  Parties free to forego the limited ability to reverse engineer a software product under the exemptions of the © act.    Concurring in part: violated preemption is substantially impeds the public use of the otherwise unprotected material.  Bonito Boats.  A state is not free to eliminate fair use.  State may permit parties to contract away fair use, if the contract is freely negotiated, which represents an extra element .  However, state law giving effect to a shirnkwrap license is not contract, eliminate fair use at every instance at owner’s option.  Doesn’t matter whether state law validating contract like in Vault, or common law permitting restriction nlike here.  ProCD, licensor legitimately seeking to distinguish between personal and commercial use, and does withdraw info from public domain because all info already publicly available.  (Dissent focuses on Constitutional principles, Majorityon 301.
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